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ERNEST B. SYMMES 


ERNEST M. SYMMES 


Director 
Diep June 15, 1949 


The Officers and Directors of the United States Trade-Mark Association 
announce with deep regret the passing of Ernest M. Symmes a member of the 
Board and Executive Committee of this Association. Mr. Symmes died after 
a heart attack on June 15 at the Delaware Hospital, Wilmington, Delaware, at 
the age of sixty years. 

Mr. Symmes had a long record of service with Hercules Powder Company. 
Upon graduating from Massachusetts Institute of Technology in 1911, he joined 
the Kenvil, New Jersey, explosives plant as a chemist. Three years later, he was 
made supervisor of chemical research there. 

In 1938, Mr. Symmes was assigned special administrative work for the com- 
pany. This work included supervision of the technical library. In 1945, super- 
vision of all trade-mark work was added to his administrative duties. For the 
past three years, Mr. Symmes has directed all the work of establishing and main- 
taining trade-marks, both domestic and foreign. His duties included supervision 
of the company’s technical library work, in particular, the translating of foreign 
language material, and the correlation of research reports. 

For the past twenty years, Mr. Symmes served as an assistant editor of 
Chemical Abstracts, in charge of the section on acids, alkalies, salts and other 
heavy metals. He was instrumental in establishing the current method of abstract- 
ing patents used by Chemical Abstracts. 

In 1928, he translated from German, a manual on nitroglycerine entitled: 
“Nitroglycerine and Nitroglycerine Explosives,” the work of Dr. Phokion Naoum, 
director of scientific laboratories, Alfred Nobel Dynamite Company. He also 


’ 


invented the system of blasting known as “Hercoblasting,” which afforded greater 
economy in rock quarrying. 

Mr. Symmes was born in Winchester, Massachusetts, and is survived by his 
wife, two children and three grandchildren. His deep interest in the Association 
and sound advice concerning its problems will be very greatly missed by fellow 


members of the Board of Directors. 
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HOW TO HANDLE TRADE-MARKS IN ADVERTISING* 
Casper W. Oomst 










There is an old story that tells more about trade-marks than a long lecture. 
Adam was escorting a visitor through the Garden of Eden. He had pointed out 
most of the wonders of the place and then began to exhibit his animals. Everything 
went along very well until they came to an unusually long-legged, long-necked, 
horned, distinctively reddishly spotted yellow animal that couldn’t make any dis- 
tinguishable noise. “This,” said Adam, “is my giraffe.” “A giraffe?” “Well,” 
said Adam, “he looks like a giraffe, doesn’t he?” 

Many a trade-mark owner, balking at adopting a new trade-mark, feels a 
little as he would feel if the word “giraffe” were thrown at him without his ever 
having heard of it before. Yet the word “giraffe,” as well as the beast itself, is a 
wonderful trade-mark. It would be easy to handle in advertising. You couldn’t 
forget it, once you had mastered it. It sounds approximately the same in all lang- 
uages. It lends itself to becoming typographical display. Of course, you could 
not be sure how anybody would pronounce it, in a land where a tomato may be 
either (or eyether) a tomato or a tomato, and a pianist can’t be sure what he is, 
but however it was pronounced it could not sound a great deal different from the 
way it should sound. 

And the display of the beast itself! There is no indeterminate creature which 
might be lost in caricature or a poor photograph. A giraffe is a giraffe no matter 
what school of art he belongs to. Neither Picasso nor Dali could do anything other 
with a giraffe then make him look like a giraffe. 

So, summing it all up, if you want a good trade-mark, do as the giraffe does. 
Take a couple of millenia of development and get something as distinctive. 

Now I know that my marketing friends, who are continually at war with the 
lawyers in this matter of trade-marks, would raise a great many questions about 
the propriety of the giraffe as a trade-mark! Are some people allergic to giraffes? 
Do some people think of camels (small “c,” please) when they see or hear of 
giraffes? Isn’t it true that when the word “giraffe” is pronounced in one of the 
Zulu dialects it carries a reflection upon the hearer’s maternal ancestry? In fact, 
people with certain speech defects can’t even pronounce the word “giraffe” and most 
people, with or without defective eyesight, can’t even spell “giraffe.” 

Fortunately we lawyers have little to do with all that. If you were fortunate 
enough to have “giraffe” for a trade-mark, and could afford double spreads in 
Life magazine to print that long neck, we would sagely nod our heads, compliment 
the genius in your organization who had the foresight to adopt this mammal as a 






















* Paper delivered June 8, 1949, before the Regional Meeting of the Association of National 
Advertisers Inc., at Chicago, Illinois. 
+ Former United States Commissioner of Patents. 
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merchandising ally, warn you against the dangers of somebody’s using a dinosaurus 
(which nobody can pronounce, and therefore which would be readily confused with 
the giraffe, because of the “considerable confusion about confusion”) on similiar 
products, and tell you to be sure to put the word “Brand,” preferably in red, directly 
under the giraffe’s picture, so nobody would mistake the trade-mark for the descrip- 
tive name of your product. Then we would debate whether you should mark the 
giraffe with a symbol composed of a capital “R” in a circle, as prescribed by the 
Lanham Act, or with the legend “Trade-Mark Registered,” or with some other 
enlightening reminder that the soda crackers, or cigarettes, or whatever they were, 
were not really giraffes, but that “Giraffe” was merely a trade-mark for them. 

All of this considerable nonsense is a long way of getting around to a few remarks 
about how you should handle trade-marks in advertising. I’m using the method 
of association—no frontal attack here. 

One way of handling your trade-mark in advertising—presumably your adver- 
tising—is to print it. Of course, you can print it in Excelsior or Brilliant type, or if 
you are somewhat bolder or your budget somewhat bolder, in “Double Great 
Primer.” That will be very helpful to those prospective customers of yours who 
can read. Of course, you can be very sly about it, and, after the manner of certain 
books or newspapers that dare not print certain words and dare less to omit 
them, you can print the first and last letters and mark the intervening elision with a 
broad dash. Look what you can do with a simple word like “gun” or “sunbath” 
if you treat it that way. As a lawyer I must recommend against that treatment 
of your trade-marks, and here I think I shall find my friends of the advertising 
profession in profound agreement. 

To get on with this paper let us agree, then, that the trade-mark should be 
printed, preferably legibly. What next? The trade-mark should be printed as a 
trade-mark! At last we are in a debatable area. My friends who want primarily 
to sell goods, and are revoltingly indifferent to their greater social obligation to main- 
tain the economic stability of the legal profession, would like to turn every trade- 
mark into a neat little handle by which their goods are lifted off the shelf and by 
which their competitors’ goods are brushed back among the cobwebs. In other 
words, they don’t like trade-marks like “Giraffe,” for anything but little giraffes, 
which nobody is buying anyway. 

It would be wonderful if trade-marks could be devised that would accomplish 
this dual function, of serving both as an unmistakable mark of the origin of the 
goods, so that whenever it was used it would inevitably mean your goods, and also 
as an invariable name for the product, so that whenever the product was called 
for the trade-mark would be used, and your goods therefore meant, and you would 
prosper and all your competitors would gnash their teeth. 

Unfortunately it isn’t that easy. The law sees to that. The trade-mark, as far 
as the law is concerned, has only one function, and that is to indicate the origin 
of the goods to which the trade-mark is applied. The actual origin may be anony- 
mous. Nobody need know that “Giraffe” noodles are made by the Aboriginal 
Desicated Foods Products Company. All one need know is that all noodles that 
wear this long pinkishly spotted neck and come in a package marked “Giraffe” are 
“Giraffe” noodles. In other words, the trade-mark does no more than repeat the 
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idea that “Only Giraffe noodles are marked ‘Giraffe’,” and “All noodles marked 
‘Giraffe’ are Giraffe noodles.” Simple, once you get the hang of it, isn’t it? 

Once you have mastered that fundamental idea the rest of the questions raised 
by the title of my paper answer themselves. But, gentlemen, my restraint would 
be badly strained were I to let these questions answer themselves. 

In other words, use your trade-mark unmistakably as a trade-mark and only 
as a trade-mark. This does not mean that you can, without cost, ignore all of the 
elementary rules that dictate the selection of a trade-mark. Those rules are primarily 
rules of merchandising, and they are tested by the tests which you apply to all 
merchandising devices. Assuming, however, that you have observed those rules 
and have selected a trade-mark for your goods, how will you handle it in your 
advertising ? 

First, let me repeat, use your trade-mark as a trade-mark. Too elementary? 
In a recent issue of The New Yorker appears an ad of men’s informal trousers 
commonly called “slacks.” The ad is headed, “relax in Daks.” Cute, isn’t it? 
“Daks—slacks—relax—get it?” I need not say anything about the choice of the 
word Daks as a trade-mark. The adwriter wanted to be sure that nobody 
would think it a trade-mark, for his copy goes on, “Your first pair of Daks will 
start you on a whole collection.” All this man was trying to do was to change 
the spelling of the word “slacks,” and I fear he can’t do it. He merely succumbed 
toa rhyme. If he were successful, and did induce the world to change its spelling 
of “slacks,” all he would have done would have been to add a word to the English 
language, and that does not pay advertising bills. 

Of course, the temptation to substitute a trade-mark for a descriptive term 
has been greatly reduced by the fate of such well-known marks as “Aspirin,” “Cello- 
phane,” “Shredded Wheat,” and others you are tired of hearing about. But several 
years ago a similar fate worse than death almost befell “Pyrex.” In a suit that 
hadn’t raised that question at all, a Court gratuitously made the statement that the 
mark was descriptive. On rehearing that gratuity was withdrawn and for several 
years “Pyrex” was carefully marked with the word “Brand” printed in red, directly 
beneath the word “Pyrex.” One day an ad appeared in Collier's, reading roughly 
as follows: “Hey, Ned, now you can get the famous ‘Nubrite’ bulbs made of 
‘Pyrex,’” with repeated references to “Pyrex” throughout the text as if “Pyrex” 
were a material like glass from which bulbs could be made. Fortunately there was 
a quick recovery from this folly, and now everybody, even the Courts, know 
that “Pyrex” is a trade-mark for a heat resistant glass, and not merely a material 
of indiscriminate origin. 

The simplest prescription to avoid the attenuation of trade-mark rights by 
the transformation of a good trade-mark into a descriptive term is to employ the 
trade-mark at all times with the descriptive term applicable to the goods to which 
the trade-mark is applied. While there are times when this interferes with package 
dress or with typography of advertising, I have never encountered a situation 
where this simple prescription could not be followed. 

The question that troubles most people with respect to the use of trade-marks 
in advertising is how to indicate that the trade-mark is a registered trade-mark. 
This question again answers itself when the true nature, function and legal position 





39 T. M.R. TRADE-MARKS IN ADVERTISING 519 


of a trade-mark is recognized. Legally, a trade-mark acquires its standing as such 
merely by its use as a trade-mark. The fact of registration fixes dates with respect 
to its early use and registration and also insures the availability of certain pro- 
cedural devices which may be employed against violators of the trade-mark. Under 
the Lanham Act, there are certain other additional advantages that accrue under 
a registered mark. The trade-mark may be enforced whether or not it is registered. 
When a mark is registered, there is no compulsion to disclose the registration by 
marking the trade-mark with either a legend indicating that fact, or by means of 
the symbol composed of the capital “R” enclosed within a circle. 

The Lanham Act does prescribe (Section 29) that the registrant of a mark 
registered in the United States Patent Office “shall give notice that his mark is 
registered by displaying with the mark as used the words “Registered in U. S. 
Patent Office” or Reg. U. S. Pat. Off.” or the letter R enclosed within a circle, 
thus, ®); but specifies no other penalty than the denial of damages in a suit against 
an infringer, unless the defendant has actually been notified of the registration. 

Thus, since your primary business is to sell goods and not to collect damages 
in trade-mark infringement cases, you can completely ignore any marking require- 
ments if that interferes with your advertising display or your package design. If 
there is no such interference, I think most lawyers will recommend that you do 
indicate that the mark is registered both upon the package and in your advertising. 
The repetition inserted in advertising of asterisks and other index marks to a 
legend that the mark is a trade-mark occasionally becomes so obtrusive that it begins 
to throw doubt upon whether the owner is certain that the trade-mark is truly a 
trade-mark. If the trade-mark lacks the essentials of a trade-mark without that 
repetitious indexing to the claim that it is a trade-mark, the mark will not be legiti- 
matized by that procedure. 

There is little else to say. The important thing is first, to be sure you have 
a trade-mark; second, use the trade-mark as a trade-mark; third, relax. 
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TRADE-MARK INFRINGEMENT AND CONFUSION OF SOURCE: 
NEED FOR SUPREME COURT ACTION* 


Julius R. Lunsford, Jr.¢ 


In this day and age, with unfair trade practices so prevalent, with shouts of 
monopoly being hurled at brand names and trade-marks, with confusion in the 
courts as to what is confusion of source, and with an apparent conflict as to the 
extent of protection to be given registered marks, a Supreme Court determination 
would aid in the solution of the problems of trade-mark owners, advertisers, broad- 
casters, et al—an answer that was supposedly given by the Lanham Trade- 
mark Act.’ There is need for uniformity of decisions, and in the game of competi- 
tion between the owners of trade-marks Congress has written the rules. The citi- 
zens of Illinois should play the same rules as the citizens of Missouri. 

Prior to July 5, 1946, the statutory law of trade-marks in this country was the 
result of piecemeal legislation in which Congress sought to provide adequate defini- 
tions of the rights and remedies for trade-mark owners. As is so often the case with 
such legislation, the original purposes are perverted, the interpretations are con- 
fused, and the rights of those affected are obscured. It was these results in trade- 
mark law which stimulated agitation for a complete revision of the law. 

On July 5, 1947, the new trade-mark law became effective. It embodies 
many of the provisions of the prior statutes and much of the case law on the 
subject, but it eliminates many of the prior limitations on registration and protection 
generally, and broadens (or, at least, was intended to broaden) the rights and reme- 
dies of the owners of registered marks. We need turn no further than the Congres- 
sional committee reports to learn that it was Congress’ intent to broaden these 
rights. The general comment on trade-marks reads as follows: 


Trade-marks, indeed, are the essence of competition, because they make possible a 
choice between competing articles by enabling the buyer to distinguish one from the other. 
Trademarks encourage the maintenance of quality by securing to the producer the benefit 
of the good reputation which excellence creates. To protect trademarks, therefore, is to 
protect the public from deceit, to foster fair competition, and to secure to the business 
community the advantages of reputation and good will by preventing their diversion from 
those who have created them to those who have not.” 


More specifically, the Committees defined the general purposes of a trade-mark 
statute in the following language : 


The purpose underlying any trademark statute is twofold. One is to protect the 
public so it may be confident that, in purchasing a product bearing a particular trade- 
mark which it favorably knows, it will get the product which it asks for and wants to 
get. Secondly, where the owner of a trade-mark has spent energy, time, and money 
in presenting to the public the product, he is protected in his investment from its mis- 
appropriation by pirates and cheats. This is the well-established rule of law protecting 


* Reprinted from The Virginia Law Review, Vol. 35, No. 2, February 1949. 

+ Member, Georgia Bar. 

1. 15 U. S.C. § 1114 (Supp. 1947). 

2. Sen. Rep. No. 1333, 79th Cong., 2d Sess. 4 (1946); Robert, The New Trade-Mark 
Manual, 267 (1947). 
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both the public and the trade-mark owner . . . . Your committee believes the proposed 
bill accomplishes these two broad basic principles.* 


Most specifically, one of the primary purposes of the new Act was to remedy 
constructions of the old acts which have in several instances obscured and obstructed 
their original purpose. 

Perhaps no phrase in any statute has given rise to greater perversion of purpose 
or obscuring of intent than did seven words which appeared in the Trade-mark 
Act of 1905, the basic statutory law until 1947. The old Act said in substance that 
the right to enjoin an infringing mark arose only if the infringement were used 
on “merchandise of substantially the same descriptive properties.” Did the phrase 
mean that the goods of a plaintiff and defendant must be the same goods, or goods 
of the same general class, or goods sold in the same stores to the same class of cus- 
tomers, or related goods which might be assumed to come from the same source, or 
goods which because of their nature might be assumed to have common sponsor- 
ship? There was no single answer to the question. In the final analysis, the 
answer seemed to be bound up in another question ; “Is the action of the defendant 
such as to bring about confusion, mistake or deception?” If a court answered this 
second question in the affirmative, an injunction followed, either because the court 
through sheer rationalization found the goods to be of the same descriptive proper- 
ties or because the action of the defendant was so unfair as to require the inter- 
position of an equity court. In either event the result was the same although the 
reasons given might be poles apart. 


Decisions Prior to the 1946 Act 


An examination of the case law on trade-mark infringement reveals that when 
the marks were the same, an injunction usually issued if the goods were in the same 
class. For example, cameras and bicycles*; syrup and flour®; liniment and toilet 
soap®; bread and flour; chicken feed and animal feed’; clothes and hats*; auto- 
mobiles and radio tubes’ ; and beer and malt.”® 

In other cases when the mark was the same, but the goods were unrelated, 
a phrase of the law of trade-mark protection developed under the guise of unfair 
competition for the reason that the courts could not, in many cases, rationalize to 
the extent necessary to conclude that the goods were of the same descriptive proper- 
ties. Let us examine this phase of the case law to determine if there was any 
common ground for granting relief. Also let us consider whether the omission 
of reference to “merchandise of substantially the same descriptive properties” from 
the new Act has any relation to that ground. The new Act provides a single 
measuring stick for determining infringement. The test is likelihood of confusion, 


3. Robert, op. cit. supra, note 2, at 266. 

4. Eastman Photo Materials Co. v. Kodak Cycle Co., 15 Rep. Pat. Cases 105 (1898). 

5. Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 (C. C. A. 2d 1917), cert. denied, 
245 U. S. 672, 38 Sup. Ct. 192, 62 L. Ed. 540 (1918). 

6. Omega Oil Co. v. Weschler, 35 Misc. 441, 71 N. Y. Supp. 983 (Sup. Ct. 1901). 

7. Edgar-Morgan Co. v. Alfocorn Milling Co., 270 Fed. 344 (E. D. Mo. 1921). 

8. Rosenberg Bros. & Co. v. Elliott, 7 F. 2d 962 (C. C. A. 3d 1925). 

9. Wallv. Rolls-Royce of America, Inc., 4 F. 2d 333 (C. C. A. 3d 1925). 

10. Anheuser-Busch, Inc. v. Budweiser Malt Products Corp., 295 Fed. 306 (C. C. A. 2d 1923). 
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mistake or deception of purchasers irrespective of the goods on which the mark 
is used. 

The Aunt Jemima case was the first American case to adopt what the com- 
mentators call the modern concept. Although the decision was based on the theory 
that syrup and pancake flour are related goods, the court considered confusion 
of source the governing factor, stating: “ .. . the public seeing this trade-mark on a 
syrup can would conclude that it was made by complainant .... In this way 
complainant’s reputation is put in the hands of the defendant.’ 

When in 1924 the Sixth Circuit Court of Appeals enjoined a manufacturer 
of hats from using the name of the well-known magazine V ogue, the court enunciated 
a principle which became popularly known as the Vogue Doctrine. In reaching its 
conclusion the court focused its opinion upon the real evil of using a well-known 
name. The court would not allow injury to the plaintiff’s goodwill and reputation, 
for while “there is no fetish in the word ‘competition,’ the invocation of equity 
results more vitally upon unfairness . .. . In this case the reasonable probability 
of injury to the plaintiff through defendant’s misrepresentation is greater even 
if it has not actually occurred... .”” 

Four years later the rationale, popularly known as the Hand Doctrine, was de- 
veloped in Yale Electric Corp. v. Robertson.* The principle evolved was that 
if the article bearing the copied symbol was a product which might be reasonably 
expected to come from the plaintiff, then the defendant’s use of such a trade-mark 
should be enjoined. In a now-famous quotation, Judge Hand refused the registra- 
tion of the mark, “Yale,” for flash lights when opposed by the owner of the mark 
for locks and keys."* The doctrine propounded by Judge Hand has been used 
in many cases, among the most noteworthy of which are the Dunhill case’ and the 
Tiffany case.” When deciding the latter case the New York State Supreme Court 
enjoined the use of Tiffany from motion picture machines and stated that: ‘The 
purpose of defendant’s act was wrongfully and unfairly to appropriate for defendant’s 
pecuniary gain the value plaintiff had created in plaintiff’s own name and plaintiff’s 
unique business and financial reputation.” 

Many other jurisdictions followed the Hand Doctrine as it was enunciated in the 


11. Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 (C. C. A. 2d 1917), cert denied, 
245 U. S. 672, 38 Sup. Ct. 192, 62 L. Ed. 540 (1918) ; cf. Bulova Watch Co. v. Stolzberg, 69 F. 
Supp. 543 (D. Mass. 1947), 60 Harv. L. Rev. 821 (1947). 

12. Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509, 512 (C. C. A. 6th 1924), cert. denied, 
273 U. S. 706, 47 Sup. Ct. 98, 71 L. Ed. 850 (1926). 

13. 26 F. 2d 972 (C. C. A. 2d 1928). 

14. Id. at 974: “It has of recent years been recognized that a merchant may have sufficient 
interest in the use of his mark outside the field of his own exploitation to justify interposition 
by a court. His mark is his authentic seal; by it he vouches for the goods which bear it; it 
carries his name for good or ill. If another uses it, he borrows the owner’s reputation, whose 
quality no longer lies within his own control. This is an injury even though the borrower does 
not tarnish it, or divert any sales by its use; for a reputation like a face, is the symbol of its 
possessor and creator, and another man can use it only as a mask.” 

sy Alfred Dunhill of London, Inc. vy. Dunhill Shirt Shop, Inc., 3 F. Supp. 487 (S. D. N. Y. 
1929). 
16. Tiffany & Co. v. Tiffany Productions, Inc. 262 N. Y. 482, 188 N. E. 30 (1933). In 
1934, the Second Circuit Court of Appeals affirmed this position in Waterman Co. v. Gordon, 
72 F. 2d 272, 273. Its sympathy toward the defendant was expressed as follows: “Razor blades 

. might well be added to the repertory of a pen maker. Certainly when the infringement 
is so wanton, there is no reason to look nicely at the plaintiff’s proofs in this regard.” 
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Yale case and reiterated in the Tiffany case. Among the many decisions which were 
in accord with these two cases was Great Atlantic and Pacific Tea Co. v. A. & P. 
Radio Stores.“ In granting injunctive relief to the chain store corporation, the 
district court judge emphasized the intent of the plaintiff to usurp the prestige held 
by the Great Atlantic & Pacific Tea Company. The judge said: “I am satisfied 
that in the present case defendant’s name was chosen with an eye to the value 
of the Letter ‘A & P”’ as the plaintiff's trade-name because of the widespread ac- 
quaintance of the buying public with them as such. It undoubtedly hoped to appro- 
priate some of that value to itself.””* 

Even though the decision in all the Lady Esther cases was seemingly based 
upon unfair competition, close analysis of the rationale shows that in actuality the 
principle evoked was not that of unfair competition, but rather confusion of 
source. The owner of the trade-mark “Lady Esther,” was able to preserve the 
distinctiveness of his mark by showing that a manufacturer could by the use of 
a well-known name cause possible confusion of source. Thus it was able to enjoin 
the use of his trade-mark on ladies shoes” and also was able to prevent a corset 
shop from using its widely advertised trade-mark.” 

Similarly in Commission v. The Pep Boys,” the Third Circuit Court stated 
that the petitioner’s mark “Remington” was the name used by corporations widely 
known to the purchasing public and long established in various industries. The 
court in sustaining the Commission’s order to cease and desist from the use of 
this mark, held that when the petitioner took an extensively advertised name 
he hoped to capitalize on certain intangible qualities of the trade name which would 
unfairly promote the sale of his radio and auto accessories. Again in 1945 Judge 
Chase, speaking for the Second Circuit, stated that the protection which the law 
gives the owner of a trade-mark is not confined to the goods upon which it is used 
by the owner, but extends to articles which would reasonably be thought to come 
from the same source if bought under the same name.” This principle was quite 
similar to the one applied earlier in the Del Monte case. There the Ninth Circuit 
Court enjoined the use of Del Monte on oleomargarine products which were manu- 
factured by one not connected with the food products commonly associated with 
the trade-mark, “Del Monte.” The court stated that the injury to the plaintiff 
does not result from preventing the plaintiff from producing oleomargarine, but 
from representation to the public that it manufactures an article which it does not 
in fact produce and over which it has no control.” 


17. 20 F. Supp. 703 (E. D. Pa. 1937). 

18. Jd. at 705. 

19. Lady Esther, Ltd. v. Flanzbaum, 44 F. Supp. 666, 669 (D. R. I. 1942). 

20. Lady Esther, Ltd. v. Lady Esther Corset Shoppe, 317 Ill. App. 451, 46 N. E. 2d 165 
(1943). The district judge emphasized the fact that the goodwill which the plaintiff had built 
up at great expense over a period of years would be dissipated by the defendant’s infringement 
of the trade name. 

21. 122 F. 2d 158 (C. C. A. 3d 1941). 

22. Standard Brands, Inc. v. Smidler, 151 F. 2d 34 (C. C. A. 2d 1945). By this decision 
the court affirmed the action of the trial court. The district court granted an injunction which 
prohibited the defendant from using the trade name, “V-8,” on vitamin tablets when the use of 
such name was challenged by the manufacturers of V-8 juice. 

23. Del Monte Special Food Co. v. Cailfornia Packing Corp., 34 F. 2d 774 (C. C. A. 9th 
929). 
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“Seventeen” for teen-age dresses was held to be an infringement and in unfair 
competition with plaintiff’s trade-mark, “Seventeen,” for a magazine. Judge Johnson 
stated the confusion of source theory in the following language : 


Under present general law, the use of another’s mark or name, even in a noncom- 
petitive field, where the object of the user is to trade on the other’s reputation and good 
will, or where that necessarily will be the result, may constitute unfair competition. ... 
Under the rule stated, the finding here as to the reputation and good will of plaintiff's 
magazine, as to defendants’ deliberate attempt to get a free ride on this standing, and 
as to the likelihood of public confusion from defendants’ continued use of the name, 
clearly entitled the trial court to hold that defendants were guilty of unfair competition.* 


’ 


The owner of the trade-mark, “Seventeen,” was also successful in the Second 
Circuit.” In the early part of 1948 Judge Augustus N. Hand, writing for the 
majority, enjoined the use of ‘““Miss Seventeen” for girdles. The court cited with 
approval the Eighth Circuit’s decision involving the plaintiff’s trade-mark. It was 
held that there was substantial evidence to support the findings of the district court. 
The defendant’s use of the word “Seventeen” was deemed likely to cause confusion 
as to the sponsorship (source) which might prove harmful to plaintiff’s reputation. 
It was the court’s opinion that this was particularly shown firstly, by the testimony 
of qualified witnesses who were in the merchandising business; secondly, by the 
relationship of the magazine with manufacturers; and thirdly, by a great number 
of its subscribers. Judge Jerome Frank wrote a dissenting opinion on practically 
the same grounds upon which Judge Minton based his decision in the Sunkist case 
to be discussed later in this article. His dissent took issue with his colleague’s dis- 
cussion of the Vogue case,” which he thought should persuade the Supreme 
Court to grant certiorari because of the conflict between the different circuits. 
Furthermore, the eminent jurist, in his dissent, points out that should a candy 
manufacturer make and sell candy called “Cadillac,” no one would think the candy 
was made or sponsored by the manufacturer of the Cadillac automobile. It is his 
theory that even if the candy manufacturer deliberately chose the name to take 
advantage of the elaborate advertising of the automobile manufacturer, that evidence 
of such an intention is irrelevant in the absence of evidence of possible confusion 
of source. 

Obviously, this writer does not share the conclusion drawn by Judge Frank. It 
is believed that the Judge begins on a false premise when he states that no one 


24. Hanson v. Triangle Publications, Inc., 163 F. 2d 74, 78 (C. C. A. 8th 1947), cert. denied, 
332 U. S. 855, 68 Sup. Ct. 387, 92 L. Ed. 320 (1948). 

25. Triangle Publications, Inc. v. Rohrlich, 167 F. 2d 969 (C. C. A. 2d 1948). 

26. In Judge Frank’s dissent he stated that the plaintiff in the Vogue case was denied an 
injunction, which was reversed on rehearing solely because, in addition to making use of the 
name “Vogue,” the defendant had also coupled it with the symbol “V” combined with a picture 
of a woman, which combined symbol plaintiff had registered and widely exploited. Circuit 
Judge Dennison gave his version of trade-mark infringement in Vogue Co. v. Vogue Hat Co., 
12 F. 2d 991 (C. C. A. 6th 1926), by saying that: “On final hearing the district court dismissed 
the bill as to both parties defendant, because it found no infringement of trade-mark rights 
and no unfair competition. On appeal to this court, we affirmed the finding in the first respect 
but reversed it as to unfair competition. The New York defendant filed a petition for review on 
the merits of the unfair competition question which we denied. The plaintiff then applied for 
more specific directions as to the form of the decree, and this developed a controversy in which 
— _— went somewhat further than the original opinion had in giving plaintiff effective 
relief.” 
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would think that that candy was made or sponsored by the manufacturer of the 
Cadillac automobile. It is difficult to perceive that an unwary purchaser would 
fail to associate the two names; on the contrary it is believed that such a purchaser 
would buy the candy under the assumption that it was in some manner connected 
with the automobile manufacturer. 

Judge Frank felt so keenly on this subject that he dissented when the majority 
denied the defendant a rehearing. In this dissent he refers to a decision by the 
Commissioner of Patents which denied the defendants the right to register ‘Miss 
Seventeen” as a trade-mark on the ground that “Seventeen” is merely descriptive 
of “the age group of seventeen.”” Upon a careful analysis of the Commissioner’s 
decision, in which he mentioned the Eighth Circuit’s decision involving Seventeen, 
the following language is inescapable: “It is obvious that it might be an arbitrary 
mark as applied to a publication such as that involved in the cases cited, but might 
be descriptive as applied to an article of wearing apparel.” There are some 
who regard Judge Frank’s reasoning as quite convincing. His statement con- 
cerning the doctrine of confusion in the Second Circuit is certainly cogent and 
could be expanded to include the conflict between the circuits. Being a legal scholar, 
Judge Frank seems to have difficulty in assuming the level of an ordinary purchaser. 
However, the law is not promulgated primarily for the protection of judges and 
experts.” 

Last year the District Court for the Eastern District of Michigan granted Ford 
Motor Company a summary judgment and enjoined the defendants from using 
the name “Ford” as a trade-mark for insecticides. The court accepted the theory 
of the Vogue case and added: “Both the United States Patent Office and prac- 
tically all Federal Courts now recognize that the goods of parties litigant do not 
have to be of the identical descriptive properties before a trespasser can be pre- 
vented from using a long-established and well-known trade-mark. This because 
the courts recognize that the general public must be protected from deception and 
confusion.” 

Recently, in Ronson Art Metal Works v. Fink,” the court enjoined use of the 
mark “Ronson” for sweaters and sports wear on the ground that such use competed 
unfairly with “Ronson” for cigar and cigarette lighters. The court decided 
this case by inferring that defendant’s desire was to obtain a free ride on a vehicle 
paid for and built by the plaintiff. This being true, neither bad faith nor deception 


27. Ex parte Miss Seventeen Foundations Co., 76 U. S. P. Q. 616 (1948). 

28. What Judge Frank evidently has reference to is this language: “As applied to these 
garments, as found by the Examiner, it is merely descriptive of the goods, or their character 
or quality in that it indicates a character or style of garment designed for girls at the age 
group of seventeen.” Jd. at 617. 

29. Coxe, J. in Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed. 73, 75 (C. C. A. 2d 1910) 
stated: “The law is not made for the protection of experts, but for the public—that vast 
multitude, which includes the ignorant, the unthinking, and the credulous, who in making 
purchases, do not stop to analyze, but are governed by appearances and general impressions.” 

30. Ford Motor Co. v. Ford Insecticide Corp., 69 F. Supp. 935, 936 (E. D. Mich. 1947). 

31. 70 N. Y. 2d 196 (Sup. Ct. 1947). See also Long’s Hat Stores Corp. v. Long’s Clothes, 
Inc., 224 App. Div. 497, 231 N. Y. Supp. 107 (1st Dep’t 1928) ; John Forsythe Co. v. Forsythe 
Shoe Corp., 259 N. Y. 248, 181 N. E. 467 (1932). These two cases held that direct competition 
was unnecessary because the trend is to prevent threatened competition being calculated to 
impair the value of a trade name or to deceive the public. This was the basis for the well- 
known 7iffany case discussed in the text, supra p. 217. 
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need be shown to entitle the plaintiff to an injunction. It was held sufficient that 
the public might believe that the defendant’s product was in some way connected 
with the plaintiff—likelihood of confusion of source. 


Views of Other Writers 


The commentators and scholars in this field supported the principle of confusion 
of source as being the logical test of infringement. Mr. Edward S. Rogers gave 
his views as follows: “So the present rule with respect to differences in goods 
is that ‘unless the borrower’s use is so foreign to the owner’s as to insure against 
any identification of the two, it is unlawful.’ ’’? 

In 1937, in an article in Columbia Law Review by John Wolff, it was stated: 
“Whichever rationale is adopted, the Kodak, Times, Vogue, Dunhill and Tiffany 
cases taken together make it difficult to escape the conclusion that a trade-mark 
or trade-name having acquired a high degree of celebrity will be protected no 
matter how dissimilar the defendant’s goods may be.’** Ten years earlier, Frank 
I. Schechter had emphasized the fact that the trade-mark “actually sells the goods. 
And, self-evidently, the more distinctive the mark, the more effective is its selling 
power.’”** It was his opinion that the mark should be protected for its value as a 
silent salesman and also that the owner of the mark should have the benefits of 
normal expansion in what may have been considered unrelated fields. 

Rudolf Callmann, in a very comprehensive treatise in the Pennsylvania Law 
Review, advances his theory of protection as embodying three functions: (1) indica- 
tion of common origin of all articles bearing the trade-mark, (2) guarantee of 
grade or quality and (3) advertisement. He emphasizes that under this theory 
the trade-mark owner has the right to challenge the use of the same or similar mark 


by others.*° 
The 1946 Act—Its Effect 


It will be readily seen that throughout the case law, likelihood of confusion of 
source provided a common ground for granting relief in cases where the same 
mark was used on unrelated and dissimilar goods. The establishment of this 
principle was directly responsible for the provision in the new statute which makes 
“likelihood of confusion, mistake, or deception of purchasers as to source” the sole 
test of infringement. Obviously, this test is broader than under the prior law 
which provided in effect that there was no statutory infringement unless the goods 


32. 74 N. Y. L. Rev. 317, 339 (1940). Mr. Rogers, an authority on trade-mark law is the 
author of numerous articles. See Rogers, Book Review, 39 Yale, L. J. 297, 301 (1929). 

33. 37 Col. L. Rev. 582, 606 (1937). 

34. 40 Harv. L. Rev. 813, 819 (1927). 

35. 95 U. of Pa. L. Rev. 443, 459 (1947). Contras: Zlinkoff, Monopoly Versus Competition: 
Significant Trends in Patent, Anti-Trust, Trade-Mark and Unfair Competition Suits, 53 Yale 
L. J. 514, 538 (1944). Zlinkoff contends that the recent trend is to restrict the doctrine and 
afford only limited protection. He fails to distinguish between weak, commonplace, honorific 
marks, and distinctive marks. But see Taggart, Trade-Marks: Monopoly or Competition?, 
43 Mich. L. Rev. 659 (1945). In the most recent treatment, Brown, Advertising and the Public 
Interest: Legal Protection of Trade Symbols, 57 Yale L. J. 1165 (1948), both types of trade- 
marks are discussed. Note 123 of this article expresses the views of this writer: “But the 
Eastman Kodak Company can probably prevent anyone from calling almost anything Kodak.” 
However, I do not share Professor Brown’s views on dilution, intrinsic symbol value and 
persuasive advertising value. 
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were of substantially the same descriptive properties, and confusion, mistake or 
deception of purchasers was likely to result from use of the infringing mark. 

Trade-mark owners were jubilant over this broadening of protection. But 
their jubilance was short-lived. The first case in which the new Act was applied 
was California Fruit Growers Exchange v. Sunkist Baking Company, in which the 
owner of the celebrated mark, “Sunkist,” for fruits and vegetables sued a baking 
company which was using the same mark on bread.” The trial court had granted 
an injunction under the Trade-mark Act of 1905 on the ground that the goods 
were of substantially the same descriptive properties, and confusion, mistake or 
deception of purchasers was likely to result. The court did not hold that one who 
asks for “Sunkist” fruit and vegetables would be satisfied to take a loaf of “Sunkist” 
bread, but the effect of its decision was to say that a purchaser seeing the trade-mark 
“Sunkist” on bread might be led to believe that the producer of the bread was 
the same as the producer of the fruit and vegetables. Such a finding was in line 
with a prior decision of the Seventh Circuit Court of Appeals in which “Sunkist” 
for bottled beverages was held to infringe “Sunkist” for fruits and vegetables.” 
The very same plaintiff and the very same mark were involved in both cases. 
In the bottled beverage case the court concluded that the defendant’s use of 
plaintiff's mark indicated an intent to gain something from the reputation or ad- 
vertising of the plaintiff and to forestall the plaintiff's expansion of business, and 
further, that a trade-mark protects the owner not only against its use upon articles 
to which he has applied it but also upon such articles as might naturally or reason- 
ably be supposed to come from him. Here the court simply applied the confusion 
of source principle after finding that the goods were of the same descriptive proper- 
ties. 

But, when the second Sunkist case was heard by the Seventh Circuit Court, 
it applied the broader principles of protection embodied in the new statute. The 
new Act was applied apparently because it became effective while the appeal was 
pending. Actually it was applied because the parties conceded applicability. Whether 
the Act was applicable or not need not be discussed here. The fact is that it was 
applied, and the result of its application is a matter of concern to all trade-mark 
owners. 

The Circuit Court of Appeals reversed the trial court and held that “Sunkist” 
on bread did not infringe “Sunkist” on fruits and vegetables. In so holding, the 
court, through Judge Minton said: “The unconscionable efforts of the plaintiffs 
to monopolize the food market by the monopoly of the word ‘Sunkist’ on all 
manner of goods sold in the usual food stores should not be sanctioned by the 
courts . . . . What these plaintiffs seek to do is to monopolize the word 
‘Sunkist’ as applied to all edible foods.”** This finding was made only a few 
years after the same court had held that the same plaintiff was entitled to protection 
not only against the use of its mark on fruits and vegetables, but on other goods, 


36. 166 F. 2d 971 (C. C. A. 7th 1947); see also Infringement wnder the Trade-Mark Act 


of 1946, 48 Col. L. Rev. 648 (1948). 
37. California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 (C. C. A. 7th 


941). 
38. 166 F. 2d 971, 974 (C. C. A. 7th 1947). 
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such as bottled beverages, which might naturally or reasonably be supposed to come 
from it. Is it more unnatural or unreasonable to suppose that bread might come 
from the “Sunkist” owner than to suppose that bottled beverages might come 
from it? 

The importance of the decision was emphasized by U. S. Law Week in its an- 
nouncement: ‘The new Trade-mark Act, widely heralded as giving added protec- 
tion to trade-mark owners, may actually result in a narrowing of the rights con- 
ferred by the registration and use of a trade-mark.” Actually, the decision runs 
head-on into the express purpose of the new Act which is to broaden the scope of 
trade-mark protection. 


What ts Confusion of Source? 


What constitutes confusion of source? The appellate court said the trial court 
did not find that there is a likelihood of confusion as to the origin of “Sunkist” 
bread, but did find that the use of “Sunkist” is likely to cause confusion or mistake 
in the mind of public. Isn’t this sufficient? Is this different from the principle of 
the Aunt Jemima case where the public, seeing this trade-mark, would conclude 
that the product emanated from the complainant? It appears that confusion of 
products would be synonymous with confusion of source. The Vogue doctrine 
denounced the idea that the goods must be competing and defined confusion of 
source by announcing that reasonable probability of injury through misrepre- 
sentation is clear even though it had not occurred. The Dunhill case stated that 
the only reason for the use of the name, “Dunhill,” was to trade on the good 
will and reputation of plaintiff. And so with “Lady Esther,” “Vogue,” “Ronson,” 
“Seventeen,” and the rest. How does one trade on another’s good will? The only 
conceivable way is to confuse the public as to the identity of the producers. The 
public will accept the new product because previous dealings have proven the 
quality of the well-known product. The public buys the new product because of 
the popularity of the trade-mark which creates the ‘mpression that the owner 
of the mark is putting out a new product. Isn’t this confusion of source? 

What does the commercial symbol, the trade-mark, mean to the average Amer- 
ican? One trade-mark may make a consumer think of a particular manufacturer, 
and from this knowledge of the quality of the goods he will either accept or reject 
the product. Another consumer recognizes a trade-mark because it connotes a 
product which he has found desirable or undesirable and the source of the prod- 
uct is never considered. 

John Q. Public reaches out at 7 a.m. of a bright May morning to turn off 
the Westclox alarm clock. Accompanied by the trebling of birds, he climbs wearily 
off of his Beauty Rest mattress and walks to the bathroom. He brushes his teeth 
with Ipana toothpaste and applies Burma Shave to his face to be removed by his 
Schick razor. 

To music from his RCA radio he dresses quickly, hurrying into his Arrow 
shirt freshly laundered with Duz, puts on his Bulova wrist watch and rushes 
downstairs. In the kitchen he snatches two slices of Colonial bread from the 


39. 16 U. S. L. Week 1107 (Jan. 13, 1948). 
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Toastmaster and enjoys a cup of Monarch coffee and a glass of Sunkist orange 
juice. 

Even in this short space of a day after using so many trade-marked articles, 
it would be interesting to know whether Mr. Public stops to think who makes 
the articles. Of course, he knows some concern makes each of the brands, but 
what concern is not important to the average consumer. Should he enter the drug 
store to buy a package of Ipana toothpaste and observe on an adjoining counter an 
Ipana hair brush, would he be confused as to the origin of the hair brush? It is 
reasonable to assume that a long-time user of Ipana toothpaste would naturally be- 
lieve that the brush emanated from the same source as the toothpaste. This, to the 
author, is confusion of source and on this basis relief should be granted. 

This same principle is set forth in The Manhattan Shirt Co. v. Sarnoff-Irving 
Hat Stores: “When the courts speak of the public’s identifying the source of 
origin, they do not mean thereby that the purchasing public can identify the 
maker by his specific name or the place of manufacture by precise location. What 
they mean by such expressions is that the purchaser of goods bearing a given 
label believes that what he buys emanated from the source, whatever its name or 
place, from which goods bearing that label have always been derived.” 

Had the plaintiffs in the Sunkist case brought suit against a New York de- 
fendant or a Massachusetts defendant in the respective state court, relief would 
probably have been granted on the ground of confusion of origin.“ Yet because 
they brought suit against an Illinois defendant in the Federal court they are accused 
of attempting to monopolize the entire food market by the use of their valid trade- 
mark which is advertised throughout the country at a cost of over forty million 
dollars. In view of the foregoing facts and the universal use of a mark, registered 
in the U. S. Patent Office for juices, fruits, jams, jellies, olives, coffee, tea, raisins, 
grapes, etc., how could any judicial body escape the fact that the use of the identical 
mark to identify bread would result in the likelihood of confusion as to the 
source of the bread? It would appear that Judge Minton assumes that the 
purchaser does not care what brand of bread he buys but all that he desires is 
bread in some form, and it makes no difference whether it is sold under the cele- 
brated trade-mark, “Sunkist,” or under an unknown mark such as “Rise Rite.” 

The court in its discussion stated that there was no finding that the plaintiffs 
have applied the word, “Sunkist,” to bakery products. Had they sold bread under 
the name “Sunkist,” Judge Minton indicates that he would have arrived at a dif- 


40. 19 Del. 151, 162, 164 Atl. 246, 250 (Ch. 1933), aff’d, 20 Del. 455, 180 Atl. 928 (Ch. 1934). 
See also Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 83 F. 2d 687, 688 (C. C. P. A. 1936), 
where the rule was stated as follows: “The real question confronting us is whether the goods 
of the respective parties are so related, commercially or otherwise, that, when marketed under 
the involved trade-marks, the purchasing public might reasonably conclude that they originated 
with the same concern.” 

41. The New York cases of Tiffany & Co. v. Tiffany Productions, Inc., 262 N. Y. 482, 188 
N. E. 30 (1933), and Ronson Art Metal Works, Inc. v. Fink, 70 N. Y. S. 2d 196 (Sup. Ct. 
1947). 

The General Assembly of the State of Massachusetts on May 2, 1947, passed a trade-mark 
amendment providing that likelihood of injury to business reputation or dilution of the distinc- 
tive quality of a trade-name shall be ground for injunctive relief notwithstanding the absence 
of competition between the parties. This statute was recently upheld in Food Fair Stores, Inc. 
v. Food Fair, Inc.,79 U. S. P. Q. 114 (1948). 
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ferent conclusion. The effect of the decision deprives the plaintiffs from ever 
using their celebrated trade-mark on bread within the jurisdiction of the Seventh 
Circuit. It was held to be immaterial in the Del Monte case that plaintiff did 
not produce oleomargarine, yet the Ninth Circuit pointed out that the public would 
be deceived into buying defendant’s product because it bore plaintiff's widely ad- 
vertised and well-known trade-mark. Therefore, the purchasing public would 
believe the product emanated from plaintiff and this would result in confusion of 
source. 

The conclusion of the opinion quotes the trial court’s Finding 15. This is fol- 
lowed with a statement that Finding 15 is the only finding of the lower court 
on unfair competition. Finding 11 of the trial court reads as follows: “Defendants 
have endeavored to appropriate and capitalize upon the trade-mark ‘Sunkist’ of 
plaintiffs.” This would appear to concern or relate to unfair competition. The 
failure to consider this finding places this decision in conflict with the Seventeen 
cases.“ The Eighth Circuit had held only four months previously: “Under 
present general law, the use of another’s mark or name, even in a noncompetitive 
field, where the object of the user is to trade on the other’s reputation and good 
will, or where that necessarily will be the result, may constitute unfair competition.” 

The court ruled that the mere use of a name which the defendants had a right 
to use does not of itself constitute unfair competition. Of course, if the defendants 
had the right to use the name there would be no unfair competition. What about 
the Federal Code of Unfair Competition under the new statute? The new Act 
gives to citizens and residents of the United States the same protection against 
unfair competition that has been afforded foreign nationals under the Conventions, 
and the acts which are made unlawful are those set out in the Conventions. Mr. 
Edward S. Rogers submitted the “Federal Code of Unfair Competition” in a 
lecture on ““New Concepts of Unfair Competition” in New York on December 11, 
1947, which he claims is already the law of the land, and no legislation is needed 
to make it effective. Section One reads as follows: “Unfair competition is hereby 
declared to be unlawful and shall be actionable at the suit of any person whose 
business is damaged or likely to be damaged thereby.” Section Three reads as 
follows: “Absence of competition is not a defense if the acts complained of are 
unfair as herein specified.” 


Need For Pronouncement by Supreme Court 


The confusion of the courts as to what constitutes confusion of source clearly 
demonstrates the need for a pronouncement by the Supreme Court. In 1943 the 
Seventh Circuit Court of Appeals held that “Philco” on electrically operated de- 
greasing machines could not be enjoined by the owner of “Philco” on radios, 
batteries, phonographs, refrigerators, etc.“* But a court in New York had held 


42. Hanson v. Triangle Publications, Inc., 163 F. 2d 74 (C. C. A. 8th 1947), cert. denied, 
332 U. S. 855, 68 Sup. Ct. 387, 92 L. Ed. 320 (1948) ; Triangle Publications, Inc. v. Rohrlick, 
167 F. 2d 969 (C. C. A. 2d 1948) ; Ex parte Miss Seventeen Foundations Co., 76 U. S. P. Q. 616 
(1948 


). 
43. Hanson v. Triangle Publications, Inc., 163 F. 2d 74, 78 (C. C. A. 8th 1947), cert. denied, 
332 U. S. 855, 68 Sup. Ct. 387, 92 L. Ed. 320 (1948). 
44. Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663 (C. C. A. 7th 1943) 
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that the same trade-mark owner was entitled to an injunction against “Philco” on 
razors on the ground that the second user was trading on the trade-mark owner‘s 
good will with the inevitable result of confusion.** And then, the court held that 
“Sunkist” on bottled beverages might result in confusion of source with “Sunkist” 
on fruits and vegetables, but “Sunkist” on bread would not. 

Unless the Supreme Court acts, the owner of a trade-mark may get relief in 
the states of Arkansas, Missouri, Iowa, Minnesota, North and South Dakota and 
Nebraska, yet the infringer may use such celebrated trade-marks as “Sunkist” and 
“Philco” with impunity in the States of Illinois, Wisconsin and Indiana. 

The Ninth Circuit, in conflict with the Seventh Circuit, confirmed the com- 
mentators’ views in the very recent Stork Club case.“ The court cited with 
approval the Yale case and the Seventeen case and held that dilution of goodwill 
is a corollary to confusion of source. In granting the plaintiff an injunction against 
the defendant’s use of “Stork Club” as its trade-name, the court concluded that 
appellant is not seeking to have appellees mulcted in damages, nor striving to drive 
them out of business, but merely asks appellee to desist from an unfair trade 
practice that threatens to dilute the value of its prestige. In contrast to Judge 
Minton’s cry of monopoly, Judge Garrecht stated the complainant prayed not for a 
sword but for a shield. 


Section Five—1946 Act Should Be Recognized 


The need for definition of confusion of source by the highest Court assumes 
even greater importance when Section Five of the new trade-mark statute is con- 
sidered. That section provides for a limited licensing of trade-marks. Under its 
provisions, a mark may be used by another without impairing its validity so long 
as the nature and quality of the goods sold under the mark by such other person 
are controlled by the owner of the mark. Analyzing the most recent Sunkist case 
in the light of this provision, the owner of the “Sunkist” mark could have permitted 
the use of the mark by a baker of bread, the nature and quality of which was con- 
trolled by the owner of the mark. In such a case, the source would be the same. 
But in the case under discussion, the owner of the “Sunkist”? mark had no control 
whatever over the goods sold under its mark. Its reputation is in the hands of 
another person, and if the bread is unsatisfactory, the sale of fruits and vegetables 
under the mark may well be adversely affected. And what is the effect of such use 
on the validity of the mark? Even before statutory recognition of limited licensing, 
the courts have sanctioned such procedure. 

In Keebler Weyl Baking Co. v. J. S. Ivins’ Sons Inc., various subsidiaries made 
and sold crackers under the trade-mark, “Club Cracker.” The defense was inter- 
posed that since various subsidiaries used the trade-mark, the mark failed to indi- 
cate to the public the source of origin of the crackers. The court held, however, 
that the law had advanced with industrial and business development, and it was 





45. Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N. Y. Supp. 176 (Sup. 


Ct. 1937). , 
46. Stork Restaurant, Inc. v. Sahati, 166 F. 2d 348 (C. C. A. 9th 1948). 
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sufficient if the goods were manufactured for a particular organization and that 
organization controlled the production.“ 

In Knight v. Miller, the plaintiff owned the trade-mark, “Fruit of the Loom,” 
for cotton piece goods. For a number of years it permitted manufacturers to buy 
the piece goods and under its control and supervision to make them into various 
products for consumer use. The defendant purchased the cloth, made it into shirts 
without any supervision or control of the owner of the mark, and sold them as 
“Fruit of the Loom” shirts. The court held that the plaintiff was entitled to pro- 
tection because through its contractual relations it completely controlled the quality 
of the finished product of its licensees so that the finished product means to the 
consumer the product of the owner. Any definition of confusion of source should 
be written with this fifth section in mind.“ 

The Seventh Circuit in the earlier Sunkist case, approved a contract whereby 
a cooperative marketing association and a corporation packing and selling groceries 
granted each other the right to use the trade-mark, “Sunkist.’”” Now the court 
withdraws its approval. The Lanham Act was held applicable, yet Section Five 
of the Act went unheeded. 

Lack of uniformity of the decisions in defining “goods of the same descriptive 
properties” was partially responsible for a revision of the law, thereby eliminating 
the phrase. Will confusion of source result in a similar lack of uniformity? 

Alongside the confusion of the courts as to confusion of source is the conflict of 
the courts as to when Section 47 (b) of the Lanham Act is applicable.” While 
the Seventh Circuit did not decide this question, because it was conceded by the 
parties, the effect of the decision is that the Lanham Act is applicable. The Second 
Circuit has noted that the Lanham Act is made inapplicable to pending appeals by 
Section 46 (a). The Court of Customs and Patent Appeals concurred with the 
Second Circuit by holding the Act inapplicable although appeal was pending in 


47. 7 F. Supp. 211 (E. D. Pa. 1934). 

48. 283 Fed. 816 (N. D. Ohio 1922). 

49. “In any case in which an appeal is pending before the United States Court of Customs 
and Patent Appeals or any United States Circuit Court of Appeals or the United States Court 
of Appeals for the District of Columbia or the United States Supreme Court at the effective 
date of this Act, the court, if it be of the opinion that the provisions of this Act are applicable 
to the subject matter of the appeal, may apply such provision or may remand the case to the 
Commissioner or to the district court for the taking of additional evidence or a new trial 
or for reconsideration of the decision on the record as made, as the appellate court may deem 
proper.” 15 U.S.C. § 1051 (1) (Supp. 1947). 

50. “This Act shall be in force and take effect one year from its enactment, but except as 
otherwise herein specifically provided shall not affect any suit, proceeding, or appeal then pending. 
All Acts and parts of Acts inconsistent herewith are hereby repealed effective one year from 
the enactment hereof, including the following Acts insofar as they are inconsistent herewith: 


The Act of Congress approved March 3, 1881... .; the Act approved August 5, 1882... .; 
the Act of February 20, 1905...., and the amendments thereto ....; The Act of March 19, 
1920 ...., and the amendments thereto . ... ; Provided, that this repeal shall not affect the 


validity of registrations granted or applied for under any of said Acts prior to the effective date 
of this Act, or rights or remedies thereunder except as provided in sections 8, 12, 14, 15, and 47 
of this Act... .” § 46 (a). See California Apparel Creators v. Weider of California, Inc., 162 F. 
2d 893, 900 (C. C. A. 2d 1947), cert. denied, 333 U. S. 816, 68 Sup. Ct. 156, 92 L. Ed. 78 (1947). 
Again in Best & Co. v. Miller, 167 F. 2d 374 (C. C. A. 2d 1948), the Second Circuit held that 
the 1946 Act was inapplicable. Judge Clark wrote a dissent on the ground that relief should 
be granted under the 1905 Act or the 1946 Act, stating that the new Act broadens the area of 
registrable marks and the court had no escape from its duty to carry out the legislative intent. 
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court on the effective date of the Act." The interpretation of these sections by the 
courts also needs review by the Supreme Court. 


Conclusion 


Unless the Supreme Court clarifies the issue, what can a trade-mark owner do 
to protect his invaluable asset? Professor Zechariah Chafee, Jr., in his recent Book 
Review of “The Law of Unfair Competition and Trademarks,” states: ‘Almost 
every twentieth-century decision by the United States Supreme Court in this field 
is likely to be significant because of its effect on the lower federal courts and because 
the Court confines itself to particularly troublesome questions.”*? The only Su- 
preme Court decision dealing directly with this particular subject is Beech-Nut 
Packing Co. v. Lorillard Co., decided over twenty years ago. Mr. Justice 
Holmes indicated that relief would have been granted had plaintiff challenged de- 
fendant’s use at once instead of waiting six years to bring the action. During the 
past term the Supreme Court denied certiorari in nine cases involving trade- 
marks.* The last trade-mark case decided by the Supreme Court was in 1942." 
This case involved the proper measure of damages and profits for infringement. 
The court took full cognizance of the commercial magnetism created by a trade- 
mark. The assurance of legal redress for infringement and an end of confusion 


51. Andrew J. McPartland, Inc. v. Montgomery Ward & Co., 164 F. 2d 603 (C. C. P. A. 
1947), cert. denied, 333 U. S. 875, 68 Sup. Ct. 904, 92 L. Ed. 759 (1948). 

52. The author of this book is Rudolf Callmann. The review was published in 61 Harv. 
L. Rev. 562, 567 (1948). 

53. 273 U. S. 629, 47 Sup. Ct. 481, 71 L. Ed. 810 (1927). But see American Steel Foundries 
v. Robertson, 269 U. S. 372, 382, 46 Sup. Ct. 160, 163, 70 L. Ed. 317, 321 (1926). “Simplex,” 
the trade-mark in question, comprised the whole or part of sixty registrations by as many 
different parties and applied to as many classes of merchandise. This is a distinguishing feature 
and the writer has chosen to ignore cases involving trade-marks which belong in a class whose 
exclusive field is closely restricted, because of its common use or its self-praise. As shown 
by the case law and the views of the commentators, this discussion is confined to marks which 
have acquired a high degree of celebrity. 

54. Caron Corp. v. Ollendorf, 160 F. 2d 444 (C. C. A. 2d 1947), cert. denied, 332 U. S. 765, 
68 Sup. Ct. 72, 92 L. Ed. 20 (1947) ; Soy Food Mills, Inc. v. Pillsbury Mills, Inc., 161 F. 2d 22 
(C. C. A. 7th 1947), cert. denied, 332 U. S. 766, 68 Sup. Ct. 73, 92 L. Ed. 21 (1947) ; Coca-Cola 
Co. v. Snow Crest Beverages, Inc., 162 F. 2d 280 (C. C. A. Ist 1947), cert. denied, 332 U. S. 
809, 68 Sup. Ct. 110, 92 L. Ed. 74 (1947); Mishawaka Rubber & Woolen Mfg. Co. v. S. S. 
Kresge Co., 165 F. 2d 616 (C. C. A. 6th 1947), cert. denied, 332 U. S. 808, 68 Sup. Ct. 107, 92 
L. Ed. 74 (1947); California Apparel Creators v. Weider of California, Inc., 162 F. 2d 893 
(C. C. A. 2d 1947), cert. denied, 332 U. S. 816, 68 Sup. Ct. 156, 92 L. Ed. 78 (1947) ; General 
Finance Loan Co. v. General Loan Co., 163 F. 2d 709 (C. C. A. 8th 1947), cert. denied, 332 
U. S. 851, 68 Sup. Ct. 356, 92 L. Ed. 318 (1948) ; Hanson v. Triangle Publications, Inc., 163 F. 
2d 74 (C. C. A. 8th 1947), cert. denied, 332 U. S. 855, 68 Sup. Ct. 387, 92 L. Ed. 320 (1948) ; 
National Nu Grape Co. v. Guest, 164 F. 2d 874 (C. C. A. 10th 1947), cert. denied, 333 U. S. 874, 
68 Sup. Ct. 903, 92 L. Ed. 758 (1948); Andrew J. McPartland, Inc. v. Montgomery Ward & 
ce. 164 F. 2d 603 (C. C. P. A. 1947), cert. denied, 333 U. S. 875, 68 Sup. Ct. 904, 92 L. Ed. 

59 (1948). 

55. Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 316 U. S. 203, 205, 62 
Sup. Ct. 1022, 1024, 86 L. Ed. 1381, 1384 (1942). Mr. Justice Frankfurter observed: “A trade- 
mark is a merchandising short-cut which induces a purchaser to select what he wants, or what 
he has been led to believe he wants. The owner of a mark exploits this human propensity by 
making every effort to impregnate the atmosphere of the market with the drawing power of a 
congenial symbol. Whatever the means employed, the aim is the same—to convey through 
the mark, in the minds of potential customers, the desirability of the commodity upon which it 
appears. Once this is attained, the trade-mark owner has something of value. If another 
poaches upon the commercial magnetism of the symbol he has created the owner can obtain 
legal redress.” 
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among the various courts on this subject seems to remain a hope rather than a 
reality, despite congressional intent, unless the Court opens its doors to review the 
troublesome cases confronting owners of trade-marks. 

Since the “Sunkist” case constitutes a refusal to protect the advertising value 
of a trade-mark, it would seem to require an answer. This conclusion is clearly 
inconsistent with the new Act, which, if applied in its entirety, commands a con- 
trary conclusion as shown by the wording of the Act and its congressional history 
previously discussed. The courts prior to the new Act were handicapped by the 
phrase “goods of the same descriptive properties” in suits involving trade-marks 
for dissimilar goods. The purpose of the Lanham Act was to remove this handicap 
and to broaden the scope of protection afforded a trade-mark owner. Thus it 
broadens trade-mark rights and remedies to include redress against the use of a 
colorable imitation which is “likely to cause confusion or mistake.” It is a nova- 
tion in judicial proceedings that a court will undertake to render impotent the 
express provisions of a law, the validity of which has not been questioned. Such 
action amounts to the shelving of legislative enactments, the application of which 
has heretofore been considered obligatory upon the courts in the absence of uncon- 
stitutionality. 

The Supreme Court long ago recognized the peculiar needs of trade-mark 
owners and subsequently decided that a distinctive trade-mark possesses com- 
mercial magnetism.” Yet the Court fails to recognize that trade-mark protection 
has become a concern of the nation and affects interstate commerce. This is par- 
ticularly true when modern methods of selling and advertising are considered. 
Does the refusal of our highest Court to review a trade-mark case at the present 
time signify an indifference to aid the business world and preserve commercial 
good-will which involves millions of dollars? Both trade-mark owners and lawyers 
hope that the Court will act as the umpire in a speedy interpretation of the rules 
involving infringement and confusion o: source. 


56. “Any person who shall, in commerce, (a) use, without consent of the registrant, any re- 
production, counterfeit, copy, or colorable imitation of any registered mark in connection with 
the sale, offering for sale, or advertising of any goods or services on or in connection with 
which such use is likely to cause confusion or mistake or to deceive purchasers as to the source 
of origin of such goods or services; .... shall be liable to a civil action by the registrant for 
any or all of the remedies hereinafter provided.” 15 U. S. C. § 1114 (Supp. 1947). 

57. Mr. Justice Holmes stated in 1923: “It deals with a delicate matter that may be of 
great value but that easily is destroyed, and therefore should be protected with corresponding 
care.” A. Bourjois & Co. v. Katzel, 260 U. S. 689, 692, 43 Sup. Ct. 244, 245, 67 L. Ed. 464, 
466 (1923). 
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AMENDMENTS TO TRADE-MARK RULES APPROVED BY SECRE- 
TARY OF COMMERCE 


The Hon. Secretary of Commerce has approved a number of amendments to 
the Trade-Mark Rules of the Patent Office. 

For your information, we have had Dr. Walter J. Derenberg, Trade-Mark 
Counsel, U. S. Patent Office, prepare a summary of the more important changes 
in Patent Office Practice. 

A complete copy of the amendments as approved appears at the end of the 
summary. 


Summary 


No hearings are planned with regard to these proposals, but any interested party 
may file objections thereto with the office before September 16, 1949. 

While most of the proposed amendments are rather technical in nature, the fol- 
lowing three groups should prove to be of general interest: (1) The office proposes 
to make available for search purposes pending applications. The information thus 
made available would cover the name of the applicant, the mark involved, and the 
class of goods. The date of first use will not be made available upon such search, 
nor will access be given to the actual application file in the absence of authorization 
by the commissioner. 

(2) For the first time, the Office will undertake to subdivide class 55 now 
temporarily called “services.” Under this general heading, eight separate classes 
will be established as follows: 


100 Miscellaneous 104 Communication 

101 Advertising and Business 105 Transportation and Storage 
102 Insurance and Financial 106 Material Treatment 

103 Construction and Repair 107 Education and Entertainment 


This will of course, leave a wide variety of service marks under the heading 
“Miscellaneous.” For instance, hotel and restaurant names if otherwise qualified 
would fall within that classification. Further subdivisions may be suggested as 
administrative necessities may make such action advisable. As a result of this 
proposed revision, an applicant who is engaged, for instance, in travel services, plus 
banking services, plus entertainment services, and who would want protection in 
all these categories would have to file three or more applications with separate 
fees. 

(3) Trade-mark class 6 which presently covers pharmaceutical preparations, 
cosmetics and chemicals all in one class will be subdivided into three classes as fol- 
lows: Class 6 will be reserved for “Chemicals and Chemical Compositions.” Class 
18 (presently unused) will be called “Medicines and Pharmaceutical Preparations,” 
and class 51 will be called “Cosmetics and Toilet Preparations.” 

Furthermore, the present class 4 will be divided so that that class will be re- 
served only for “Abrasive and Polishing Materials,” while a new class 52 will be 
established for “Detergents and Soaps.” 
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These new classifications will, of course, not have any substantive effect on 
existing registrations and are primarily intended for the convenience of Patent 
Office administration. Where, on the other hand, an applicant in the future seeks 
coverage not only for medical preparations but for chemicals and soaps as well, he 
will have to file three separate applications. 


TRADE-MARKS 
RULES OF PRACTICE AND FORMS IN TRADE-MARK CASES 
[37 CFR, Parts 100, 110] 


Notice is hereby given that the United States Patent Office proposes to amend 
certain rules and regulations relating to proceedings before it in trade-mark 
cases. 

The amendments are proposed to be issued pursuant to the authority con- 
tained in the trade-mark law, Secs. 1, 41, Act of July 5, 1946, 60 Stat. 427; 15 
U. S. C. 1051, 1123, and other authority. 

All persons who desire to submit written data, views, arguments or suggestions, 
for consideration in connection with the proposed amendments, are invited to for- 
ward the same to the Commissioner of Patents, Washington 25, D. C., on or before 
September 16, 1949. An oral hearing is not scheduled. 

The text of the proposed amendments follows: 

1. Section 100.21 (Trade-mark rule 2.1) is proposed to be amended by add- 
ing the following line to item (q) of the schedule of fees: 


Each additional 100 words or fraction thereof..........ccccccccccccccccccccccccccecce 0.10 


2. Section 100.21 (Trade-mark rule 2.1) is proposed to be amended by add- 
ing the following item at the end of the note: 

Rules of Practice in Trade-Mark Cases, with Forms and Statutes (also supplied by the 
PE EE Si oucb buhnd nen c deed deheneds eneen éonseddbens send enseesankeeewoens 0.35 
3. Section 100.37 (Trade-mark rule 3.7) is proposed to be amended to read as 

follows : 

§ 100.37 Pamphlet of trade-mark rules and statutes; general information. 
Pamphlet copies of the rules of practice in trade-mark cases, including forms and 
statutes, may be purchased from the Superintendent of Documents or the Patent 
Office. A pamphlet of general information concerning trade-marks is furnished 
without charge by the Patent Office. 

4. Section 100.42 (Trade-mark rule 4.2) is proposed to be amended by adding 
the following paragraph after the third paragraph: 

Persons not eligible under the above requirements who were permitted to prac- 
tice in trade-mark cases before the Patent Office prior to July 5, 1947, and who 
regularly and continuously so practiced for a substantial period prior to such date, 
may be specially registered and recognized as agents to continue such practice 
under such restrictions as may be prescribed, upon application for such special 
registration and recognition filed prior to January 1, 1950, and a showing of facts 
sufficient to justify such action. 

5. Section 100.67 (Trade-mark rule 6.7) is proposed to be amended to read 
as follows: 
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§ 100.67. Application confidential prior to publication. An index of pending 
applications stating the name and address of the applicant, a description of the 
mark, the goods or services with which the mark is used, and the serial number 
of the application will be available for public inspection as soon as practicable 
after filing. Access to files of pending trade-mark applications will not be given 
prior to publication under § 100.151 without the written authority of the applicant, 
unless it shall, in the opinion of the Commissioner, be necessary to the proper 
conduct of business before the Patent Office. Decisions of the Commissioner in 
applications and proceedings relating thereto are published or available for in- 
spection or publication. 

6. Section 100.78 (Trade-mark rule 7.8) is proposed to be amended by chang- 
ing “related companies,” second occurrence in the second paragraph, to “‘relation- 
ship,” and inserting “‘of such companies,” before the period, so that the second para- 
graph will read as follows: 

Where the mark sought to be registered is legitimately used by one or more 
related companies at the time of the filing of the application, the declaration 
(§ 100.74) must recite exceptions to the averment of the exclusive right to use 
the mark, stating the nature of such relationship and, if practicable, the names 
and addresses of such companies. 

7. Section 100.81 (Trade-mark rule 8.1) is proposed to be amended to read 
as follows: 

§ 100.81 Proof of distinctiveness under section 2 (f). When registration is 
sought under Section 2 (f) of the act, the statement shall allege that registration 
is requested on the Principal Register in accordance with that section. 

If the claim of distinctiveness is based on substantially exclusive and continu- 
ous use of the mark by the applicant for the period of five years next preceding the 
filing of the application, in commerce which may lawfully be regulated by Con- 
gress, the application shall include in the statement an allegation to that effect; 
but further evidence showing that the mark was so used, and that it has become 
distinctive, may be required. 

If the allegation of distinctiveness is not based on substantially exclusive use 
over the five-year period specified in the preceding paragraph, but is based on other 
facts or circumstances, proof of distinctiveness must be submitted separately 
and should accompany the application. In such cases the statement shall set forth 
that the mark is alleged to have become distinctive of applicant’s goods in com- 
merce which may lawfully be regulated by Congress as evidenced by proof sepa- 
rately submitted. 

When the claim of distinctiveness is added to the statement subsequently to 
the filing of the application, it must be verified by the applicant. 

8. Paragraph (e) of § 100.92 (Trade-mark rule 9.2 (e)) is proposed to be 
amended to read as follows: 

(e) Extraneous matter. An attorney’s or agent’s signature may appear upon 
the face of the drawing below the name of the applicant, but extraneous matter 
must not appear upon the face of the drawing within or without the marginal line. 

9. Section 100.103 (Trade-mark rule 10.3) is proposed to be amended to read 
as follows: 
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§ 100.103 Specimens or facsimiles in the case of a service mark. In the case 
of service marks, specimens or facsimiles as specified in §§ 100.101 and 100.102, of 
the mark as used in the sale or advertising of the services shall be furnished un- 
less impossible from the nature of the mark or the manner in which it is used, in 
which event some other representation acceptable to the Commissioner must be 
submitted. 

In the case of service marks not used in printed or written form, three single 
face unbreakable, disc recordings will be accepted. The speed at which the record- 
ings are to be played must be specified thereon. If facilities are not available to the 
applicant to furnish recordings of the required type, the Patent Office may arrange 
to have made, upon request, and at applicant’s expense, the necessary disc record- 
ings from any type of recording the applicant submits. 

10. Section 100.132 (Trade-mark rule 13.2) is proposed to be amended to 
read as follows: 

§ 100.132 Amendments to description or drawing. Amendments to the descrip- 
tion or drawing of the mark may be permitted only if warranted by the specimens 
(or facsimiles) as originally filed, or supported by additional specimens (or fac- 
similes) and a supplemental affidavit alleging that the amended mark was in actual 
use prior to the filing date of the application, but may not be made if the nature 
of the mark is changed thereby. 

11. Section 100.135 (Trade-mark rule 13.5) is proposed to be amended to 
read as follows: 

§ 100.135 Amendment to change application to different register. An applica- 
tion for registration on the Principal Register may be changed to an application 
for registration on the Supplemental Register and vice versa by amending the 
application to comply with the regulations in this part relating to the require- 
ments for registration on the appropriate register, as the case may be. The original 
filing date may be considered for the purpose of proceedings in the Patent Office 
provided the application as originally filed was sufficient for registration on the 
register to which converted. Otherwise, the filing date of the amendment will be 
considered the filing date of the application so converted. Only one such conver- 
sion will be permitted after an action by the examiner. 

12. Section 100.141 (Trade-mark rule 14.1) is proposed to be amended by 
inserting “, including lard,” after “products” in the third paragraph so that said 
paragraph will read as follows: 

Labels for meat products including lard, (Class 46) which are subject to Fed- 
eral inspection, must be approved by the Meat Inspection Division, Bureau of Ani- 
mal Industry, Department of Agriculture. 

13. Section 100.161 (Trade-mark rule 16.1) is proposed to be amended as 
follows: 

a. Add the following heading to the table appearing in the section: “‘Classifica- 
tion of Goods.” 

b. Change the title of Class 4 in the table to read “Abrasives and polishing ma- 
terials.” 

c. Change the title of Class 6 in the table to read “Chemicals and chemical 
compositions.” 
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d. Cancel Class 55, Services (Temporary), the last item in the table. 
e. Establish the following new classes: 


18 Medicines and pharmaceutical preparations 
51 Cosmetics and toilet preparations 
52 Detergents and soaps 


f. Establish the following classification of services: 


Classification of Services 


100 Miscellaneous 104 Communication 

101 Advertising and business 105 Transportation and storage 
102 Insurance and financial 106 Material treatment 

103 Construction and repair 107 Education and entertainment 


14. Section 100.202 (Trade-mark rule 20.2) is proposed to be amended to read 
as follows: 

§ 100.202 Extension of time. A request to extend the time for filing a notice 
of opposition must be received in the Patent Office before the expiration of thirty 
days from the date of publication, and should be accompanied by a showing of 
good cause for the extension requested and specify the period of extension desired. 
In the event circumstances do not permit submission of such showing of good cause 
with the request, it should be furnished as promptly as possible and, in any event, 
within ten days after submission of such request. 

15. Section 100.212 (Trade-mark rule 21.2) is proposed to be amended by 
adding the following sentence at the end of the first paragraph: “Applications to 
cancel different registrations owned by the same party may be joined in one peti- 
tion when appropriate, but the fee for each application to cancel a registration 
must accompany the petition,” so that the first paragraph will read as follows: 

The petition to cancel must allege facts tending to show why the petitioner 
believes he is or will be damaged by the registration, state the specific grounds 
for cancellation, and indicate the respondent party to whom notice shall be sent. 
The petition must be verified by the petitioner. A duplicate copy of the petition, 
an abstract of title of the mark sought to be cancelled or an order for a title 
report for Office use, and two specimens (or facsimiles) of the mark actually used 
by the petitioner, if there be such, shall be filed with the petition. Applications to 
cancel different registrations owned by the same party may be joined in one peti- 
tion when appropriate, but the fee for each application to cancel a registration 
must accompany the petition. 

16. Section 100.238 (Trade-mark rule 23.8) is proposed to be amended by 
changing the words “the Examiner of Interferences” appearing in the first para- 
graph to “such examiner,” so that the first paragraph will read as follows: 

Motions shall be made in writing and shall contain a full statement of the 
grounds therefor. Oral hearings will not be held on motions except on order of 
the Examiner having jurisdiction. Briefs in support of or in opposition to motions 
shall be filed on dates set by such Examiner and, if not so filed, consideration 
thereof may be refused. 

17. Section 100.241 (Trade-mark rule 24.1) is proposed to be amended by add- 
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ing the following sentence at the end thereof: “Only a single copy of each brief 
need be filed.” 

18. Section 100.243 (Trade-mark rule 24.3) is proposed to be amended to read 
as follows: 

§ 100.243 New matter suggested by Examiner of Trade-Marks. If, during 
the pendency of a contested or inter partes case, facts appear which in the opinion 
of the Examiner of Trade-Marks render the mark of any applicant involved unreg- 
istrable, the attention of the Examiner of Interferences shall be called thereto. 
The Examiner of Interferences may suspend the proceeding and refer the case to 
the Examiner of Trade-Marks for his determination of the question of registrabil- 
ity, following the final determination of which the case shall be returned to the 
Examiner of Interferences for such further action as may be appropriate. The 
consideration of such facts by the Examiner of Trade-Marks shall be ex parte, but a 
copy of the action of the Examiner will be furnished to the other party or parties 
to the inter partes proceedings. 

19. Section 100.244 (Trade-mark rule 24.4) is proposed to be amended by 
changing the words “an affidavit” to “a statement,” so that said section will read 
as follows: 

§ 100.244 Failure to take testimony. Upon the filing of a statement by any 
party in the position of a defendant, that the time for taking testimony on behalf of 
any party in the position of plaintiff has expired and that no testaimony has 
been taken by him and no other evidence offered, an order may be entered that 
such party show cause within a time set therein, not less than ten days, why judg- 
ment should not be rendered against him, and in the absence of a showing of 
good and sufficient cause judgment may be rendered as by default. 

20. Section 100.247 (Trade-mark rule 24.7) is proposed to be amended by 
deleting the phrase “judgment may be entered against said party”; and by chang- 
ing the period to a comma and adding: “but judgment may be entered against 
said party when warranted by the issues raised,” so that said section will read as 
follows: 

§ 100.247 Abandonment of application, abandonment or disclaimer in whole 
of mark, concession of priority. If an applicant involved in a contested proceed- 
ing files a written abandonment of the application, or abandonment of the mark, or 
if a registrant applies to disclaim the mark in whole under Section 7 (d) of the 
act and such disclaimer is permitted, or if a party to an interference files a written 
concession of priority, the proceeding will not be dismissed or dissolved at the 
request of said party unless with the consent of the other parties, but judgment may 
be entered against said party when warranted by the issues raised. 

21. Section 100.301 (Trade-mark rule 30.1) is proposed to be amended by 
deleting the last paragraph thereof. 

22. Section 100.341 (Trade-mark rule 34.1) is proposed to be amended to 
read as follows: 

§ 100.341 New certificate on change of ownership. In case of change of owner- 
ship of a registered mark, a new certificate of registration may be issued in the 
name of the assignee for the unexpired part of the original period, at the request 
of the assignee. The assignment must be recorded in the Patent Office, and the 
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request for the new certificate must be signed by the assignee and accompanied by 
the required fee and by an abstract of title or an order for title report for Office 
use. The certificate of registration or, if said certificate is lost or destroyed, a cer- 
tified copy thereof, must also be submitted. 

23. Section 110.1 (Trade-mark form 1) is proposed to be amended by adding 
the following note to the notes at the end of the form: 


(5) For applications under Section 2 (f) 

(a) If the claim of distinctiveness is based on five years’ use, add the following paragraph: 

The mark is claimed to have become distinctive of the applicant’s goods in commerce which 
may lawfully be regulated by Congress through substantially exclusive and continuous use 
thereof as a mark by the applicant in commerce (specify the kind of commerce) for the five 
years next preceding the date of the filing of this application. 

(b) If the claim of distinctiveness based on five years’ use is supplemented by further evi- 
dence, add the following paragraph: 

Proof of distinctiveness under Section 2 (f) of the act is supplemented by further evidence 
submitted in this case. 

(c) If the claim of distinctiveness is based on other facts or circumstances, add the fol- 
lowing paragraph: 

The mark is claimed to have become distinctive of the applicant’s goods in commerce which 
may lawfully be regulated by Congress as supported by evidence separately submitted in this 
case. 


[SEAL ] LAWRENCE C. KINGSLAND, 
Commissioner of Patents. 
Approved : 
CHARLES SAWYER, 
Secretary of Commerce. 


[F. R. Doc. 49-6180; Filed, July 28, 1949; 8:50 a.m.] 
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NAMING AND PROTECTING PRODUCTS* 
SomeE Case STUDIES IN OUTSTANDING TRADE-MARK SUCCESSES 


How can you best protect your trade-mark? Should brand names be descriptive 
or not? Are coined words more easily protected, or should you choose 
another alternative? This analysis gives the pros and cons of 

these and other important trade-mark questions 


“What shall we call it?” That’s the inevitable question that must be answered 
before a product can be launched; and how it is answered has an important and 
lasting bearing on the product’s life and success. In the first place, the brand 
name affects a product’s saleability to a considerable degree; in the second, unless 
the mark is protectible, it can be appropriated, used and exploited by others. 

Thus the choice of a brand name is one of the most provocative and difficult 
problems any firm has to face. Further, it is a problem that increases as each new 
product hits the market. There were, as of December 1, about 434,000 trade-marks 
registered in the U. S. Patent Office and literally hundreds of thousands of un- 
registered ones, most of them as difficult to track down as the proverbial needle 
in the haystack. 

Among the vast and sprawling family of U. S. trade-marks, plenty of venerable 
ones were chosen so wisely that they are now virtually “untouchable ;”’ they have 
been promoted so consistently that they are almost an open sesame to sales. But 
all the successes are by no means oldsters. Every year brings new products which 
are so adroitly identified that they not only pass the rigid scrutiny of legal eyes but 
are highly “saleable” as well. The easier the name is to recognize (when seen or 
heard), pronounce and remember, the less it will cost to “put it over” with the 
public and the quicker it will reach its full, sales-pulling power. 

Some brand names have been successful from the start; others have required 
long and expensive promotion to put them in the demand class. Still others have 
been out-and-out duds. But apart from consumer reaction, each and every name 
has its case history in the trade-mark world, some trouble free, others disturbed 
by court actions that, at best, have cost many thousands of dollars. 

Thus the methods used by a few of the better known owners, first to select a 
name and thén to protect it, furnish important lessons for manufacturers and ad- 
vertising agencies who are either struggling now to devise another “world beater” 
or will face the problem in the future. 


Six Broad Types 
Despite the vast number of brand names, they fall pretty generally into six 
classes: the coined or fanciful word that has no particular meaning “Kodak,” 
“Tpana,” “Kix”; the suggestive word “Ivory,” “Sani-Flush,’ Kleenex”; the de- 
criptive “Shredded Wheat,” “NuEnamel”; the line name “Frigidaire,” “General 
Foods” ; the family name “Ford,” “Dr. Lyons’’; and the geographic “Philadelphia 
Cream Cheese,” “Golden State Dairy Products.” 


* Reprinted from Tide, February 4, 1949. 
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To the unitiated, all of these classifications hold possibilities for saleable names 
and certainly all are being used. But to the so-called “watch-dogs’”—the trade- 
mark lawyers—the safest are the coined words and the line and family names. 
While admitting that there are exceptions, they point out that the suggestive, de- 
scriptive and geographic names are difficult to protect and, therefore, likely to 
prove expensive. 

In “The Modern Law of Advertising & Marketing” (Tide—Nov. 26, 1948), 
Isaac W. Digges warns: “The advertising conception of a trade-mark and the 
law’s conception, at first blush, might appear to be in complete harmony with each 
other. Nothing could be further from the truth. In practical application, they 
may be continuously at war.” An advertiser, he reminds, will spend vast sums of 
money in popularizing his trade-mark. But his methods sometimes result in the 
name’s representing “a type or class of product” instead of a “product from a 
single source.” In such cases, “the advertiser often wakes up to find he has en- 
riched the English language with a new word and by the same token has made his 
former mark available to all competitors.” 

Digges advises every advertising manager to keep everlastingly in mind the 
question: “Does my advertising always describe a brand of product, of uniform 
grade, which can be purchased only from my company ?”’ 
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Hugo Mock, patent attorney and counsel for the Toilet Goods Assn., Inc. (New 
York), puts it even more bluntly: “There is an over-all tendency to devise selling 
marks instead of trade-marks.” He admits that the saleability aspects of a toilet 
water boasting a purely descriptive “pink lilac” label, but, because of the difficulty 
of monopolizing it, says a firm might much better choose some arbitrary name such 
as “Garden of Allah” that no one else could use. 


Difficult to Be Different 


Trade-mark attorneys generally agree that it is most difficult to select a mark 
that can be protected, that is easily remembered and has real selling value. But 
at the same time, they deplore the tendency of American firms to copy each other, 
choosing names so similar that court actions are necessary. Because they recognize 
all the difficulties involved, they are openly enthusiastic about coined names that 
are distinctively different ; they respect especially such classic successes as “Kodak,” 
“Vaseline” and “Coca-Cola.” 

Inventor George Eastman was determined that his particular camera should 
have a name that would be easy to spell and pronounce and that could not be in- 
fringed or copied. He hit on the letter “k” for several reasons: it looked different 
from all other letters; it was easily pronounced; and it was the first letter in his 
mother’s family name. Then he decided to use two k’s and by a process of trial 
and elimination he finally devised “Kodak.” By 1883 he had registered it and was 
ready to advertise his famous slogan: “You press the button and we do the rest.” 

Probably because the name “Kodak” was so saleable, Eastman soon learned 
that it would need constant vigilance. By 1906, the Eastman Photographic Material 
Co., Ltd. (London), had brought suit against the Kodak Cycle Co., Ltd. The 
English court decided in Eastman’s favor; there would be no bicycles bearing the 
name “Kodak.” 

In this country, Eastman was also successful in stopping several manufacturers 
from calling completely dissimilar products “Kodak,” but made one mistake that 
is a constant danger. About twenty-five years ago on its outdoor posters, the firm 
used the slogan ““Kodak as You Go.” Using the name as a verb in this way brought 
Kodak dangerously close to the generic curse. 

Since then and under the particularly watchful eye of president Thomas J. 
Hargrave, a lawyer by profession, Eastman has scrupulously avoided using the 
word “Kodak” other than as the trade-mark. And to make sure no one else mis- 
uses its valuable possession, Eastman keeps a battery of lawyers at work scanning 
all types of publications. 

“Vaseline” Always Upheld 


Several years older and no less famous than “Kodak” is the trade-mark “Vase- 
line,” which was also chosen by its originator, Robert A. Chesebrough. Since 
“Vaseline” has more than 100 competitors, it is not surprising that others have tried 
to appropriate the name or at least claim it is generic. Yet Chesebrough has always 
been upheld in the U. S. courts because it has protected the name so carefully. 

On packages and in advertising, “Vaseline” is always capitalized and designated 
as a trade-mark, which is a fairly common practice. But Chesebrough goes much 
further than that. Its “Vaseline” Pomade packages, for instance, carry these 
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legends: “Vaseline Brand Products are known and recognized everywhere . 

reliability assured by our trade-mark ‘Vaseline’ on every package . . . ‘Vaseline’ 
is the trade-mark identifying all products by Chesebrough Mfg. Co. and is regis- 
tered in the U. S. Patent Office and most of the principal countries of the world.” 

According to Edmund Dill Scotti, trade-mark counsel for Chesebrough, “Vase- 
line” “is a mark that has been given proper protection.” To see that it gets it con- 
sistently, Scotti insists that, besides carrying the familiar “R” in a circle (denot- 
ing that the brand name is registered), ads must also designate the fact that 
“Vaseline” is a trade-mark. He points out that ‘““The Lanham Act provides that 
a mark may be lost by acts of commission or omission on the part of the owner.” 
Therefore he believes that the term “trade-mark” should be omitted from the ads, 
the courts could rule that the company wasn’t protecting the name and declare it 
generic. 
The “Coca-Cola” Story 

Dr. John S. Pemberton of Atlanta concocted the jealously guarded “Coca-Cola” 
formula back in 1886, then coined the famous brand name. His bookkeeper not 
only gave the mark his blessing but wrote it out in a flowing script which has been 
used down through the years. 

Probably no trade-mark has enjoyed greater promotional qualities. It is easy 
to recognize, pronounce and remember and it has a pleasant association. And over 
the years there has been a particularly close spirit of cooperation between the firm’s 
legal, sales and advertising departments and its agency (D’Arcy Advertising Co.). 
Thus all advertising and promotional material has been carefully screened to pro- 
tect the brand name “Coca-Cola.” Still, the firm has had to be constantly on guard 
against infringers and has had to file around 600 suits, some of them against com- 
panies which passed off other products as “Coca-Cola.” 
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The first major challenge came to “Coca-Cola” around 1914 when the Koke 
Co. of America appeared on the scene. In this case the defendant claimed that the 
Coca-Cola Co. did not own “Coke” because it didn’t use it. According to Daphne 
Robert, member of the Coca-Cola Company’s legal staff and specialist on trade- 
marks, the firm had actually discouraged use of “Coke,” hoping (largely without 
success) to swing the public to the full brand name “Coca-Cola” (see cut p. 545). 

The firm won the Coca-Cola v. Koke case in the District Court; the Court of 
Appeals reversed that decision; then the Supreme Court decided in favor of Coca- 
Cola. In rendering the decision, Associate Justice Oliver Wendell Holmes said 
that “Coca-Cola is a very strong trade-mark,” that it represented “a single thing 
coming from a single source and well-known to the community.” In recent years, 
perhaps to make sure it is never again accused of not protecting “Coke,” the com- 
pany runs ads regularly pointing out that “Coke” is a registered trade-mark of The 
Coca-Cola Co. 

Unsought Tie-ins with “Coca-Cola” 

A big problem confronting Coca-Cola has been to stop various outlets, such as 
bars, taverns and soda fountains, from passing off other soft drinks for “Coca-Cola.” 
Actually, such cases come under the heading of unfair trade practice; yet Miss 
Robert says they could have the effect of weakening the brand name. 

Another problem the firm has to cope with constantly is unauthorized tie-ins 
with the trade-mark and slogan. Last year, for example, a few manufacturers 
turned out fabrics featuring reproductions of “Coca-Cola” bottles and the crown 
cap. The material was then made up into dresses, shirts, scarves, etc. Even shoe 
manufacturers got the urge to turn out “Coca-Cola” brown shoes. Result: de- 
partment stores all over the country began displaying and advertising “Coca-Cola” 
apparel. 

As soon as Coca-Cola detects such improper uses, it first tries heart-to-heart 
talks, pointing out to the well-meaning manufacturers of “Coca-Cola” fabrics and 
apparel, for instance, that their use of the trade-mark creates a false impression with 
consumers and implies a tie-up between Coca-Cola and the makers. The firm also 
reminds them of the danger of retailers mis-using the trade-mark—a possible situa- 
tion that defies policing. 

Finally, the Coca-Cola organization constantly rides herd on writers and pub- 
lishers to see that they handle the trade-marks properly—not for the purpose of 
complaining, Miss Robert says, but merely to make sure that “Coca-Cola” and 
“Coke” are given correct treatment as trade-marks. 


Trends in Selecting Names 


While the experiences of firms with long-established trade-marks provide valu- 
able caution signs, you must look to more recent trade-marks for guides in selecting 
brand names today. Few recent products have been named haphazardly, and most 
companies select brand names only after culling the brains of many. Most firms also 
conduct all kinds of consumer tests in advance to make sure which one will “take” 
best. 

Probably the makers of soaps and detergents have as tough a job as any to 
fashion a new, catchy (usually coined) and quick-selling name. For, besides the 
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many products that have hit the market over the past few years, they must care- 
fully skirt the hordes of brands made by regional companies, plus the minor private 
brands of big companies. Increasing the problem is the current trend toward 
words with no more than two syllables: “Dial,” “Camay,” “Chiffon,” “Lux,” 
“Breeze,” “Fab,” “Swerl,” “Duz,” “Dreft,” and “Tide,” to mention just a few. 

The steps Armour & Co. (Chicago) took to devise and then test the name “Dial” 
for its new deodorant soap (Tide—June 25, 1948) is one good example of the 
problems involved in naming products today. 

According to Armour officials, the name was “dreamed up” in round-table 
discussions between the firm and its agency (Foote, Cone & Belding), and the 
inspiration came before the “round-the-clock-protection” slogan. But once they 
had settled on the brand name, the research departments of both Armour and FC&B 
took over and researched “Dial’’ on every phase of consumer acceptance, including 
audible and visual clarity, word-association, ease of recollection and adaptability to 
shelf display. 

Most of the tests were conducted at the Home Arts Guild, a long-established 
Chicago institution where women get free meals and samples in return for speaking 
their minds about products being tested. Only after “Dial’’ had withstood these 
tests did Armour launch its product on a market-by-market basis. 

While Armour and many other companies feel such a “‘one-market’’ test is 
sufficient, many others disagree. Some, notably Lever Bros., have their own con- 
sumer research panels, which give them the advantage of a nationwide check and 


the opportunity to conduct more scientific psychological tests (Tide—Oct. 29, 
1948). Many companies also test a raft of possible brand names (which are first 
weeded out by company legal staffs) instead of just one, and often register close 
runners-up for possible future use. 


Buying Established Names 


Today, because it is so difficult to find a new name, there is a strong tendency 
to search first for unused registered marks and, if this is unavailing, to try to buy 
a complete line with a good name and continue to use the trade-mark. But here 
again, there are exceptions. Lever Bros., for example, bought the Hedy home 
permanents and Rayve cream shampoos from William R. Warner & Co. of New 
York (Tide—January 7). Exhaustive psychological tests on the names “Hedy” 
and “‘Rayve” as possibilities for the home permanents proved that “Rayve’ was 
by all odds the favorite, so Lever “killed” “Hedy” and renamed the home perman- 
ent “Rayve.” 

In other instances, firms resort to a company line for exploiting new products. 
Hudnut Sales Co., Inc. (New York), decided in 1927, for example, that the trend 
was toward selling skin care through all kinds of creams. President Charles Pen- 
nock scanned the market for a good line, finally decided to use a brand name the 
company already had. He therefore took the “DuBarry” name (which was regis- 
tered in 1890 for perfumes and kindred items) and used it for the new beauty 
treatment line. Incidentally, “DuBarry” provides a good example of the danger 
of underestimating the sales power of a trade-mark. 

Down through the years, the name “DuBarry” has always been accompanied 
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by an illustration of Madame DuBarry. Recently the firm considered dropping 
it for some more up-to-date insignia. Almost the entire Hudnut management 
voted for the change. But before making it, sales and merchandising manager 
Irving Linnard decided to make a final check with the field demonstrators. From 
these on-the-ground representatives came decisive “No’s” with the explanation 
that many women greet salesgirls: “I want the face powder (or cream) that has 
the lady on the box.” Understandably, “the lady’s” face will continue to appear 
on the line’s packages and bottles. 


Pioneers Make It Tough 


In some fields and even in some companies, name-choosing is made doubly 
difficult by the very excellence of a pioneer. “Kleenex” is a perfect example. 
International Cellucotton Products Co. (Chicago) sweated long to find a “good 
companion name” to its “Kotex.” Its final solution was to use the same “ex” 
suffix combined with “Kleen”—an apt choice as the only use suggested in early 
ads was the removal of cold cream and cosmetics. 

To protect the brand name, Cellucotton for years has said in various ways: 
“There is only one Kleenex,” and has always made sure the name was followed 
by the word “tissues.” But despite such nursing, “Kleenex” has had to redouble 
its protective efforts since the war, because during wartime shortages consumers 
who asked for “Kleenex” got any tissue the retailer happened to have in stock. 
To strengthen the “Kleenex” name as much as possible, the firm has now made 
it a family name: “Kleenex Pocket Pack Tissues” (Tide—June 18, 1948) and 


its forthcoming “Kleenex Eye Glass Tissues.” 


“Yes” Tissues 


One of the most unusual names in the highly competitive cleansing tissue in- 
dustry (“Kleenex,” “Pond’s,” “Lydia Grey,” “Golden Fleece,” etc.) is Personal 
Products’ “Yes” tissues brought out about eighteen months ago. Explains George 
Murphy, vice-president in charge of merchandising and advertising: “We wanted 
a name that had good promotion and shock values and at the same time had 
tremendous remembrance qualities. We tossed the job at our agency.” 

N. W. Ayer & Son went into action, using its current policy of assigning a 
couple of copywriters to study the problems and think up brand names. To 
qualify, the names had to earn “yes” answers to the following questions: Short? 
Easy to read, spell and remember? Distinctive? Adaptable to all advertising 
media? Registrable? Adaptable to equal emphasis of all product’s character- 
istics? Timeliness and suitability? Familiar, soft, pleasant sound? Equally ac- 
ceptable to men and women? Good display value? Dealer appeal? 

The agency discussed dozens of possible brand names for the new tissues, 
combed the entire organization for suggestions and finally selected the name “Yes.” 
Then it had a package designed and made a presentation to Personal Products. 
The consensus was that “Yes” and its packages were too daring. To settle the 
question, Ayer next made the presentation to Robert W. Johnson, chairman of 
Johnson & Johnson (New Brunswick), the parent company. His reaction: it 
was the first time any such combination of product name and package had been 
exactly right the first time. 
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According to Murphy, the heavily advertised “Yes” tissues “have done very 
well.” He pointed out that the name, shape of the package and advertising are 
“diametrically opposed” to those of competitors. That the firm tried in every 
possible way to draw attention to the name “Yes” is perhaps most apparent in the 
lettering: the “Y” and “S” in black, the “E” in white on packages; a combina- 
tion of black and blue in magazine ads. 


Varying Food Names 


In the rough and tumble food industry, two of the giants, General Foods and 
Standard Brands, have dodged many of the name-selecting headaches by sticking 
to their line names. In the General Foods stable, probably no name is better 
known than “Jell-O.” In fact, it is so firmly engraved in the minds of the public 
that competitors’ products are often referred to as “Jell-O.” The “Jell-O” name 
grows stronger (and safer, too) as it takes on new companions: “Jell-O Pud- 
ding,” “Jell-O Rice Pudding,” and “Jell-O Minute Rice and Cornstarch.” 

Of Standard Brands line names, “Fleischmann’s Yeast” (and all its companion 
products) is undoubtedly the strongest. Certainly adding the name “Fleischmann’”’ 
to “Blue Bonnet Margarine” helped enormously in putting the product over. On 
the other hand, it has taken time and plenty of money to build up “Royal Gelatin’”’ 
because of “Jell-O’s” strong head start. 

At least two food companies, Armour & Co. and Swift & Co., have decided 
that a lot of secondary brand names, especially descriptive ones, serve only to scatter 
their shots. Armour’s program is particularly decisive: for the past five years 
it has killed off or demoted secondary brand names which, it has learned, detract 
attention from the company name. “Supreme” and “Banner” are now used to 
connote grades rather than as trade-marks for various Armour products. 

At Swift’s, all major additions to the line since prewar have been given the 
company’s name: “Swift’s Meat for Babies,” “Swift’s Cleanser” and “Swift's 
Peanut Butter.” Each company, however, clings to some exceptions: Swift 
with “Swift’ning” (lard) and Armour with “Treet” (canned meat). 

As for canned meats, Hormel’s “Spam” is in the same favored spot as “Jell-O,” 
“Kleenex” and other strong product names. “Spam’s’ success is perhaps all the 
more noteworthy because it was not the first canned luncheon meat on the market. 
Certainly the catchy name that gets a big share of the credit for the product’s 
success was coined in a most unusual fashion. A contest among employes and 
their families had failed to turn up anything suitable. Then president Jay Hormel 
tossed this problem in the laps of sixty-five guests attending a New Year’s Eve 
party at his home. Each was given an entry blank which he had to fill out before 
he could get a drink. A brother of Ralph Daigneau, vice-president of Hormel, 
scribbled off the now world-famous name “Spam” and the contest was over. 


E. I. DuPont 


In the textile field, E. I. du Pont de Nemours & Co. has probably had a 
tougher experience with names than any other firm. Its experience in protecting 
the product names of its synthetic fabrics has run the gamut from failure (cello- 
phane) to giving one away (nylon) to its newest product (Orlon) which it is 
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determined to safeguard. Admittedly, DuPont would have liked to keep “cello- 
phane”’ for its sole use. The firm lost the right, according to W. G. Reynolds of 
the legal staff, when the court ruled that the name had become generic because of 
negligence in protecting it. 

Although the company made no efforts to protect its coined word “nylon,” it 
reversed its position on “Orlon” acrylic fibre. In this case the legal department 
got up a list of rules on the display of the name: the first letter (O) should al- 
ways be capitalized, the name should be enclosed in quotes and always accom- 
panied by the generic term “acrylic fibre.” This list was sent out to all dealers 
carrying the new synthetic. 

As for checking, Reynolds says “we don’t try to police the world,” but he 
admitted that the entire organization is so brand-name conscious since its unhappy 
experience with “cellophane” that employes keep a weather eye out for mis-use 
and bring it to the attention of DuPont’s lawyers. The legal department also 
goes over the Patent Office’s Official Gazette to make certain no one tries to simu- 
late any of the DuPont product names. 

Incidentally, DuPont seems to feel that trade-marks containing just five letters 
are particularly good. When it was searching for a name for “Orlon,” for instance, 
it ran contests for employes in both the company and the agency (BBD&O) and 
gave rigid specifications to come up with names containing five letters. It took 
around two years to create the name “Orlon.” 


Notable Exceptions 


Compared to most consumer goods, the giant home appliance field plays a safe 
and staid product-naming game, adding electric toaster, range or whatever to the 
company name (Westinghouse, Proctor, General Electric, Hotpoint, etc.). Among 
the exceptions to this general rule have been both “Frigidaire” and “Deepfreeze.” 
However, “Frigidaire” has now become a strong line name with its Frigidaire 
Electric Range, Electric Water Heater, Freezer and Automatic Washer. And 
while it may seem incongruous to refer to an electric range or washer as “Frigidaire,” 
the name is, of course, strengthened by its use in this way. Because “Deepfreeze” is 
so highly descriptive of its use, its maker, the Motor Products Corp. (Detroit), has 
gone to great lengths to protect it, particularly since the war. A typical ad is head- 
lined: “There’s Only One—there are lots of home freezers but only one can be 
called the Deepfreeze home freezer. Get the answers on this important purchase 
from the originators of home freezers . . . Now an entirely new Deepfreeze [in 
small type underneath the product name] Trade-Mark Reg. U. S. Pat. Off. Home 
Freezer .. .” 

Nor does Motor Products stop at this point. Every six months it sends out 
a two-page letter to the press and radio reminding them how to use the name “Deep- 
freeze.” It also watches publications and writes to the editor when the first letter 
of the name is not capitalized. 

In a further effort to protect its trade-mark, Motor Products was also a prime 
mover in getting the National Electrical Manufacturers Assn. to adopt an accepted 
generic word for all freezers—the home freezer. Finally, it applied the name 
“Deepfreeze” to the dry bottle cooler which it makes for soft drinks. 
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Another exception in selecting trade-marks is in the field of high craftsmanship. 
Here the trend has been to choose a name connoting dignity—the name of the in- 
ventor or founder, a famous personage or even a town. Notable examples are 
“Steinway” pianos, “Tiffany” silver, etc., “Ford,” “Lincoln,” “Buick,” “Chryslér” 
and “Pontiac” automobiles. 


A Good Precaution 


Obviously, a brand name as saleable and yet as descriptive as “Deepfreeze” re- 
quires eagle-eyed watching on all scores. But the need is not limited to such obvi- 
ous cases as “Deepfreeze.” Fortunately there is a noticeable trend on the part of 
all types of companies, especially since passage of the Lanham Act in 1946, to ad- 
vertise the fact that their product names are registered trade-marks. 

According to trade-mark authorities, this trend is all to the good. One of them, 
Clowry Chapman, put it this way: “Trade-marks need to be advertised just as 
much as the product and services they symbolize, for while a trade-mark is itself 
advertising, it is but a tabloid form and can stand elaboration.” Clowry further 
points out that courts “discriminate between the trade-marked article that is adver- 
tised and the one that is not, especially where there is a close approximation in a 
conflict of claims to the priority of trade-mark use.” 





RESOLUTION OF THE UNITED STATES 
TRADE-MARK ASSOCIATION 


Wuereas, bills have been introduced heretofore before the Legislatures of 
Washington, Indiana, Maryland, New Hampshire, New Mexico and other States 
to compel or have the effect of compelling the registration in such States of all 
trade-marks used on or in conection with merchandise and all such bills have failed 
of passage; and 

Wuereas, the enactment of such legislation would be detrimental to the inter- 
ests of the public and of the owners of trade-marks throughout the Union and 
would subject such trade-mark owners to onerous and unnecessary hardship: 


RESOLVED, that the United States Trade-Mark Association hereby disapproves 
unanimously any statutory enactment or proposal therefore pursuant to which the 
registration of trade-marks would be compulsory in any of the States of the Union 
or which would deprive or intend to deprive the owner of any trade-mark at com- 
mon law or under Federal statutes of his right of ownership or of any privileges 
appurtenant to such ownership by virtue of failure to register his trade-mark in 
any of the several states or which would be an obstacle to the free use of trade- 
marks in interstate commerce. 


It 1s HereBy FurRTHER RESOLVED, that copies of this Resolution be presented 
to the Legislature of any State or any Committee thereof and to the proper officials 
of any State or of any other body before which the enactment of any legislation of 
the character referred to herein is proposed or is under consideration. 


Dated May, 1949. 
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BOOK REVIEW 
A PractTicaL GuIpE To Fair TrapE Laws—Bruce Dean* 


Because of the current widespread interest in Fair Trade and its importance to 
modern merchandising, “A Practical Guide to Fair Trade Laws,” recently pub- 
lished by the American Fair Trade Council, is a valuable handbook for those in 
the manufacturing, merchandising, advertising and related fields. 

The book will acquaint persons who are uninformed on Fair Trade with its 
fundamental principles and those who already have a working knowledge of the 
subject will benefit by the explanation of the provisions of the various state laws 
and principles determined by court decisions. It will be extremely helpful in corre- 
lating Fair Trade policies within organizations. Many companies are ordering 
extra copies for branch managers, legal counsel, advertising account executives and 
others to whom such information is indispensable. 

The opening chapter outlines the basic concepts of Fair Trade and emphasizes 
its effectiveness as a weapon against price manipulation. 

Under early systems of merchandising, the guide points out, sales to the con- 
sumer were transactions strictly between two persons—the retailer and the con- 
sumer. Goods were sold in bulk without identification of source and at prices de- 
termined by a bargaining process in which the consumer and his immediate vendor 
participated. Not until the advent of trade-marked goods, in original packages at 
uniform prices, did standards of value in retail trade become fully secured to the 
purchaser. This newly created standard of value resulted in a shift in the focal 
point of the consumer’s attention away from the retailer-vendor and toward the 
producer whose trade-mark the article bears—with a consequent creation of certain 
legal rights and obligations in the latter. 

Today, it is stressed in the guide, a sale of branded goods, as distinguished from 
the old method of selling in bulk, is essentially a transaction between two principles 
—the producer and the consumer. The producer himself does a large part of the 
selling. He packs his goods, determines, standardizes, vouches for, and is legally 
responsible for their quality, and he advertises them in competition with similar 
goods of other manufacturers. From the viewpoint of the consumer, the sale of 
trade-marked or branded goods is often made before he enters the retailer’s store. 

The trade-mark is the implement for telling consumers generally of the quality, 
durability and style consistent with the minimum price which the producer of an 
article bearing his trade-mark puts into it in order to sell it to consumers directly 
or indirectly through wholesalers or retailers. 

“Competition is the life of the trade, but the trade-mark is the life of competi- 
tion,” the guide states categorically. 

In a realistic approach to the effect of the price manipulator on the nation’s 
economy, the book devotes considerable space to the deceptive tactics he employs. 
The price cutter, it points out, operates no charitable enterprise. Through price 
cutting, he hopes to achieve either or both of two objectives: (1) To increase 


* Sales Manager, Universal Rugs & Carpets Division of Bigelow-Sanford Carpet Co., Inc. 
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store traffic with the expectation that customers availing themselves of a “bargain” 
will, at the same time, buy other unrelated articles on which there is a good margin 
of profit; and (2) by avoiding the sale of identical items advertised at cut prices 
to switch customers from these to unknown substitutes upon which a profit will be 
realized. The price manipulator in the long run loses nothing. His loss-leader is 
actually a “mis-leader.”” His operations, however, have a very serious effect on 
trade-mark owners, legitimate competing retailers and the consuming public. 

The net effect of price manipulation is not to the benefit of the consumer, but 
just the opposite, the guide points out. In the first place, the price manipulator 
cannot indefinitely maintain the low price and he has no inclination to do so except 
spasmodically when it is used as “bait.” If the consumer is induced to accept an 
inferior substitute, he has not even a temporary windfall. 

The consumer is further injured if a manufacturer, in self defense, elects to 
dilute the quality of his product so that he may sell to his dealers at a lower price 
and thereby enable all of them to sell at the old cut price and at the same time main- 
tain a reasonable operating margin on the product. By loss of his markets, the 
manufacturer makes smaller quantities of ware and his manufacturing and distribut- 
ing costs per unit go up. Continued long enough, this means he must either raise 
his prices and further curtail his market or attempt to recover his market by lower- 
ing prices and reducing quality, thus greatly lessening the value to the consumer. 

Here is obvious inefficiency and waste in the distribution system for which the 
consumer ultimately pays, it is emphatically stated in the guide. 

Tracing the history of trade-marked articles, the guide says their producers 
have for many years sought to combat such injurious practices. Various methods 
were used, but none proved completely effective. Finally, in 1911, the United 
States Supreme Court declared that a system of resale price maintenance contracts 
affecting goods moving in interstate commerce was unlawful under the Sherman 
Anti-Trust Act. 

The logical answer to this problem appeared to be the enactment of statutes 
which permitted specification of resale prices of trade-marked goods by their pro- 
ducers and which also made those prices legally binding on distributors refusing to 
participate voluntarily in cash contracts. 

Forty-five states have now enacted Fair Trade laws. The constitutionality of 
these statutes was upheld by the Supreme Court in 1936 and the following year 
Congress passed the Miller-Tydings Amendment to the Sherman Anti-Trust Act. 
This provides that nothing in the Sherman Act shall make illegal resale price main- 
tenance contracts where goods move in interstate commerce and the state of resale 
has a Fair Trade statute. 

Fair Trade laws provide in substance that there shall be nothing illegal about 
a contract specifying the resale price of a trade-marked commodity and that advertis- 
ing or selling such a commodity under the specified price is unfair competition per- 
mitting suit by an injured party, it is stated in the guide. This is true even when 
the person so advertising or selling did not enter into such a contract. 

Fair Trade laws, the guide emphasizes, permit only vertical price standardiza- 
tion. Thus, the trade-mark owner may specify the price at which the goods may 
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be sold by others in his chain of distribution. The statutes are not mandatory. They 
do not dictate that all trade-mark owners must maintain prices. But they do give 
legal means for one to do so if he desires. All of the statutes specifically prohibit 
horizontal price fixing, which is the establishment of prices by parties normally in 
competition with each other. 

Enforcement of Fair Trade laws depends upon the producer and upon dis- 
tributors competing with those who would willfully and knowingly cut prices speci- 
fied in contracts authorized by such laws. Remedies lie in injunctions to restrain 
further violations and actions for damage resulting from violations already perpe- 
trated. 

Graphic proof that Fair Trade laws help manufacturers of branded products to 
prevent inflated retail prices is given by the guide in a chart which shows that in 
the period between June 1, 1939, and June 1, 1947, prices of 7,334 Fair-Traded 
drugs and toiletries rose only 1.39%, while the cost of living skyrocketed 59.3%. 

For ready reference, the guide contains Fair Trade statutes in force in forty- 
five states as of July 1, 1948, and a résumé of the Federal Fair Trade Enabling 
Act (Miller-Tydings Amendment to the Sherman Anti-Trust Act). 

This tabulation includes citations to the general state statutes and to any com- 
pilations thereof accepted as authoritative. The convenient form in which it is set 
up obviates the need for legal counsel to search laws adopted at a particular session 
of a state legislature. It also makes it unnecessary to consult tables of the general 
statutes and the authoritative compilations in general use in any state. 

A simplified two-page chart in the guide gives the salient features of Fair Trade 
laws in all of the forty-five states having such legislation. 

A classification, by state and federal jurisdiction, of court decisions interpreting 
provisions of Fair Trade laws enacted between January 1, 1931, and July 1, 1948, 
affords another valuable reference. 

Digests of Fair Trade cases often contain those decided by lower courts, which 
are not authority in other courts of the same state and consequently are not au- 
thority in courts of other states. Usually the reports cited do not contain the com- 
plete opinion of the court and often merely the title of the cause for action. Incon- 
clusive cases of this nature were eliminated in the preparation of the “Guide to 
Fair Trade Laws.” 

The list of reported cases gives not only the West reporter citation of each case, 
but the official reporter citation as well. This contributes greatly to its usefulness, 
because often legal counsel will have access only to one of the reports. All possible 
research sources were consulted in the compilation of the list published in the guide 
to make certain every reported case involving Fair Trade laws was included. 

One of the most comprehensive sections of the guide is that which classifies and 
gives a résumé of court decisions interpreting provisions of state and federal Fair 
Trade laws. Some indication of the scope of the subject matter covered may be 
seen from the index to this chapter which follows: 


A. Constitutionality and Statutory Construction 
1. Constitutionality 
2. Statutory Construction 
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4 
4 
a B. Parties Who May Originate Contracts 
# C. Parties Who May Sue 
é D. Pleadings, Evidence and Procedure 
: E. Jurisdiction of Courts 
: F. Application of Contracts 


1. To Parties 
a. Dealers Not Parties to Original Contract 
b. Wholesalers When Manufacturer Stipulates Wholesale Price 
c. Cooperatives 
2. To Commodities 
a. Merchandise Acquired Prior to Notice of Existence of Con- 
tract 
b. Trade-Ins 
c. Patented and Copyrighted Articles 
d. Other Commodities 
G. Interpretation of Contracts 
Addition of Sales Tax 
Issuance of Trading Stamps 
Discounts to Employees 
Rebottling or Repacking Under Manufacturer’s or Distributor’s 
Trade-Mark 
5. Consideration 
H. Exceptions 
1. Exemptions in the Contract 
2. Removal of Trade-Mark 
I. Defenses 
Violation by Plaintiff 
Refusal of Manufacturer to Sell 
Violation of Federal Law—Horizontal Price-Fixing 
Lack of Diligence in Prosecuting Violators 
Abandonment 
Abandonment Through Combination Sales 
General Price-Cutting in Trade or Industry 
Violation Not Willful 
Lack of knowledge of Contract 
10. Laches 
11. Refusal to Contract 
J. Enforcement—Scope of Injunctive Order 
K. Geographical Scope of Protection 


The California Fair Trade Law and Unfair Sales Act are published in full in 
the guide as typical state statutes. A representative wholesale Fair Trade contract 
and retail Fair Trade contract are also reproduced. 

Last, but by no means least important, in the guide is an explanation in capsule 
form of the “who,” “what” and “how” of Fair Trade. Specific advantages of Fair 
Trade to the manufacturer, wholesaler, retailer and consumer are also reviewed 
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and typical industries benefiting from this modern merchandising method are listed. 

Originally conceived as a service to the organization’s members, “A Practical 
Guide to Fair Trade Laws” is now available at cost to anyone wishing a copy. 
Orders are being taken at the Eastern Office of the American Fair Trade Council, 
11 East 44th Street, New York 17, New York. The price per copy is $2.50. 





TRADE SLOGANS 


Since our last published list, the following trade slogans have been received and 
entered on the records of the Association as evidence of the owner’s claim thereto: 


WPOOUTS TROL SOMGY onic occcdvsccciaces Ralph Grzecki, doing business as Nortown Flowers 
“Better Farming Through Research” .......ccccccccccccccccccces Shell Chemical Corporation 
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PART it 


S.C. JOHNSON & SON, INC. v. JOHNSON, er at. 
No. 103—C. A. 2—June 2, 1949 


CourTs—INJUNCTIONS—MODIFICATION 

District Court held to have jurisdiction to entertain motion to modify injunction at any 
time. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR IN- 
STANCES 

Defendant’s new label held to conform to decree. 

That suffix prescribed in decree had not prevented all mistake and confusion held ir- 
relevant, under 1905 Act. 

That original defendant Johnson has now associated himself with four partners, of whom 
only one is named Johnson, held immaterial. 

Under 1946 Act, defendant held entitled to continued use of personal name, with pre- 
scribed distinguishing phrase, in field not occupied by plaintiff, after 16 years of concurrent 
use, though litigation began within three years of defendant’s first use of the name. 

TRADE-MARKS—SUBSTANTIVE RIGHTS—GENERAL 

Under 1905 Act, registration of trade-mark was made only prima facie evidence of owner- 
ship; question was never finally settled whether 1905 Act created substantive federal trade- 
mark law, distinct from common law of the states. 

1946 Act held to have put an end to any doubts and to confused conditions after Erie v. 
Tompkins, and to have created uniform rights throughout the United States, in the interpreta- 
tion of which federal courts are not limited by local law. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 

Trade-mark law, which is only a part of the law of unfair competition, was originally 
designed to protect the mark’s owner from diversion of customers. 

By 1905, trade-mark law had been extended by granting relief against the use of the 
mark on goods on which the owner had never used it. 

Weight of authority, under 1905 Act, held contrary to Second Circuit rule that goods of 
“the same descriptive properties” covered any as to which the owner of the mark might be 
supposed to be the source. 

TrapE-Mark Act or 1946—INFRINGEMENT—SECTION 32 

In construing Section 32 of 1946 Act, held it is enough to explain the change of diction 
that Congress wished to do no more than make the protection of the new right co-extensive 
with the law of unfair competition as it was in 1946; and there is strong reason for not read- 
ing the language literally because of hardship which frequently would result. 

Mere fact of confusion between two users should not always and of itself control in 
granting relief to first user. If Congress meant to allow every first user of a mark to stifle 
all excursions into adjacent markets merely by showing confusion, it would have said so 
more clearly. While in the case of fabricated marks the first user’s rights may go so far, 
such reasoning may not be applied in the case of personal names. 


Appeal from Western District of New York. 


Trade-mark infringement and unfair competition suit by S. C. Johnson & Son, 
Inc., against John W. Johnson, Rupert H. Johnson, John D. Freeman, Roland H. 
Boardman, and Henry J. Stone, doing business as Johnson Products Company. 
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4 
Plaintiff appeals from denial of motion for leave to file supplemental complaint. : 
Affirmed. 4 
William T. Woodson, of Chicago, Ill., for plaintiff. : j 
Edwin T. Bean, of Buffalo, N. Y., for defendants. a 


Before L. Hann, Chief Judge, and Swan and Crark, Circuit Judges. 
L. Hanp, C. J.: 


The plaintiff’s motion made on May 20, 1948, from whose denial this appeal has 
been taken, was a sequel to our decision in 1940' and to the steps taken under it. 
We then declared—as the only relief to which the plaintiff was entitled—that the 
defendant must add “in immediate juxtaposition” to the words, “Johnson’s 
Cleaner,” the suffix, “made by Johnson Products Company, Buffalo, N. Y.” We 
refused to forbid him the use of his name, “Johnson,” as the district judge had 
done, although we agreed that that use had “caused confusion among the plain- 
tiff’s customers.” The judgment of the District Court was entered on our 
mandate on April 21, 1941, and the defendant adopted a new label in which the 
words: “Johnson’s Cleaner,” printed in blue ink at the top, are immediately fol- 
lowed around the bottom by the legend: “Made by Johnson Products Company, 
Buffalo, N. Y.,” printed in letters of red ink of the same size. The supplemental - 
complaint alleged these facts and added that the original defendant, John W. é 
Johnson, had turned over the business to a firm of five partners consisting of him- 
self and four others, of whom only one was named Johnson. It alleged that this 
firm was doing business under the old name, “Johnson Products Company” ; that 
the changed label did not conform to the decree; that the defendants’ use of the 
name, “Johnson’s,” was “likely to and does cause confusion or mistake, and de- 
ceive purchasers as to the source of origin of defendants’ product”; and that the 
only “effective protection that can be given to the public against confusion, mistake 
and deceit” was to prevent altogether the use by the defendants of the word, 
“Johnson’s,” as a brand or trade-mark. The plaintiff urges four reasons why it 
should be allowed to file this supplemental pleading: (1) that the label does not 
conform to the judgment; (2) that the original injunction did not give the plain- 
tiff adequate relief or protect the public; (3) that the original defendant had taken 
in the four new partners; and (4) that the Lanham Act’ has since been passed. 

We agree that the judge had jurisdiction at any time to entertain a motion 
to modify the injunction ;* and it is not necessary to decide whether it was neces- 
sary as a preliminary for him to ask leave of this court because of our decision 
on the former appeal. The cause is now before us, and it would be a barren 
formality to reverse the order, grant leave to the judge to entertain that motion, 
have him enter a new order, and compel the plaintiff to appeal again. We shall 
therefore at once proceed to the merits. As to the first point, we hold that the 
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new label exactly conforms to the decree. As to the second, we hold that it was 
irrelevant under the Act of 1905 that the suffix has not prevented all mistake and 
confusion. Upon this we have nothing to add to what we said before, when we 
very deliberately assumed that the public might still be confused after the pre- 
scribed change had been made. As to the third point, we hold that it makes 
no difference that the original defendant has now associated himself with four 
partners, three of whom do not bear his name. The business has continued 
under its original name and whatever rights it has gained since its origin in 1932 
have inured to the benefit of the firm. For many years it has been the law that 
the old good-will passes with the business.* The motion was a patent effort to 
procure a reargument after a lapse of seven years, and has not the slightest 
justification save for the enactment of the Lanham Act in 1946. To this we ad- 
dress ourselves as the only point deserving discussion. 

That act did indeed put federal trade-mark law upon a new footing. The Act 
of 1905 had made the registration of a trade-mark only prima facie evidence of 
ownership,’ and the question must be regarded as never finally settled whether 
it created a substantive federal trade-mark law, as distinct from the common law 
of the states, or whether it merely gave jurisdiction to the district courts and 
certain procedural advantages to the owner.° The Lanham Act put an end to any 
doubts upon that score, and to the confused condition in which those doubts in- 
volved the whole subject, especially after Erie Railroad Company v. Tompkins.’ 
These were fully discussed by Judge Wyzanski in his opinion in National Fruit 
Products Co. v. Dwinnell-Wright Co.,° but they ceased to be important after 
Congress provided that any infringer should “be liable to a civil action by the 
registrant for any or all the remedies hereinafter provided” ;° and that the regis- 
tration certificate once become “incontestable” after five years, should, with 
certain exceptions not here relevant, be conclusive evidence of the registrants’ 
exclusive right to use it." This conclusion is confirmed, if confirmation is neces- 
sary, by the report of the Senate Committee, of which we quote a portion in the 
margin.” Nevertheless, although it is no longer open to doubt that the present 
act created rights uniform throughout the Union, in the interpretation of which 
we are not limited by local law, it does not follow that, in determining what these 
are, we are not to be guided by the existing common law, especially in regard to 


4. Kidd v. Johnson, 100 U. S. 617. 

5. § 16, 33 St. at L. 728. 

6. Pecheur Lozenge Co. vy. National Candy Co., Inc., 314 U. S. 603 [31 T. M. R. 56, 240]; 
315 U. S. 666 [32 T. M. R. 194] 

7. 304 U. S. 64. 

8. 47 F. Supp. 499 [32 T. M. R. 516]. 

9. § 1114, Title 15, U. S.C. 

10. § 1065, Title 15, U. S. C. 

11. § 1115 (b), Title 15, U. S. C. 

12. “It would seem as if national legislation along national lines securing to the owners of 
trade-marks in interstate commerce definite rights should be enacted and should be enacted now. 
_ “There can be no doubt under the recent decisions of the Supreme Court of the constitu- 
tionality of a national act giving substantive as distinguished from merely procedural rights in 
trade-marks in commerce . ... and... .a sound public policy requires that trade-marks 
should receive nationally the greatest protection that can be given them.” (U. S. Code Con- 
gressional Service, 79th Congress, Second Session, 1946, p. 1277.) 
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issues as to which that law was well settled in 1946. In the case at bar the issue 
is of the meaning of the following language: “any person who shall in commerce 
(a) use. . . . any reproduction . . . . of any registered mark,” which “use 
is likely to cause confusion or mistake or deceive purchasers as to the source or 
origin” of the goods on which the owner has used it, shall be liable to civil action. 
The parallel section of the Act of 1905*° beginning at its second sentence was 
practically the same, except that it subjected to civil action only those who should 
“affix” the registered mark “to merchandise of substantially the same descriptive 
properties as those set forth in the registration.” Clearly a change, and a most 
substantial change, was intended, and the question is what that was. 

The law of trade-marks, which is in any event only a part of the law of un- 
fair competition, was originally designed to protect the mark’s owner from the 
diversion of customers who would otherwise have bought of him. By 1905, how- 
ever, this had been extended by making the mark in some situations cover goods 
on which the owner had never used it. So far as we have been able to find, the 
following are the only decisions in which federal courts had done so. In Carroll 
v. Ertheiler,’ Judge Butler allowed the manufacturer of smoking tobacco to en- 
join the use of his mark on cigarettes which he had never made. In Collins Co. v. 
Oliver Ames & Sons Corp.,”* Justice Blatchford extended the protection of a 
mark used on metal picks and hoes and other digging instruments, to metal shovels 
which the owner had never made. In Celluloid Manufacturing Co. v. Read," 
Judge Shipman, on the other hand, dismissed the plaintiff’s bill, seeking to enjoin 
the defendant’s use of the word, “Celluloid,” upon laundry starch, because starch 
was remote from anything which the plaintiff sold. In Godillot v. American 
Grocery Co.,* Judge Acheson held a mark used upon general groceries to in- 
clude coffee and cigars which the plaintiff had never sold. It will be observed 
that in all these cases the sales held to infringe were of goods which were “sub- 
stantially of the same descriptive properties as those set forth in the registration” ; 
and that on the occasion when that was not true, the owner of the mark failed. 
It seems safe to infer that, when the Act of 1905 used the language we have quoted 
it intended any rights which it conferred to be coextensive with those which the 
law of unfair competition recognized, so far as it had developed up to that time. 

By 1917 the English courts in a number of decisions, not necessary to con- 
sider, had meanwhile extended the cover of a mark or of a make-up considerably 
further than any of the cases we have cited, or than our own intervening deci- 
sions, such as Florence Manufacturing Co. v. Dowd, and British American 
Tobacco Company v. British American Cigar Stores Co.,” and they had devel- 
oped a rationale of the interests to be protected which was more definite than 





13. 16, 33 St. L. at L. 

14. Hanover Milling Co. v. Metcalf, 240 U. S. 403. 
15. 1 F. 688 (1880). 

16. 18 F. 561 (1892). 

17. 47 F. 712 (1891). 

18. 71 F. 873 (1895). 

19. 178 F. 73. 

20. 211 F. 933. 
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anything in our own books. In Aunt Jemima Mills v. Rigney,” we adopted this 


reasoning in a case where the infringing goods were syrup and the mark was for 
pancake flour ; that has become the leading case in this country for the now well- 
established extension of the law of unfair competition in such situations.” 
Thereafter the question several times arose whether this doctrine was within 
the terms of the Act of 1905; that is, whether “substantially of the same de- 
scriptive properties” referred to the physical character of the goods to which the 
protection of the mark alone extended, or whether it also covered any of which 
the owner of the mark might be supposed to be the source. We twice at least 
strongly intimated that it meant the second, although we recognized that this did 
some violence to the literal meaning of the words,” but the weight of authority 
was the other way, and in 1946 it was at best most uncertain whether the Act 
of 1905 went beyond the law of unfair competition in 1905. It is quite enough 
to explain the change of diction in the Lanham Act that Congress wished to do 
no more than clear up this doubt—if indeed it was not more than a doubt—and 
make the protection of the new right coextensive with the law of unfair com- 
petition as it was in 1946, just as the Act of 1905 had made it coextensive with 
the law of 1905. Besides, not only is this a sufficient reason for the change, 
but there is the strongest possible reason for not reading the language literally, 
because to do so would frequently result in great hardship to others, and give to 
the first user of a mark a wholly unjustified power to preempt new markets. 
The “Aunt Jemima Doctrine,” as we may for brevity call it, needs to be 
indeed carefully circumscribed. It recognizes two, but only two, interests on 
which the owner can stand: (1) the possibility that the trade practices of the 
second user may stain the owner’s reputation in the minds of his customers ; 
and (2) the possibility that at some time in the future he may wish to extend 
his business into that market which the second user has begun to exploit. There 
are legitimate interests and they are properly weighed against the second user’s 
interests; but it is far from true that the mere fact of confusion between the 
two users should always and of itself tip the scales in favor of the first. In 
Emerson Electric Manufacturing Co. v. Emerson Radio & P. Corporation®™ and 
Dwinnell-Wright Company v. White House Milk Company, Inc.,” we tried to 
show how the power of a first user to establish such a premonitory lien upon a 
future market might lead to great injustice.” In deciding such “interstitial” issues, 





21. 247 F. 407. 

22. Restatement of Torts, §§ 730, 731. 

23. Yale Electric Corp. v. Robertson, 26 F. 2d 972; L. E. Waterman Co. v. Gordon, 72 F. 
2d 272 [24 T. M. R. 347]. 

24. Atlas M’f'g Co. v. Street & Smith, 204 F. 398 (C. A. 8); Rosenberg Bros. & Co. v. 
Elliott, 7 F. 2d 962 (C. A. 3); Beechnut Packing Co. v. P. Lorillard, 7 F. 2d 969 (C. A. 3); 
Walgreen Drug Stores v. Obear-Nester Glass Co., 113 F. 2d 956 [30 T. M. R. 477] (C. A. 8); 
Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 [37 T. M. R. 41]; Triangle Publications, Inc. 
v. Rohrlich, 73 F. Supp. 74 [38 T. M. R. 516, 657]. 

25. 105 F. 2d 910 [29 T. M. R. 514]. 

26. 132 F. 2d 822 [33 T. M. R. 2]. 

27. See also Arrow Distilleries vy. Globe Brewing Co., 117 F. 2d 347 [31 T. M. R. 51] 
{c i“ 2». Durable Toy & Novelty Corp. v. J. Chewm Co., 133 F. 2d 853 [33 T. M. R. 186] 
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which legislatures at times wisely leave to them, courts are obliged to take over 
their function pro hac vice and to decide which of the conflicting interests they 
think should prevail. The case at bar is an admirable example of how unfairly a 
literal enforcement of the language of the new act may operate. The plaintiff 
does not sell cleaning fluid ; it makes waxes and other polishes, and the defendants 
cannot possibly turn away from it any customers who would buy these instead 
of cleaning fluids. When John W. Johnson began business in 1932 he did so 
under his own name—the customary and innocent identification of his goods with 
himself. After three years the plaintiff tried to stop his use, and it was unsuccess- 
ful in 1941; not, as we then said, because no confusion had developed, for some 
had, and was probably to some degree inevitable; but because we held that the 
resulting prejudice to the plaintiff did not counterbalance Johnson’s interest in 
doing business under his own name. After a lapse of five years—in 1946—the 
Lanham Act was passed, and, if the plaintiff is right, it has destroyed the as- 
surance, which our decision gave to Johnson and his present associates, that the 
good-will they built up in the name of “Johnson” they would be allowed to enjoy. 
True, nobody likes to have his reputation subject to the hazards of another’s con- 
duct ; but there is no suggestion that in fact the defendants have tarnished the 
plaintiff’s name in the minds of those who may think they are buying its goods. 
Again, although the plaintiff may at some future time wish to make cleaning fluids, 
it does not now even intimate such a purpose. We cannot conceive any justifica- 
tion in these circumstances for allowing it to reach a choking hand into a market 
not its own, and to deprive the defendants of an interest, natural and proper 
in its origin, and after sixteen years presumably an important element in their 
business. If Congress really meant to allow every first user of a mark so to 
stifle all excursions into adjacent markets upon showing no more than that con- 
fusion would result, it seems to us that it would have said so more clearly. In 
the case of fabricated marks which have no significance, save as they denote a 
single source or origin of the goods to which they are attached, the first user’s 
right may indeed go so far. The second user can then show no interest of his 
own; and if, as will then appear, his only purpose is to trade on the first user’s 
good-will, it is indeed time to intervene. That situation is polar to this, and we 
do not believe that both have been swept into a common condemnation by the 
language used to create the new federal right. 
Order affirmed. 


CxarK, C. J. (dissenting) : 


In its affirmance of the summary dismissal of the plaintiff's application the 
court has taken a long step in the interpretation and limitation of the new Lan- 
ham Trade-Mark Act; in effect it has cut this Act so extensively heralded by 
sponsoring groups down to a size consistent with the court’s conceptions of public 
policy. While I regard these conceptions highly, I am troubled by the fact that 
the Act is rather clearly the expression of contrary views vigorously held by per- 
sons and groups who were able to exercise a persuasive influence in the halls of 
Congress during its long period of germination. That other interests, those of 
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consumers, for example, may have been more imperfectly represented there does 
not seem to me to lessen our problem, for we must take the legislative process as 
we find it, not as we wish it might be. The question seems to me, therefore, a 
vastly important one as to the relations of court and legislature; and I am indeed 
sorry that it is left with only a statement of the court’s policy views as full justifica- 
tion for the narrowing interpretation. For some time I have been urging my 
colleagues to a consideration of the impact of the new legislation™; but I must 
confess now to a feeling of frustration that discussion, when had, is thus limited. 

It may be that when a court feels a responsibility to curtail the possible scope 
of undesirable legislation, the best thing it can do is to rest its case straightfor- 
wardly on policy grounds without getting involved in the views expressed by the 
legislative proponents. Even if we concede as much, I still think it extremely 
desirable to await the full telling of the story, rather than to bar the way sum- 
marily at the beginning.” As it stands, it must be assumed that the new legisla- 
tion affords no relief, though all the allegations of the plaintiff be accepted in 
full. This is a pretty extensive position and may well be unnecessary ; a hearing 
of the facts might show that the plaintiff had a somewhat exaggerated view of its 
own grievances. And if they are true as stated, it still is not clear but that some 
additional remedies, perhaps not as much as are asked for, might be devised which 
would make a better adjustment of the troublesome situation between these 


parties." Whatever may be the law, we cannot be very happy at a decree which, 


on the plaintiff’s allegations, has proven completely stultifying in that it takes 
away with one breath what it appears to grant by way of relief on another. Sum- 
mary disposition of the case is a repudiation of any attempt to find a real or work- 
able remedy for an adjudicated wrong.” 

Since I am in very real doubt as to how strict should be the interpretation 


28. As in Best & Co. v. Miller, 2 Cir., 167 F. 2d 374, 378 [38 T. M. R. 543], and see also 
California Apparel Creators v. Wieder of California, 2 Cir., 162 F. 2d 893, 900, 901, 174 A. L. R. 
481 [37 T. M. R. 558], certiorari denied 332 U. S. 816, and LaTouraine Coffee Co. v. Lorraine 
Coffee Co., 2 Cir., 157 F. 2d 115, 118, 119 [36 T. M. R. 271], certiorari denied 329 U. S. 771. 

29. See L. Hand, J., dissenting in California Apparel Creators v. Wieder of California, 
supra. The fact that I think this is an inappropriate case for a summary judgment does not, 
however, signify disapproval of the salutary principle of the rule itself, F. R. 56—as distin- 
guished from some of the restrictive judicial glosses put upon it. See my article in 15 Brooklyn 
L. Rev. 1, 9, also 48 Col. L. Rev. 780; 45 Col. L. Rev. 964; 61 Harv. L. Rev. 375; 55 Yale L. J. 
810; 34 A. B. A. J. 187. 

30. Thus plaintiff desired to introduce evidence of an extensive survey showing the wide- 
spread acceptance by housewives of plaintiff as the producer of defendants’ product, notwith- 
standing the operation of the injunction previously entered herein. 

31. The defendants’ label, which is here fully approved, does appear to be quite similar to 
the plaintiff’s; it would not seem out of the way now to order changes which would tend to 
compel dissimilarity. Among points which might be considered are the similar yellow back- 
ground (not directly touched upon in the injunction), the emphasis here permitted the defend- 
ants to emphasize a company, “Johnson Products Company,” as is the plaintiff, rather than a 
collection of individuals, as are the defendants, and the substantial nonreadability of the loca- 
tion, “Buffalo, N. Y.,” by reason of its position in the oval lettering on the right side reading 
from the bottom up on the label. 

32. Thus, in accepting the finding below of confusion among the plaintiff’s customers caused 
by the defendant’s use of the name we said: “We should have so found ourselves; and indeed 
the testimony leaves no doubt that, while he did not actively instigate his employees to mislead 
customers, the defendant instructed them not to undeceive any who were already misled and 
take advantage of their confusion.” 116 F. 2d 427, 429. 
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of the new Act, I shall not try here to advance a definitive interpretation in con- 
trast with that stated in the opinion, but only to suggest the questions which arise 
in my mind. As is pointed out, the Lanham Act certainly made extensive and 
far-reaching changes in the law of trade-marks as a whole, some of which 
are cited. In this particular connection it substituted for the definitely restric- 
tive language of the older Act limiting infringing sales to those of goods which 
were “substantially of the same descriptive properties as those set forth in the 
registration” a broad recovery for a use “likely to cause confusion or mistake or 
to deceive purchasers as to the source or origin of such goods or services.” 15 
U. S. C. A. § 1114(1). These broadening provisions, twice stated in this sub- 
section, seem quite consistently carried out through the Act.** Having in mind 
the well-known intent of the sponsors to broaden trade-mark protection, they 
would seem to point strongly to a definite plan to grant recovery wherever a 
mark is “intended to be used to cause confusion or mistake or to deceive pur- 
chasers,” to quote the concluding words of the subsection. In fact, it appears to 
be substantially conceded that the literal reading is that way; but it is held that 
this reading must be rejected for two reasons. The first, which is little stressed, 
is not overclear to me; it seems to be that just as the 1905 Act was designed 
to bring the law up to that date, so this 1946 Act is designed to bring the law up 
to the 1946 date. But unfortunately there does not appear to be a quite clear 
law of 1946, as I fear those who have struggled with our decisions such as 
Triangle Publications v. Rohrlich, 2 Cir., 167 F. 2d 969 [38 T. M. R. 516, 657], 


compared with Best & Co. v. Miller, 2 Cir., 167 F. 2d 374 [38 T. M. R. 543], 
certiorart denied 335 U. S. 818, will understand. Moreover, this assumes what 
is set out to be proven and what is contrary to the professed desire of the protago- 
nists, namely, that the Act was intended only as declaratory of existing law. The 
argument which is really stressed, however—“the strongest possible reason for 
not reading the language literally”—is the argument of policy already forecast in 
certain previously existing authorities.” 


33. Thus, see inter alia, the provisions as to registrable trade-marks, 15 U. S. C. A. § 
1052(d) (denying registration to a mark so resembling a registered mark “as to be likely, when 
applied to the goods of the applicant, to cause confusion or mistake or to deceive purchasers”— 
a provision which needs to be read in its entirety for its full impact) ; § 1064(c) (cancellation 
of registration) ; § 1066 (interference) ; § 1115(b) (the defense of invalidity of the mark); 
the intent of the Act stated in § 1127; and the broad action for false description or representa- 
tion of goods generally given in § 1125(a), referred to in California Apparel Creators v. 
Wieder of California, supra, 162 F. 2d 893, at pp. 900, 901, footnote 12 [37 T. M. R. 558]. 

34. It should be noted, however, that there is strong authority for what is called the “federal” 
rule or is “popularly known as the Hand Doctrine” from its original impulse in the Second 
Circuit (Cf. Lunsford, op. cit. infra, 35 Va. L. Rev. 214, 217) that relief will be granted as 
between noncompeting goods if there is confusion as to the source. Thus, see e.g., Standard 
Brands v. Smidler, 2 Cir., 151 F. 2d 34 [35 T. M. R. 277], the analysis by Judge Yankwich in 
Sunbeam Corp. v. Sunbeam Lighting Co., D. C. S. D. Cal., 83 F. Supp. 429, of Ninth Circuit 
cases, including Stork Restaurant v. Sahati, 9 Cir., 166 F. 2d 348 [38 T. M. R. 431], the effect 
given by Judge Wyzanski to the new Massachusetts statute, Stat. 1947, c. 307, in Food Fair 
Stores v. Food Fair, D. C. Mass., 83 F. Supp. 445, and the extensive collection of cases in the 
annotation to Lady Esther, Ltd. v. Lady Esther Corset Shoppe, 317 Ill. App. 451, 46 N. E. 2d 
165, 148 A. L. R. 6, at 12, 36-39, 48, 53-92. And this appears to be the view of a great many 
commentators; thus, in addition to the articles hereinafter cited, see the authoritative statement 
in 3 Restatement, Torts, §§ 730, 731, 1938. Some commentators speak specifically of the Act 
as a codification of this rule of law. 2 Wyo. L. Rev. 66; 26 N. C. L. Rev. 424. For the view 
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Even though the policy stated, the hardship to others and the unjustified 
power given the first user of a mark to preempt new markets, is compelling, yet 
there are countervailing arguments which have appealed to many. This is not a 
monopoly of a natural product or of an invention, but of a name or mark built 
up by judicious advertising. The question is insistently asked why in that case 
it is necessary to permit another to reap the rewards of the diligence and money 
expended by the original exploiter. Here, for example, it is urged, and any devotee 
of the radio knows, that one of the most famous and presumably one of the most 
expensive of the popular evening radio hours has for years advertised the plain- 
tiff’s products. Yoder, The McGees of Wistful Vista, 222 Sat. Eve. Post No. 41, 
pp. 26, 86, 87, Apr. 9, 1949. One can have little doubt that, as the plaintiff offers 
to prove, the original defendant, who has already associated with himself four 
others, one a Johnson, the three others non-Johnsons, is reaping the benefit of 
the plaintiff’s advertising of its own products. The literature heralding and 
explaining the new Act—coming, it must be conceded, mainly from those favor- 
ing the legislation—is already vast and has gone over into nonlegal publications.* 
Criticism of restrictive interpretation of the statute has also begun. Thus the 
well-known case of California Fruit Growers Exchange v. Sunkist Baking Co., 
7 Cir., 166 F. 2d 971 [38 T. M. R. 188], requiring a showing of competitive 
practices, has been the subject of extensive criticism.“ Lunsford, Trade-Mark 
Infringement and Confusion of Source: Need for Supreme Court Action, 35 
Va. L. Rev. 214; Callmann, 38 T. M. R. 304, 308; Note, 48 Col. L. Rev. 648; 
and see also Callmann, False Advertising as a Competitive Tort, 48 Col. L. Rev. 
876; 17 Geo. Wash. L. Rev. 112; 29 B. U. L. Rev. 137; 26 N. C. L. Rev. 424; 
and 22 Temp. L. Q. 301 as to other decisions. Of course in this field we touch 
at once issues of the most highly controversial nature. Thus a different philosophy 
(though without discussion of the effect of the new Act) is ably presented in 
Brown, Advertising and the Public Interest: Legal Protection of Trade Symbols, 
57 Yale L. J. 1165; and see also Zlinkoff, supra note 7. I cite these authorities 


that the recent trend of cases( prior to the Act) has been to restrict the doctrine, see Zlinkoff, 
Monopoly versus Competition: Significant Trends in Patent, Anti-Trust Trade-Mark, and Unfair 
Competition Suits, 53 Yale L. J. 514, 538-541, and Brown, op. cit. infra, 57 Yale L. J. 1165, at 
1193. So which view, if either, does the new Act codify ? 

_ 35. I have cited some of these references in the cases in note 1 supra. See also the discus- 
sion in February, 1949, issue of Fortune, vol. 39, p. 147. Thus Miss Daphne Robert, author of 
The New Trade-Mark Manual, stresses the change in wording from the former Act which is 
here so important and goes on to say flatly of the new Act: “The goods or services need not 
be identical or even remotely related. If it is shown that purchasers are likely to be misled 
by the mark into thinking that the same concern is selling, offering for sale or advertising the 
goods or services of both parties, relief will be granted.” Commentary on the Lanham Trade- 
Mark Act, 15 U. S. C. A. p. 265, at 286 (compare Brown, Book Review, 58 Yale L. J. 511, 
512). This i is the view she takes in her Manual, pp. 162, 163 ‘and i is of course not unusual among 
trade-mark lawyers, e.g., Callman, The “Sunkist” Decision: Trade-Marks at the Crossroads, 
38 T. M. R. 304, 308; also reference in note 7 supra and in the text infra. 

36. But the court there said “the words ‘the same general class of merchandise’ and ‘goods 
of substantially the same descriptive properties’ are facts essential to infringement under the 
1905 Act, and not under the Lanham Act. ” Its actual decision is thus explained: “In any view 
of this case, the record is wholly devoid of any finding, or substantial evidence to support a 
finding, of a likelihood of confusion as to the source of origin, as required to constitute infringe- 
ment under the Lanham Act.” 166 F. 2d 971, 973, 975 [38 T. M. R. 193]. Hence it is not in 
point as to the present case in view of the clear finding supra note 5. 
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not to express agreement now with any of them, but rather to lend point to my 
belief that sooner or later we shall have to accord a more full-dressed hearing to 
proponents of this legislation than we have yet been willing to do. 

I must also express a word of concern about a point of practice, suggested 
somewhat indirectly in the opinion, that there may be some need of permission 
from this court for the filing of the new application by the plaintiff. Under the 
clear-cut provisions of the Federal Rules there seems to me such a complete ab- 
sence of place for any such restriction that I regret the judicial doubt thus im- 
ported into an otherwise clear situation. Perhaps question has arisen because per- 
mission was sought below under F. R. 15(d), and this seemed like seeking to 
amend a pleading in a case in the appellate court ; though even here the functions 
of the appellate court seem properly limited to the judicial review of the judgment 
itself. See Markert v. Swift & Co., 2 Cir., 173 F. 2d 517. But since the case is 
in judgment, the obvious and necessary course is under F. R. 60(b), which in its 
presently amended form gives a complete scheme for relief. Klapprott v. United 
States, 335 U. S. 601. Not only does this not call for appellate permission when 
a case has been affirmed on appeal, but it is obvious that such permission is an un- 
necessary and undesirable clog on the proceedings. An appellate court cannot act 
understandingly under F. R. 60(b) without the necessary record which the pro- 
ceedings in the trial court must supply.” To expect it to grant or withhold per- 
mission in advance is a futility and an obstruction. The rules themselves quite 
carefully show when, if ever, appellate permission is to be sought. See F. R. 
60(a) as amended, and compare also amended F. R. 73(a) and 75(h). 

I would reverse and remand for a hearing of the parties’ evidence. 





CAMPBELL SOUP COMPANY, et aL. v. ARMOUR AND COMPANY 
No. 9813—C. A. 3—May 16, 1949 


Courts—Conriict or LAwS—APPLICABLE LAw 

State law governs unfair competition and infringement of unregistered, common law 
trade-mark. By contrast, patent litigation, admiralty and bankruptcy cases are governed 
by federal law. 

Since state and federal decisions are held to be the same, court finds it unnecessary to 
determine whether state or federal law governs determination of infringement of federally 
registered trade-mark. 

TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

Trade-mark rights are in nature of property rights based on common law and arise 
out of use not registration. 

TRADE-MARKS—MArRKS INCAPABLE OF EXCLUSIVE APPROPRIATION—COLOR 

Color alone may not be appropriated as trade-mark; and mere division of label into two 
bands of background colors held neither distinctive nor arbitrary. 

Color may be an element of a trade-mark if used in combination with other things in a 
distinctive design. 


37. Note also the precise provisions of F. R. 60(b) that a motion thereunder “does not 
affect the finality of a judgment or suspend its operations,” thus rounding out the special and 
separate character of the proceeding, as therein fully described. 
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TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—MarkKs Nor CoNFUSINGLY SIMILAR— 
PARTICULAR INSTANCES 
Armour red and white label, bearing the Armour name and star held not confusingly 
similar to red and white labels of Campbell and Carnation. 


Appeal from Eastern District of Pennsylvania. 

Trade-mark infringement and unfair competition suit by Campbell Soup Com- 
pany and Carnation Company against Armour and Company. Plaintiffs appeal 
from dismissal of complaint. Affirmed. 


Robert T. McCracken and C. Russell Phillips, of Philadelphia, Pa. (Edward S. 
Rogers and William T. Woodson, of Chicago, Ill., and Harry D. Nims, of 
New York, N. Y., of counsel) for appellants. 

Walter J. Blenko, of Pittsburgh, Pa., and William Clarke Mason, George E. 
Leonard, Jr., and Thomas B. K. Ringe, of Philadelphia, Pa. (Frederick R. 
Baird, of Chicago, Ill., Stebbins, Blenko & Webb, of Pittsburgh, Pa., and 
Morgan, Lewis & Bockius, of Philadelphia, Pa., of counsel) for appellee. 


Before Maris, Goopricu and KALopner, Circuit Judges. 
GoopricH, C. J.: 


Campbell Soup Company and Carnation Company joined as plaintiffs against 
Armour and Company. They sought an injunction to stop the use by Armour 
of a red and white label used on some of its food products ; likewise, an accounting. 
The District Court denied relief and the plaintiffs appeal. 

The most difficult point in the case is the determination whether federal or 
state law is to be applied. The parties did not argue this question, perhaps be- 
cause they did not know what to say. We take it up, not because we are in doubt 
what to do in this particular litigation, but to record the fact that we are con- 
scious of this problem. 

A case which involves trade-mark infringement only, without reference to 
the federal statute, is governed by state law. Anheuser-Busch, Inc. v. Dubois 
Brewing Co. — F. 2d — (C. C. A. 3, May 12, 1949). This is perfectly 
logical, for trade-mark infringement is but one phase of the general sub- 
ject of unfair competition. As to this subject, too, state law governs. Pecheur 
Lozenge Co., Inc. v. National Candy Co., Inc., 315 U. S. 666 [32 T. M. R. 194] 
(1942). Whether in such a situation the state conflict of laws rule will depart 
from the general rule of reference to the place of wrong, because of the complica- 
tions involved in such reference in a multi-state tort, remains to be seen.’ The 
tule is clear enough, although the application of it may get bewilderingly com- 
plicated. 

By contrast, patent litigation is a matter for federal statutes and federal de- 
cisions only. There is no common law right of monopoly, and the limited mo- 
nopoly under the federal patent system is both created and controlled by federal 


1. Compare National Fruit Product Co. v. Dwinnell-Wright Co., 47 F. Supp. 499 [32 
T. M. R. 516] (D. C. D. Mass., 1942), with Hartman vy. Time, Inc., 166 F. 2d 127 (C. C. A. 
3, 1948). See Note, 60 Harv. L. Rev. 1314 (1947). 
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law exclusively. Likewise, where there is a constitutional grant of power to 
federal courts, as in admiralty and bankruptcy cases, no one seriously doubts that 
federal courts follow their own course of decision and are not in any way limited 
by state law. 

The situation we have in this case lies between these two clearly settled areas. 
Here we have a claim for unfair competition generally and also a claim for trade- 
mark infringement with reliance upon the federal statute as to registration. The 
unfair competition matter is, as said above, one for state law.* What about the 
trade-mark infringement in this instance? The trade-mark registration statute 
expressly confers jurisdiction on federal courts for litigation arising under it.‘ 
But, on the other hand, federal registration does not create a trade-mark.® The 
trade-mark comes from use, not registration, and the right to it is in the nature 
of a property right based on common law.° When we have an express grant of 
jurisdiction to federal courts to hear and determine a matter which is essentially 
one of state property law, to which precedents do we turn, federal or state? Fed- 
eral courts have, in general, cited and followed their own decisions without, seem- 
ingly, being worried about the choice of law to be made in this instance.’ Per- 
haps that is because federal courts established a good sized body of precedent in 
this field prior to 1938 and we have all been just a little bit slow to realize the 
full impact of Erie Railroad v. Tompkins.® 

We have stated the problem. Fortunately, this litigation does not drive us 
into a corner where we must solve it in order to settle the case. The points on 


2. Federal Trade-Mark Act of 1905, 15 U. S. C. A. § 81 et seq., now replaced by the Lan- 
ham Act of 1946, 15 U. S. C. A. § 1051, et seq. 

3. On the confusion which may arise when infringement is treated as a federal question 
and an unfair competition count is pendent to the infringement count, compare National Fruit 
Product Co. v. Dwinnell-Wright Co., 47 F. Supp. 499 [32 T. M. R. 516] (D. C. D. Mass., 
1942), with Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 [37 T. M. R. 41] (D. C. D. 
Mass., 1947). 

4. 15 U. S.C. A. § 97, now replaced by 15 U. S. C. A. § 1121; 28 U. S.C. A. § 41, now 
Rev. Tit. 28 U. S. C. A. § 1338. 

5. Registration under the 1905 statute is prima facie evidence of ownership of the trade- 
mark. The Lanham Act of 1946 accords certain other advantages to the registrant, ¢.g., prima 
facie validity. 15 U. S. C. A. § 1057(b). See 2, Nims, Unfair Competition and Trade-Marks 
§ 223a (4th ed. 1947). ; 

. . in the United States the exclusive right to the use of a trade-mark has always 
rested and still rests on the common law.” 1 Nims, Unfair Competition and Trade-Marks 
§ 185, p. 511 (4th ed. 1947). A trade-mark is “property” in the sense that it is part of the 
business good will which it symbolizes. See 1, Nims, supra § 198a. 

7. In Pecheur Lozenge Co., Inc. v. National Candy Co., Inc., 315 U. S. 666 (1942), the 
Supreme Court granted certiorari because it thought the issue of the applicable law in in- 
fringement suits was raised in the case. As it turned out, the issue was not raised. However, 
in Mishawaka Rubber & Woolen Co. v. S. S. Kresge Co., 119 F. 2d 316 [32 T. M. R. 42] 
(C. C. A. 6, 1941), rev’d as to measure of damages only, 316 U. S. 203 (1942), the question 
of validity of a registered trade-mark was treated as a matter of federal law. The Courts 
of Appeals which have passed upon this question have applied federal law. Dwinnell-Wright 
Co. v. National Fruit Product Co., 140 F. 2d 618 [34 T. M. R. 128] (C. C. A. 1, 1944); Time, 
Inc. v. Viobin Corp., 128 F. 2d 860 [32 T. M. R. 422] (C. C. A. 7, 1942), cert. denied 317 
U. S. 673 [32 T. M. R 493]; Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663 (C. C. A. 7, 
1943). The case for applying federal law in this field is fully and persuasively stated in 
Zlinkoff, Erie v. Tompkins: In Relation to the Law of Trade-Marks and Unfair Competition, 
42 Col. L. Rev. 955 (1942). See also Note, 60 Harv. L. Rev. 1315 (1947), recommending 
legislation to make the substantive question a federal one under the commerce power. 


8. 304 U. S. 64 (1938). 
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which we make our determination are not, we think, subject to serious dispute. 
We find no difference between state and federal decisions and we are not, there- 
fore, driven to the microscopic examination of state decisions for the last dictum 
which will assist us to find and apply state law. 

It is worth the space involved to call attention to just what it is the plaintiffs 
claim. Their suit here is based solely upon their claimed exclusive right to the 
use of red and white in packaging their food products. While their registration 
describes the red over white as a rectangular design, when the colors appear on 
their packages they appear in the form of an endless band which runs around the 
entire container. The Campbell red is not the same as the Carnation red. In- 
deed, the Carnation red is not the same on all of its products, according to the 
sample labels offered in the plaintiffs’ exhibits. The red used by Armour is a 
specially blended color. The usual Armour label is white over red instead of red 
over white, as the plaintiffs use the colors, but in some cases Armour uses the red 
and white bands vertically. 

What the plaintiffs are really asking for, then, is a right to the exclusive use 
of labels which are half red and half white for food products. If they may thus 
monopolize red in all of its shades the next manufacturer may monopolize orange 
in all its shades and the next yellow in the same way. Obviously, the list of colors 
will soon run out. 

That a man cannot acquire a trade-mark by color alone has been stated a good 
many times in decisions and textbooks.° 

The rule is well stated in James Heddon’s Sons v. Millsite Steel & Wire Works, 
128 F. 2d 6, 9 [32 T. M. R. 413] (C. C. A. 6, 1942) : 


Color, except in connection with some definite arbitrary symbol or in association 
with some characteristics which serve to distinguish the article as made or sold by a 
particular person is not subject to trade-mark monopoly. 


In Diamond Match Co. v. Saginaw Match Co., 142 F. 727, 729 (C. C. A. 6, 
1906), the following language appears which is particularly appropriate here: 


Sometimes a color, taken in connection with other characteristics, may serve to dis- 
tinguish one’s goods, and thus be protected by the courts . . . .; but, as a rule, a color 
cannot be monopolized to distinguish a product. . . . 

The primary colors, even adding black and white, are but few. If two of these colors 
can be appropriated for one brand of tipped matches, it will not take long to appropriate 
the rest. 


And in an earlier suit by Carnation’s predecessor, the Washington Supreme 
Court said, Pacific Coast Condensed Milk Co. v. Frye & Co., 85 Wash. 133, 147 
Pac. 865, 869 (1915): 

The primary colors are few, and as the evidence shows those suitable for light prod- 


ucts, such as milk, are even more limited. To allow them to be appropriated as distin- 
guishing marks would foster monopoly by foreclosing the use by others of any tasty dress. 





9. See, e.g., Leschen Rope Co. v. Broderick, 201 U. S. 166 (1906) ; Samson Cordage Works 
v. Puritan Cordage Mills, 211 Fed. 603 (C. C. A. 6, 1914); James Heddon’s Sons v. Millsite 
Steel & Wire Works, 128 F. 2d 6 [32 T. M. R. 410] (C. C. A. 6, 1942); 1 Nims, Unfair 
eS) and Trade-Marks § 210b 2 Callmann, Unfair Competition and Trade-Marks § 
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Plaintiffs cite to us a number of cases, however, in which various color combi- 
nations as trade-marks have been upheld.” Here, too, the law is well settled. 
Color is a perfectly satisfactory element of a trade-mark if it is used in combi- 
nation with a design in the form, for example, of a picture or a geometrical figure. 
The Barbasol case is typical." Here was a package using several colors but in a 
distinct and arbitrary design. The mere division of a label into two background 
colors, as in this case, is not, however, distinct or arbitrary, and the District Court 
so found. 

When we say that plaintiffs cannot have exclusive right to a trade-mark of 
a red and white label, we are by no means denying their right to acquire a trade- 
mark when the color is combined with other things in a distinctive design. As a 
matter of fact, the distinctiveness of plaintiffs’ packages does not depend upon 
color alone, although each has been granted registration of a trade-mark described 
in terms of color. Each has its name in one of the color bands in a uniform and 
specified type of script. Each has a very distinctive design on its label. Carnation 
has a small bouquet of carnation flowers. Campbell has a medallion of individual 
design. Armour, too, does not depend upon color alone. It uses different colors 
with different products and each has the Armour name in an individual type of 
script accompanied by the star which it says has been the mark of its goods over 
many years. In denying the plaintiffs the exclusive use of color alone we are not 
passing upon the question whether they have acquired trade-marks entitled to 
protection in the sum total of the combinations which make up their respective labels 
for their goods. 

Finally, there was no unfair competition. Certainly there was not the slight- 
est evidence that Armour passed off its goods as those of the plaintiff. The Trial 
Judge found as a matter of fact that “no intelligent purchaser using reasonable 
care would be confused as between the goods of either plaintiff.”"* There was 


10. Those relied upon most heavily are: Barbasol Co. v. Jacobs, 160 F. 2d 336 [37 T.. M. R. 
135] (C. C. A. 7, 1947) ; Mumm Champagne v. Eastern Wine Corp., 142 F. 2d 499 [34 T. M. R. 
196} (C. C. A. 2, 1944), cert. denied 323 U. S. 715 [34 T. M. R. 361] (1944); Winthrop Co. 
v. American Pharmaceutical Co., 94 F. 2d 587 (C. C. A. 2, 1938) ; Straus v. Notaseme Hosiery 
Co., 240 U. S. 179 (1916) ; O’Connell v. National Water Co., 161 F. 545 (C. C. A. 3, 1908); 
Ohio Baking Co. v. National Biscuit Co., 127 F. 116 (C. C. A. 6, 1904), cert. denied 195 U. S. 
630 (1904); Bass, Ratcliff and Gretton, Ltd. v. Feigenspan, 96 F. 206 (C. C. N. J. 1899). 
Each illustrates on its facts the importance of a distinct and arbitrary design which includes 
color in its total effect. Color is only one element in the similarity of the marks held to have 
infringed. 

i Barbasol Co. v. Jacobs, 160 F. 2d 336 [37 T. M. R. 135] (C. C. A. 7, 1947). The 
Barbasol case, Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 119 F. 2d 316 
[32 T. M. R. 42] (C. C. A. 6, 1941), rev’d as to measure of damage only, 316 U. S. 203 
(1942), and Pro-phy-lac-tic Brush Co. v. Abraham & Straus, Inc., 11 F. Supp. 600 [25 T. M. R. 
382] (D. C. E. D. N. Y., 1935), give the broadest support to color designs as trade-marks 
which we found in the cases. All are distinguishable. In the Barbasol case, the color design 
was distinct and arbitrary. In the Mishawaka case, the dispute concerned a rubber heel whose 
distinguishing feature was a red dot. The registrant was protected against other manufac- 
turers who used the red dot on heels. The few ways in which one rubber heel may be marked 
to distinguish it from another, and the obvious similarity in overall appearance of the 
products there in question distinguish that case from this. The Pro-phy-lac-tic case involved 
the copying of the plaintiff’s yellow container and the word “Pro-phy-lac-tic” in the same red 
script. The combined effect of color, design and wording in that case is apparent, and dis- 
tinguishes it from the present case. 

12. In this he was fully within the rule as laid down in Strehmann Bros. Co. v. Manbeck 
Baking Co., 331 Pa. 96, 200 Atl. 97 (1938). 
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considerable evidence on this point of confusion and the record is full of reports 
of a series of tests conducted in different retail stores. We are satisfied with the 
fact conclusion of the Trial Judge on this point. 

A number of other points have been raised in the presentation of this appeal. 
We do not deem it necessary to go into them and our failure to do so is not an 
indication that we disagree with the District Court upon them. We think that 
what is said above is sufficient to show that the decision below was correct. 

The judgment of the District Court will be affirmed. 





SYNCROMATIC CORP. v. EODREKA WILLIAMS CORP. 
No. 9741—C. A. 7—May 16, 1949 


TRADE-MARKS—MaArKsS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Oil-O-Matic” held a coined mark and not descriptive of oil burning heaters. 
CouRTS—PLEADING AND PRACTICE—PRIOR PROCEEDINGS 
Prior adjudication by Court of Customs and Patent Appeals that marks of the parties 
were not so confusingly similar as to bar plaintiff’s registration held not decisive of in- 
fringement issue here. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Essence of wrong in trade-mark infringement case consists in sale of one man’s goods 
as and for those of another by means of unauthorized use or colorable imitation of trade- 
mark. 
In determining question of infringement, the marks should be viewed as a whole. 
Test is whether ordinary purchasers buying with ordinary caution would be likely to be 
misled. 
TrRADE-MARKS—Marks Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Syncromatic” held not confusingly similar to “Oil-O-Matic”, used on similar goods. 


Appeal from Southern District of Illinois. 

Declaratory judgment suit by Syncromatic Corporation against Eureka Wil- 
liams Corporation, in which defendant counterclaimed. Defendant appeals from 
judgment for plaintiff. Affirmed. 


Ira Milton Jones, of Milwaukee, Wis., and Harold G. Baker, of East St. Louis, 
Ill., for plaintiff. 

E. J. Balluff, of Detroit, Mich., and Warren C. Horton, of Chicago, IIl., for de- 
fendant. 


Before Major, Chief Judge, KERNeER, Circuit Judge, and LinpLey, District 
Judge. 


Lin ey, D. J.: 


Plaintiff brought this action for a declaratory judgment enjoining defendant 
from accusing plaintiff of infringement of defendant’s registered trade-mark 
“Oil-O-Matic” and from threatening suit for such infringement by sales of oil 
burners bearing the word “Syncromatic,” plaintiff's registered trade-mark. De- 
fendant filed a counterclaim charging infringement of its trade-mark by plain- 
tiff’s sales of burners bearing the latter’s trade-mark. The District Court found 
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that “Syncromatic” does not infringe ‘“Oil-O-Matic,” granted the relief sought by 
plaintiff and dismissed the counterclaim for want of equity. This appeal fol- 
lowed. Defendant urges that the trial court erred in failing to find infringement 
and in ruling upon evidence. 

Both plaintiff and defendant manufacture oil burning heaters. Defendant 
is the older and registered its trade-mark first in 1926. The mark is coined and 
is not descriptive of a product. Defendant’s business has been prosperous, due 
apparently largely not only to the high character of its product but also to exten- 
sive advertising and to an efficient dealer organization. Plaintiff originally manu- 
factured air-conditioning devices but later expanded its products to include liquid 
burning heating apparatus. In 1935 it applied for registration of its trade-mark 
“Syncromatic.” Defendant contested the application and the examiner sustained 
the opposition. Upon appeal, the Court of Customs and Patent Appeals, in 109 
F. 2d 748, ruled that the marks “Syncromatic” and “Oil-O-Matic” were not so 
confusingly similar as to bar plaintiff’s registration. Plaintiff at that time, ap- 
parently, was manufacturing only air-conditioning apparatus. Its registration 
became effective March 28, 1940. The adjudication of the Court of Customs and 
Patent Appeals, of course, is not decisive of the issue of infringement presented 
here. John Morrell & Co. v. Doyle, 97 F. 2d 232 [28 T. M. R. 286] (C. A. 7). 

Plaintiff's manufacture of articles competitive with defendant began in 1941. 
Its manufacture of oil burners, specifically, followed in 1946. Defendant first 
complained of plaintiff’s use of its mark in 1945. 

Infringement of a trade-mark consists in the unauthorized use or colorable 
imitation of it upon substituted goods of the same class as those for which the 
mark has been appropriated. The essence of the wrong consists in the sale 
of the goods of one manufacturer or dealer as and for those of another by 
means of such trade-mark. It is only when this false representation is directly 
or impliedly made that relief will be granted. 

The two marks should not be examined with a microscope to detect minute 
differences but, on the contrary, should be viewed as a whole. Nims, Unfair 
Competition and Trade-Marks (4th Ed. 1947). It is a fallacy to break the fag- 
got stick by stick. Joseph Schlitz Brewing Co. v. Houston Ice & Brewing Co., 
250 U. S. 28, 39 S. Ct. 401. Both of the words involved here are coined expres- 
sions. To the ear and sight they are entirely different. ‘“Syncromatic” is written 
as one word. If we divide it, it naturally becomes “Syncro” and “Matic.” De- 
fendant’s mark is written in three divisions, “Oil,” ““O” and “Matic,” separated 
by hyphens thus, “Oil-O-Matic.” The only similarity in the two lies in their 
termination, “‘Matic.” Before this suffix in plaintiff’s mark appears “Syncro” ; in 
defendant’s, “Oil-O.” Thus they differ phonetically and in appearance. The 
suffixes of the marks obviously are identical but just as obviously the prefixes 
are quite dissimilar, so much so in fact as, on the face of the record, to make the 
marks as a whole clearly and easily distinguishable when applied to an apparatus 
of the character involved here. They are no more confusedly alike than “day- 
time” and “night-time” or “white man” and “red man.” Examples of similar lack 
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of confusion might be cited innumerably. Inasmuch as the marks do not look 
or sound alike there is no infringement. 

It seems clear to us that no ordinary purchaser buying with ordinary caution 
would be likely to be misled. McLean v. Fleming, 96 U. S. 245 at 251. To adopt 
and use the “Oil-O-Matic” trade-mark upon a household apparatus and to for- 
bid all other parties from using any trade-mark having the ending “Matic” on 
any device in the same field carried to its logical conclusion would prevent all 
others from associating with any similar device the suffix “Matic.” To state such 
a proposition, it seems to us, is to demonstrate its untenability. Thus in Willams 
Oil-O-Matic Heating Corp. v. Bliss, 54 F. 2d 430, the Court of Customs and 
Patent Appeals held that the trade-mark ‘““Theromatic” was not confusingly simi- 
lar to “Oil-O-Matic.” We conclude that the evidence could support only the 
conclusions reached by the trial court. 

Nor do we think that reception and consideration of the proffered expert 
testimony would change the result. Defendant produced no evidence of actual 
confusion between the two marks but offered to prove by so-called experts their 
opinion that the marks are confusingly similar. Irrespective of whether the 
court properly excluded this evidence, for the reason that it usurped the province 
of the trial court or for other proper reason, its inclusion in the record would not 
have justified any conclusion other than the one reached. Hence, the error, if 
any, a question we do not reach, was entirely harmless. 


Inasmuch as the record reflects no clearly erroneous action upon the part of 
the District Court, the judgment is affirmed. 


ANHEUSER-BUSCH, INC. v. DuBOIS BREWING CO. 
No. 9527—C. A. 3—May 12, 1949 


Courts—ConFiict or LAws—APPLICABLE Law 

State law controls in case of infringement of common law trade-mark. 

Federal law governs question whether equitable remedy is to be granted by federal 
court; Pennsylvania and federal decisions held in full accord. 

TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 

One of principal issues presented is whether plaintiff established its common law right 
to the name “Budweiser” as its exclusive trade-name. 

Whether “Budweiser” acquired secondary meaning held unnecessary to decide by 
majority because plaintiff would be denied relief here even if “Budweiser” does have 
secondary meaning. 

TRADE-MARK INFRINGEMENT—DEFENSES—T YPE NAMES 

Defendant’s defense that “Budweiser” is name of type of beer held not sustained by 

record either as to common parlance or in brewing circles. 
TRADE-MARK INFRINGEMENT—DEFENSES—EFFECT OF LACHES 

Both federal and Pennsylvania law held settled that mere laches may bar an account- 
ing but would not bar injunctive relief against fraudulent infringer. 

Members of court disagree on whether plaintiff’s failure to act constituted only laches; 
majority holds plaintiff has been grossly remiss. 
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TRADE-MARK INFRINGEMENT—DEFENSES—ACQUIESCENCE AND ESTOPPEL 

Plaintiff held estopped by long delay in reinstituting suit and to have acquiesced in de- 
fendant’s use of mark. 

Defendant held to have changed its position in reliance upon plaintiff’s inaction. 

CourTS—FEDERAL APPELLATE PROCEDURE—EFFECT OF TRIAL Court’s FINDINGS 

Trial Court’s announced conclusion that from the beginning defendant’s use of “Bud- 
weiser” and “Bud” has been with knowledge of plaintiff’s rights and with fraudulent intent 
to confuse and deceive the public and to enable defendant’s product to be passed off as and 
for plaintiff’s product if based upon findings of fact not clearly erroneous would settle prob- 
lem on this appeal. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PROOF OF FRAUDULENT INTENT—PAR- 
TICULAR INSTANCES 

Defendant’s mere knowledge of plaintiff’s prior use of mark held not to constitute initial 
fraud, particularly if mark is being used by third parties and where Patent Office attorneys 
for plaintiff’s predecessor had argued in 1886, in response to Office action, that no one could 
have exclusive rights to mark. 

Awareness of business possibilities of a name is not persuasive proof that the choice of 
it was with fraudulent intent. 

Defendant’s advice to dealers that customers ordering “Budweiser” could be served 
defendant’s product, though trial court held that term had acquired secondary meaning 
identifying plaintiff’s products, held not fraudulent where defendant “reasonably believed it 
had the right to use the word.” 

Tendency of public to mistake defendant’s goods for those of plaintiff, having priority 
in use of name, held not to constitute fraud. 

UnFrair CoMPETITION—BASIS OF RELIEF—PUFFING 

Such remarks as false statements that DuBois Budweiser was the “original,” and that 
the right to use the name had been won in the courts, held “puffing” to which the law at- 
taches no penalty, where made by second comer and in absence of prior adjudication of 
second comer’s rights. 

That the two beers were comparable in quality held “puffing.” 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR IN- 
STANCES 

Where plaintiff is estopped to enjoin defendant’s use of plaintiff’s mark in localized ter- 
ritory, defendant having conducted a localized operation may not extend its use of plaintiff's 
mark to other areas with impunity. 


Appeal from Western District of Pennsylvania. 


Trade-mark infringement and unfair competition suit by Anheuser-Busch, 
Inc. against DuBois Brewing Company. Defendant appeals from judgment grant- 
ing injunction. Reversed. 


Alter Wright & Barron, of Pittsburgh, Pa. (Wallace H. Martin, Minturn de S. 
Verdi, Walter J. Halliday, Marion L. Severn, and Nims, Verdi & Martin, of 
New York, N. Y., Alexander J. Barron and James Milholland, of Pittsburgh, 
Pa., and Shepley, Kroeger, Fisse & Ingamells, of St. Louis, Mo., of counsel) 
for plaintiff. 

Reed, Smith, Shaw & McClay (Elder W. Marshall, John C. Bane, Jr., and Sher- 
man T. Rock of counsel) of Pittsburgh, Pa., for defendant. 


Before GoopricH, MCLAUGHLIN and O’CoNNELL, Circuit Judges. 
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O’ConneELL, C. J.: 


We are called upon to decide whether or not the district court erred in grant- 
ing plaintiff (“Anheuser”) a permanent injunction against the use of the words 
“Budweiser” and “Bud” by defendant (“DuBois”) in connection with beer or any 
similar or related product.* The claim of Anheuser is grounded upon its assertion 
of a common law trade-name.* The parties are in federal court by reason of 
diversity only, and Pennsylvania law controls. 

Two principal issues are presented: (1) Has Anheuser established its com- 
mon law right to the name “Budweiser” as its exclusive trade-name? and (2) if 
so, is Anheuser entitled to an injunction under the circumstances disclosed by this 
record ? 

Certain facts are not in dispute. The name “Budweiser” traces its origin to 
Budweis, also known as Budejovice, a Bohemian town with some reputation for 
the beer brewed there. In 1876, one Conrad, a St. Louis beverage dealer, first 
applied the name to a beer brewed in the United States. 

Conrad obtained a registered trade-mark for “Budweiser” in 1878.5 About 
4% years later, the Anheuser-Busch Brewing Association (“the Association” ) ,* 
manufacturer of this beer for Conrad, was given permission by him to sell with his 
trade-mark such “Budweiser” beer as the Association had on hand. 

In 1886, Conrad registered a second trade-mark for “Budweiser.” Twenty-five 
days later, the Association (predecessor of Anheuser) also applied for a regis- 
tered trade-mark involving a representation of the words “Original Budweiser.” 
The Patent Office rejected the application on the basis of Conrad’s 1878 registra- 
tion. The Association replied that “there is nothing in common between the parties 
in the manner in which they use the words ‘Original Budweiser’ to which words 
no one can have an exclusive right.” The Examiner then declared that “The 
words ‘Original Budweiser’ . . . . are public property and cannot of themselves 
constitute a trade-mark.” The Association eventually was granted registration of 
a trade-mark readily distinguishable in arrangement from Conrad’s. 

In 1891, Conrad sold out to the Association. Between 1891 and 1898, the 
Association sold 785,970 barrels of “Budweiser” beer, with sales continuing to 
grow thereafter, so that in 1905 alone the Association sold the equivalent of 


1. The lower court did not order an accounting because of a prolonged delay by Anheuser 
which we discuss in a later portion of this opinion. Anheuser did not appeal from that deter- 
mination. The opinion of the district court is reported at 73 F. Supp. 338 [37 T. M. R. 664] 
(D. C. W. D. Pa. 1947). 

2. At the outset of the trial in the court below, Anheuser declared that its cause of action 
would not be based upon its trade-marks registered under federal legislation. 

3. In the proceedings, the Patent Office objected to registration of the trade-mark re- 
quested by Conrad, “Budweiser Lager Beer,” because a decision of the Commissioner “pre- 
cludes descriptive matter from being embraced as essentially a part of a registrable trade- 
mark.” Conrad thereafter amended his claim to exclude the word “Lager.” Then the applica- 
tion was granted. 

4. The Anheuser-Busch Brewing Association is the predecessor corporation to Anheuser. 
Although for accuracy this opinion will frequently refer to the Association rather than to 
Anheuser, it is important to note that, in legal effect, the actions of the Association are those 
of Anheuser for the purposes of the case at bar. 
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444,265 barrels; in 1945 Anheuser, its successor corporation, sold the equivalent 
of more than 3,000,000 barrels. 

In the period prior to 1905, the word “Budweiser” was also used by a number 
of other persons to designate their beer. These may be divided into two groups: 
(1) importers selling European beer, who, except during the effective period 
of the 18th Amendment, continued to sell such beer in the United States until 
shortly before trial of the instant case, and (2) persons selling domestic beer, 
who, with one minor exception, were dissuaded, by legal action or otherwise, 
from continuing to use the name. 

In June of 1905, DuBois, owner of a brewery which (until 1945) never has 
sold more than 90,000 barrels of beer annually, began selling some of its beer 
under the name “DuBois Budweiser.” The labels on the bottles were and still 
are vastly different from those of the Association and Anheuser. The record 
amply supports the finding of the court below, however, that DuBois began mar- 
keting “DuBois Budweiser” with full knowledge of the extensive use of the 
word “Budweiser” by the Association. Several months later, DuBois applied for 
a registered trade-mark, in which application, DuBois laid claim to the word 
“Budweiser” for beer, ale, and porter. The Association successfully opposed that 
application. 

After also making timely demand that DuBois discontinue using the name, the 
Association (predecessor of Anheuser) took the controversy to court in Septem- 
ber, 1908, by filing a bill of complaint in the federal court for the Western District 
of Pennsylvania. The bill sought a permanent injunction against the use of the 
word “Budweiser” by DuBois. DuBois filed an answer in due course. In August, 
1909, the Association moved for, and was granted, a discontinuance, to which Du- 
Bois agreed. With that, the controversy remained dormant until the filing of the 
instant complaint in April, 1940. It is not inapposite to note that Anheuser 
and the Association brought nine other suits in protection of the name “Bud- 
weiser” between 1920 and 1939, besides inducing others, without court action, to 
refrain from using “Budweiser” and “Bud,” but that no communication with 
DuBois, formal or otherwise, was had on this subject during that entire period ; 
and that Anheuser and its predecessor Association advertised widely and sold 
“Budweiser” malt syrup, yeast, and near-beer between 1918 and 1932. 

The first issue which arises from these facts is clear-cut. DuBois says the term 
“Budweiser” has always been descriptive of the type of beer which has been 
brewed in the town of Budweis, and that this descriptive name was and is avail- 
able to anybody who wishes to make beer of the type which originally came from 
that community; in short, that “Budweiser” is, like “Pilsener,” a word not sub- 
ject to exclusive appropriation. Anheuser, on the other hand, says that “Bud- 
weiser” is not now, and never has been, used as the name of a type of beer. As 
the background outlined above indicates, both the Association (predecessor of 
Anheuser) and DuBois have taken inconsistent positions in the past, the Asso- 
ciation when pressing for the 1886 registration and DuBois when seeking registra- 
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tion in 1905. The trial judge agreed with Anheuser, in a finding which we think 
is not completely harmonious with other facts he found.® 

This much, however, does seem beyond dispute: (1) Bohemian beer never con- 
tains raw cereal, which is an ingredient of the beer of both Anheuser and DuBois, 
and (2) the town of Budweis was not shown by either litigant to have even manu- 
factured, much less to have been noted for, products such as near-beer which 
the parties marketed during the 20’s under the “Budweiser” label. Actually, the 
conclusion is not strained that both Anheuser and DuBois have adopted a name 
which they deemed advantageous for consumer acceptance of the commodities they 
were offering for sale, just as they would have sought a Scotch name for tweeds 
or a French for wines. 

Much argument has been directed to this question, whether “Budweiser” is a 
descriptive word in the sense that nobody can appropriate it to his exclusive use, 
as was the situation with “Shredded Wheat,” Kellogg Co. v. Nat. Biscuit Co., 305 
U. S. 111 [28 T. M. R. 569] (1938) ; or whether “Budweiser” is a geographical 
term which may and did acquire a secondary meaning as the product of a particular 
manufacturer, as the Supreme Court of Pennsylvania found “Dundee” to be in 
Hartman v. Cohn, 350 Pa. 41, 38 A. 2d 22 [35 T. M. R. 18] (1944). As the 
majority of this court views the facts, the resolving of this interesting question 
is unnecessary, because Anheuser would be denied injunctive relief here even if 
“Budweiser” does have a secondary meaning as the product of Anheuser. Con- 
sequently, we limit ourselves to the observation that, on the whole, we believe 
the “Dundee”’ rationale is that which a Pennsylvania court would apply to this 
record, on the ground that the record does not sustain the DuBois contention that 
“Budweiser” in either common parlance or even brewing circles was denominative 
of a beer which can be prepared and aged only with specific ingredients and accord- 
ing to an undeviable formula. See cases collected at Annotation, 150 A. L. R. 
1067. 

This brings us to the question whether Anheuser is here entitled to injunctive 
relief, if it be assumed arguendo that the word “Budweiser” did acquire a sec- 
ondary meaning as a product of Anheuser. A preliminary problem is whether 
we refer to Pennsylvania or federal authorities. This court has said that whether 
an equitable remedy, as contrasted with a judgment at law, is to be granted is a 
matter for the federal court to decide for itself. See Black & Yates v. Mahogany 
Ass'n, 129 F. 2d 227, 233 [32 T. M. R. 402] (C. A. 3, 1942), cert. denied 317 
U. S. 672 (1942), and Campbell Soup Co. v. Wentz, 172 F. 2d 80 (C. A. 3, 1948). 
On the other hand, the state doctrine of laches was upheld by our decision in 
Overfield v. Pennroad Corp., 146 F. 2d 889 (C. A. 3, 1944), an approach which 
finds support in Guaranty Trust Co. v. York, 326 U. S. 99 (1945). See Annota- 
tion, 148 A. L. R. 139. The problem here, however, is largely academic, as we 
believe the Pennsylvania and federal decisions are in full accord. 


5. For example, the district judge found that the purpose of Conrad was that the beer 
“should be similar in quality, color, flavor, and taste to the ‘Budweiser’ beer then being made 
in Bohemia.” (Emphasis added.) 73 F. Supp. at page 343. Also, the trial judge tended to 
treat “geographic” as being synonomous with “descriptive” in discussing the term. 
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Under both federal and Pennsylvania law, it is settled that mere laches on the 
part of a holder of trade-mark rights would be sufficient to deny him an account- 
ing, but would not necessarily prevent him from obtaining injunctive relief against 
one guilty of fraudulent infringement of the trade-mark. See Klepser v. Furry, 
289 Pa. 152, 159, 137 Atl. 175, 177 (1927), and McLean v. Fleming, 96 U. S. 
245, 257-258 (1877). 

The questions, then, are (a) whether “laches” is the most appropriate term 
which may properly be applied to the inactivity of the Association and Anheuser 
toward DuBois, and (b) whether DuBois was proved to be guilty of fraudulent 
conduct. To prevail, Anheuser needs an affirmative answer to both questions. 
The majority of this court holds against Anheuser on both. 

As to the assiduity of Anheuser: Between 1909 and 1940, without a single 
manifestation to DuBois of disapproval, and with full knowledge of the use of 
the word “Budweiser” by DuBois, Anheuser (and the Association) permitted 
DuBois to continue marketing DuBois Budweiser products. More than that, dur- 
ing the same period Anheuser and the Association did take aggressive action 
against others employing the term “Budweiser” for their commodities. This 
court is unanimous in believing that the excuses which Anheuser has given for 
failure to proceed against DuBois for so long a period of time are patently flimsy 
and may be rejected in toto.° Anheuser (successor to the Association) plainly is 
guilty of at least inexcusable laches. 

The point on which the members of this court disagree is whether the fail- 
ure of Anheuser to act constituted only laches, or whether the defect is more 
fundamental and grave. The majority of this court is of the opinion that the 
conduct of Anheuser falls into the latter category. 

We may start consideration of this issue with acceptance of the doctrine 
that a fraudulent infringer cannot expect tender mercy of a court of equity, 
so that mere delay by the injured party in bringing suit would not bar injunctive 
relief. This doctrine, however, has its limits; for example, had there been a 
lapse of a hundred years or more, we think it highly dubious that any court of 
equity would grant injunctive relief against even a fraudulent infringer. A 
parallel line of reasoning is to be found in statutes of limitations, prescriptions 
and adverse possession rules, and the like. If one deliberately trespassing on the 
land of another and openly claiming it to be his own property can gain title to 
that land over a specified period of time, we know of no compelling reason why 
DuBois, known by Anheuser (and the Association) to be openly claiming owner- 
ship of the word in defiance of the exclusive right asserted by Anheuser, may not 
likewise acquire an immunity to legal process by Anheuser on that score.” Cer- 


6. The excuses are: (1) that DuBois did not object in 1909 to discontinuance of the suit, 
(2) that one of the officers of the Association was ill, and (3) that an era of alcoholic prohibi- 
tion was imminent and became a reality. We emphasize that none of these factors prevented 
Anheuser and the Association from taking vigorous and timely action against other users of the 
word “Budweiser” during that period. As to the discontinuance of the suit, we might add 
that few defendants so relish the trial of a suit against them as to oppose a voluntary dismissal 
of such suit. 

7. A trade-mark is not a right in gross or at large, like a patent or copyright. It is but 
a means for facilitating the protection of one’s good-will. United Drug Co. v. Rectanus Co., 
248 U. S. 90 97-98 (1918). 
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tainly we have found no case in which injunctive relief was granted after an in- 
excusable delay for a comparable period of time. See French Republic v. Saratoga 
Vichy Co., 191 U. S. 427 (1903). In our view, this is not merely a matter of 
laches ; Anheuser has been grossly remiss. 

Moreover, we need not rest our decision upon the time factor alone. In two 
concrete ways Anheuser (and its predecessor Association) has demonstrated 
that to characterize its behavior as lax would be unduly charitable; the filing 
of the 1908 complaint against DuBois and the voluntary dismissal shortly there- 
after, and the defense of its trade-mark right against other alleged infringers 
during the ensuing years. The ability of DuBois to controvert the rights as- 
serted by Anheuser, of course, would be impaired with the passage of time and 
death of some of the key witnesses of DuBois. The conclusion is irresistible that 
the Association feared the outcome of its 1908 suit,* and that the long delay 
prior to the filing of the instant complaint amounted to at least an acquiescence 
in use of the word by DuBois, which Anheuser should be estopped to deny at this 
late hour, if it was not an actual abandonment of the exclusive right as far as Du- 
Bois was concerned. 

In Procter & Gamble Co. v. J. L. Prescott Co., 102 F. 2d 773 at 781 [29 
T. M. R. 105] (C. A. 3, 1939, cert. denied 308 U. S. 557 [1939]), this court 
expressly approved of a statement in Valvoline Oil Co. v. Havoline Oil Co., 211 
F, 189, 195 (D. C. S. D. N. Y., 1913), which we deem particularly apropos to the 
case at bar: “But it cannot be equitable for a well-informed merchant with knowl- 
edge of a claimed invasion of right, to wait to see how successful his competitor 
will be and then destroy with the aid of a court decree, much that the competitor 
has striven for and accomplished—especially in a case where the most that can be 
said is that the trade-mark infringement is a genuinely debatable question.”® This 
same principle was recognized by the Supreme Court of Pennsylvania in Con- 
solidated Home Specialties Co. v. Plotkin, 358 Pa. 14, 30, 55 A. 2d 404, 412 [38 
T. M. R. 218] (1947), when it said, “If the owner of a trade-name acquiesces so 
long in the use of that name or in a name strikingly similar thereto that the 
public has in general become aware of the other’s appropriation of that name 
and is therefore not deceived, such owner may in a proper case be treated as hav- 
ing abandoned his one-time property right in that name.” See also Prince’s 
Metallic Paint Co. v. Prince Manuf’g Co., 57 F. 938, 943-944 (C. A. 3, 1893). 

We have said that Anheuser should be estopped from asserting its claim to 
exclusive use of the word “Budweiser.” Any doubt whether mere prolonged in- 
action of the Association and Anheuser would of itself be sufficient to warrant 
the invoking of this principle is dispelled by the filing and voluntary discontinuance 
of the 1908 suit against DuBois. If the Association did not want to lull DuBois 
into a false sense of security, the Association should have followed up the discon- 


8. In this connection, we note that the 1908 complaint asserted rights under a 1907 trade- 
mark registration of highly dubious validity and that the complaint inaccurately intimated that 
Conrad had coined the term “Budweiser.” 

9. While it is true that fraud was not present in the Procter & Gamble case, we note that 
the infringer did apparently have knowledge of the prior claim in the Valvoline case. 
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tinuance of the suit with some unambiguous action asserting its claim against 
DuBois. 

We are aware that estoppel of Anheuser depends upon a change of position 
by DuBois in reliance upon the misleading representation. We think the record 
does show such change. It is true that the barrel capacity of DuBois has not been 
enlarged ; and obviously DuBois would have a stronger equity if it could show 
that its total production had been increased. Cf. Proctor & Gamble, supra. 
What is equally clear, however, is that DuBois did spend an appreciable amount 
of money in advertising its products, and that DuBois Budwiser had a notice- 
able though minority share of the DuBois output.* Within its localized areas of 
distribution, DuBois, assuredly has acquired over the period of years a good- 
will in the name “DuBois Budweiser” which ought not to be eliminated at the 
instance of a complainant which had led DuBois reasonably to believe that use 
of the name would not be impugned. 

(2) As to alleged fraud of DuBois: The court below announced as a conclu- 
sion of law that “From the beginning, defendant’s use of the words ‘Budweiser’ 
and ‘Bud’ has been with knowledge of the rights of plaintiff and of plaintiff’s 
predecessors, and with the fraudulent purpose and intent of confusing and de- 
ceiving the public and of enabling the defendant’s product to be passed off as 
and for the product of plaintiff.” Were this conclusion based upon findings of 
fact not clearly erroneous, this phase of the case at bar would pose no problem on 
appeal. Upon examination of the record and findings of fact and opinion of the 
court below, however, serious doubts appear. Close analysis of this conclusion is 
desirable. 

(a) As we have already stated, DuBois unquestionably did know of the 
Budweiser marketed by the Association when DuBois Budweiser was introduced 
in 1905. Mere knowledge, of course, does not constitute fraud, particularly when 
the name is being used by a number of other concerns and when the Association 
(predecessor to Anheuser) has declared in a public proceeding that “no one can 
have an exclusive right” to the word. 

(b) The “fraudulent purpose and intent of confusing and deceiving the public” 
has not been proved. In the opinion of the court below is included the remark 
that “one may be pardoned for more than a strong suspicion that the extensive 
advertising and quality of the Anheuser-Busch ‘Budweiser’ were not ignored in 
naming it [DuBois Budweiser].’”” On the other hand, it is clear that others were 
using the name as well; that DuBois made no attempt to copy the Association 
labels ; that, in answer to the 1908 bill of complaint, DuBois asserted that the name 


10. The advertising expenses were $29,783.93 between 1909 and 1919, and $244,836.94 be- 
tween 1933 and 1945. What part of these sums may be allocated to DuBois Budweiser is not 
disclosed by the record. 

11. It has been suggested that DuBois attained more success in barrel than in bottle sales, 
perhaps because it would be easier to pass it off as Anheuser Budweiser. The sales records of 
DuBois do not bear out this contention. Until 1941, the sales figures fluctuated without a dis- 
cernible pattern other than that increase in bottled DuBois Budweiser sales was accompanied 
by decrease in barrel DuBois Budweiser sales, and vice versa. During World War II, both 
barrel and bottled DuBois Budweiser sales measurably increased. 
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was in common usage and could not be exclusively appropriated, just as the 
Association had maintained in 1886; and that the lower court accepted as true 
the testimony that the president of DuBois had visited Germany and there become 
familiar with the beer of Budweis. From the foregoing, we would not assert 
categorically that DuBois remained blissfully ignorant of the possibility that un- 
wary purchasers might buy its product rather than that of the Association; but 
awareness of the business possibilities of a name is not persuasive proof that the 
choice of the name was with fraudulent intent ; 1.e., a conscious effort to woo the 
unsuspecting disciples of the Association products. Although the district judge 
had “more than a suspicion,” he apparently was not prepared, nor are we, to state 
with assurance that there was fraud in the inception. 

(c) The question of fraud therefore resolves itself into the sales campaign 
and methods of the DuBois agents. In general, the representations of DuBois 
can be classified as (a) “puffing” to which the law attaches no penalty’* and on 
which the district court did not rely, and (b) the statement that a customer 
ordering “Budweiser” could be served the DuBois product. As to the latter, if 
DuBois reasonably believed it had the right to use the word—and we have found 
not only that all actions of DuBois have been in conformance with such belief, 
but also that the Association and Anheuser generously contributed to its reasonable- 
ness—such advice is not fraudulent. A different situation would have been pre- 
sented here if Anheuser had been able to produce convincing evidence that Du- 
Bois represented that DuBois Budweiser could be served when Anheuser Bud- 
weiser was ordered. The record certainly establishes that the retailers who were 
offered the DuBois product knew or were told that it was not the “Budweiser” 
of Anheuser. Actually, the lower court here has spelled out “fraud” from the 
fact that the consuming public has experienced some confusion, because of the 
identity of the name. If tendency to mistake by the public were of itself to con- 
stitute fraud, however, fraud would be present in every case and injunctive relief 
would never be denied because of laches. 

We conclude, therefore, that much more persuasive evidence than was here 
adduced would be necessary before we should be prepared not only to overlook 
a course of action of more than thirty years but also to grant injunctive relief. 

A number of other issues have been raised by this appeal, but discussion of 
only one of them is here necessary. As we have indicated, there is ample support 
in the record for the finding of the district judge that the bottles and labels of 
DuBois were and are clearly distinguishable from those of Anheuser. This raises 
the question whether the identity of the trade-name would be a sufficient basis 
for injunctive relief after the lapse of more than thirty years. If federal law be 
the criterion, this issue appears set at rest by Saxlehner v. Eisner & Mendelson 


12. Into this category fall such remarks as that DuBois Budweiser was the “original,” 
that the right to use the name had been won in the courts, and that the two beers were com- 
parable in quality. 

_13. We believe no weight can be attached to the fact that the DuBois product was in- 
voiced occasionally as “Budweiser” or “Bud.” Such shorthand methods of identification never 
were intended by DuBois or construed by the purchasers to mean that DuBois was asserting 
a right to the word “Bud” or that the product of Anheuser was being supplied. 
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Co., 179 U. S. 19 (1900), and French Republic v. Saratoga Vichy Co., supra. 
In the Saxlehner case, the Supreme Court of the United States did grant an in- 
junction against confusingly similar labels but refused to enjoin the use of the 
name, when the original user had been guilty of twenty years of inaction and 
the copying of the labels demonstrated an attempt by the infringer to pass off 
his product as that of the original user. In the French Republic case, the court 
likewise refused to enjoin the infringer from using the word “Vichy” because 
the original user had delayed taking action for thirty years and because the labels 
were dissimilar. Comparing the prolonged delay, the distinctive labels, and the 
fragile evidence of fraud in the case at bar with the facts of the Saxlehner and 
French Republic cases, we think the same result would be demanded if federal law 
were controlling. Although Pennsylvania courts appear not to have passed upon 
this particular question, the language hereinbefore quoted from Consolidated Home 
Specialties Co. v. Plotkin, supra, indicates that, as usual in the law of unfair 
competition, Pennsylvania would adhere to the federal view. See Gum v. Gum- 
makers of America, 136 F. 2d 957, 960 [33 T. M. R. 381] (C. A. 3, 1943). 
Accordingly, we believe that a court of equity should refrain from interfering 
with the status quo. The parties should be left in the same situation as they were 
on April 20, 1940, the date of filing of the instant complaint. Anheuser has 
permitted DuBois to conduct a localized operation over so long a period of time 
that it would be inequitable to compel DuBois to surrender use of the name at 
this time. By the same token, DuBois, having confined the sale of its DuBois 


Budweiser product to localized territory, should not expect to extend its use of 
that name to other areas with legal impunity. 
For the reasons stated, the decree of the lower court will be reversed. 


GoopricH, C. J., dissenting: 


The disagreement among the members of the Court is confined to the point 
whether the plaintiff has lost its claim to equitable relief because of its laches. 
Its period of sleeping on its rights nearly doubles Rip Van Winkle’s famous siesta. 
Nor do I find, any more than the majority finds, excuse for the delay either in the 
fact that the discontinuance of the 1908 lawsuit was with the defendant’s consent 
nor in the fact that the prohibition tide was rising. It is agreed that the plaintiff 
has shown no excuse for its long delay in suing. 

But that is not the end of the story. It is perfectly clear in the Pennsylvania 
decisions, the federal decisions and the text books that a mere lapse of time is 
not sufficient to constitute laches."* There must be something else. We must, there- 


_14. In Klepser v. Furry, 289 Pa. 152, 159, 137 Atl. 175, 177 (1927), the court said: “In 
suits for unfair competition or infringement it is well settled that mere laches in the sense of 
delay to bring suit does not constitute a defense. Such laches may bar an accounting for past 
profits, but will not bar an injunction against a further continuance of the wrong.” See Con- 
solidated Home Specialties Co. v. Plotkin, 358 Pa. 14, 55 A. 2d 404 [38 T. M. R. 218] (1947); 
Juan F, Portuondo Cigar Mfg. Co. v. Vincente Portuondo Cigar Mfg. Co., 222 Pa. 116, 70 
Atl. 968 (1909) ; Saxlehner v. Eisner, 179 U. S. 19 (1900) ; Menendez v. Holt, 128 U. S. 514 
(1888) ; McLean v. Fleming, 96 U. S. 245 (1877); 2 Nims, Unfair Competition and Trade- 
Marks § 409 (4th ed. 1947) ; 2 Callman, Unfair Competition and Trade-Marks § 87.3 (1945). 
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fore, go further in seeing what has happened to the parties during these thirty- 
five years of delay. The record shows testimony, epitomized in findings of fact, 
that the plaintiff sold 23,000,000 cases of “Budweiser” near-beer from 1920 to 
1933. It sold over 21,000,000 pounds of bulk and canned malt syrup under the 
“Budweiser” mark. From repeal in 1933 through 1946 the barrel equivalent of 
the plaintiff’s beer sold was 30% million barrels. Since repeal and through 1946, 
the plaintiff has spent over $25,000,000 in advertising its beer, and the majority 
of that amount has been spent in advertising “Budweiser” beer. This, and 
cumulative evidence of a similar sort, adds up to the conclusion that the plain- 
tiff has actively and successfully promoted sales of beer and malt products under 
the brand of “Budweiser” continuously since 1905 and has attained great success 
therein. 

Defendant’s sales prior to prohibition under the label “Budweiser” were small 
and limited to the northern territory of Pennsylvania and Buffalo, New York. 
Defendant’s brewery was a small brewery and has remained so. Its barrel ca- 
pacity has not been changed since before 1909. Prior to the present suit the beer 
labeled “DuBois Budweiser” was only a fraction of the total beer this brewery 
brewed. The figures are as follows: the bottle beer labeled ““DuBois Budweiser” 
ran from less than 8% in 1923 to less than 12% in 1939, while the draught beer 
sold as “DuBois Budweiser” ran from less than 8% in 1933 to less than 30% 
in 1939. 

I think this evidence is highly significant. It certainly shows that the defend- 
ant did not change its position and spend money, relying upon the plaintiff's lack 
of continuing pressure to stop the use of the name “Budweiser.” It shows that 
the defendant having jumped on the runners of the plaintiff’s bobsled in 1905 
has continued to ride without effort since. There is no element of unfairness, there- 
fore, involved in forcing the defendant to stop the use of the term since he has not 
spent money or otherwise committed himself. Indeed, it is interesting to note 
that while the defendant’s net sales in 1946 amounted to $1,862,174.16, its ad- 
vertising expenses were less than $20,000. 

In connection with laches the question of defendant’s fraud is material. The use 
of this term has caused confusion through lack of clarity in what is meant by 
fraud. It is often said that the intentional use of another’s trade-mark is a 
fraud."* Then it is said that fraud prevents the operation of the defense of 
laches.*° It is quite clear that if these propositions are taken together, without 
explanation, the defense of laches would not be available except in cases where 
the defendant had not known that he was using the plaintiff’s mark. 

I take it that what is really meant in talking about fraud and laches is that if 
the defendant is using the plaintiff’s trade-mark to secure the substitution of 
his goods for those of the plaintiff, this type of confusion will make the laches 
defense unavailable. But it is to be noted that the defendant’s bottled beer bears 


15. Consolidated Home Specialties Co. v. Plotkin, 358 Pa. 14, 55 A. 2d 404 [38 T. M. R. 
218] (1947) ; Menendez v. Holt, 128 U. S. 514 (1888). 

16. Saxlehner v. Eisner, 179 U. S. 19 (1900). See 2 Nims, Unfair Competition and Trade- 
Marks § 409 (4th ed. 1947) ; 2 Callman, Unfair Competition and Trade-Marks § 87.3 (1945). 
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a distinctive label and neither now nor earlier has it been labeled to look like the 
plaintiff’s bottled beer. 

But there is further testimony. I agree with the Trial Judge that “Some of it 
may be subject to the severe criticism visited upon it by defendant’s counsel, 
but not all of it.” He points out, in his opinion following the findings of fact, 
that agents of the defendant seeking retailers as customers, “were likely to, and 
in some cases have, suggested such substitution as possible to their proposed cus- 
tomers.” The substitutions were substitutions of “DuBois Budweiser” beer 
for the plaintiff’s “Budweiser” when “Budweiser” was called for. Such substi- 
tution is hard to effect, except with a very unwary customer, when bottled 
beer is called for and when the labels are dissimilar as here. But it is very easy 
to do in selling draught beer over the bar where taps side by side may say 
“Budweiser” and “DuBois Budweiser.” It would take not only a sober but a very 
clear visioned and attentive purchaser to tell which he was getting. How much 
substituting went on, I do not know. There is evidence to show that some of 
it was encouraged. It may be of some significance to note the increase in de- 
fendant’s keg “DuBois Budweiser” sales as compared with in the increase in bottle 
sales. 

I think, on the whole, that the defense of laches should not prevail despite the 
long period of delay. No doubt the delay would prevent the plaintiff from getting 
an accounting and profits, but it has very shrewdly dropped this from its de- 
mand. Plaintiff has gone on building up through all the means of modern Ameri- 
can advertising the association in the beer drinker’s mind of the “Budweiser’”’ 
name and Anheuser-Busch beer. The defendant has simply followed along and, 
in a limited area, siphoned off a small amount of the business which the plaintiff 
had thus built up. Defendant has made no commitments which make relief 
against him harsh or inequitable, and people who work for defendant have cre- 
ated at least opportunity for fraud upon the beer buying public. 

I should affirm. 


KAUFMAN & RUDERMAN, INC. v. COHN & ROSENBERGER, INC. 
No. 33-486—U. S. D. C. S. D. N. Y.—June 16, 1949 


CourTs—J URISDICTION—DECLARATORY JUDGMENT SUITS 
CourTS—PLEADING AND PrAcTICE—Mortions To DISMISS 
Declaratory judgment section of Judicial Code did not enlarge jurisdiction of federal 
courts nor create new substantive rights. 
Trade-Mark Act of 1905 held inapplicable. 
In absence of diversity of citizenship, federal court held without jurisdiction of cause 
of action for declaratory judgment, since it does not arise under federal law. 
Cause of action for declaratory judgment held not so related to that under R. S. 4915 
as to come within rule of Hurn v. Oursler. 
Second count held not to state cause of action for unfair competition, under 28 U. S. C. 
§ 1338. 
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Suit under R. S. 4915 to compel issuance of registration and for declaratory 
judgment. Defendant’s motion to dismiss cause of action for declaratory judg- 
ment granted. 


Morris Kirschstein, of New York, N. Y., for plaintiff. 
Mock & Blum, of New York, N. Y., for defendant. 


Hutsert, D. J.: 


Defendant moves under Rules 12(b) and 56 to dismiss the second count in 
the complaint on the ground that the Court lacks jurisdiction of the subject mat- 
ter and that the second count fails to state a claim on which relief can be granted. 
Alternatively defendant moves that if the Court has jurisdiction, it should de- 
cline to exercise it because a prior action was started on the same subject matter 
in the New York Supreme Court and is still pending. 

The complaint pleads two counts: (1) plaintiff seeks a judgment pursuant to 
R. S. Sec. 4915, 35 U. S. C. A. Sec. 63, decreeing that it is entitled to have regis- 
tered in the United States Patent Office its trade-mark “Karu,” and (2) plaintiff 
seeks a declaratory judgment holding that plaintiff’s trade-mark “Karu” does not 
infringe on any of defendant’s which are combinations using the word “Coro.” 
No question is raised as to the first count, jurisdiction being admitted under fed- 
eral law. 

Concerning the second count, both plaintiff and defendant are New York 
corporations. Jurisdiction is alleged in the complaint to lie under 15 U. S. C. A. 
Sections 97-100 and 28 U. S. C. A. Section 400 (now 28 U. S. C. A. Sections 
2201, et seq.) 

In the second count, plaintiff alleges that it has been designing and marketing 
costume jewelry using the name “Karu” on it since 1928; that it registered the 
trade-mark “Karu” in the United States Patent Office (opposition to which mark 
was later sustained by the Commissioner of Patents) ; that plaintiff’s mark is not 
subject to confusion with defendant’s; that defendant has alleged to the public 
that plaintiff has infringed defendant’s trade-marks. As aforesaid, plaintiff seeks 
a declaratory judgment holding plaintiff’s mark is valid and registrable and that 
it does not infringe defendant’s marks, or in the alternative that defendant’s 
marks are invalid; and finally plaintiff seeks an injunction restraining defendant 
from further threatening plaintiff or its customers with infringement. 

It is elementary law that the declaratory judgment section of the Judicial 
Code did not enlarge the jurisdiction of the federal courts, Atlantic Meat Co. v. 
R. F. C., 166 F. 2d 51 (C. A. 1), nor did it create any new substantive rights. 
American Blower Corp. v. B. F. Sturtevant Co., 61 F. Supp. 756 (S. D. N. Y., 
1945). Since, admittedly, there is no diversity of citizenship, we must look to 
determine whether the second count arises under any of the laws of the United 
States. 

The old Trade-Mark Act, 15 U. S. C. A. Sections 97-100, on which plaintiff 
relies for jurisdiction is not applicable to the situation herein. Those sections pro- 
vide for actions against infringers, or suits by one who claims that his registered 
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trade-mark is being infringed by another. This action, on the other hand, looks 
to a judgment declaring non-infringement, just the converse of the action con- 
templated by Sections 97 to 100. Cf. Magic Foam Sales Corp. v. Mystic Foam 
Corp., 167 F. 2d 88 (C. A. 6). 

It is well settled that registration of a trade-mark in the United States Patent 
Office does not create any substantive rights in the registrant. It merely gives the 
registrant procedural advantages. Armstrong v. Nu-Enamel Corp., 305 U. S. 
315; Best & Co. v. Miller, 167 F. 2d 374 (C. A. 2). 

The Court is of the opinion that we do not have jurisdiction of the second 
count since it does not arise under the laws of the United States, and there being 
no diversity of citizenship. The reasoning of the Magic Foam Sales Corp. v. 
Mystic Foam Corp. case, supra, is most persuasive. There the plaintiff, whose 
trade-mark was not registered, sought to enjoin the defendant from using the 
mark “Mystic Foam” on any of its products. Later by amendment, plaintiff also 
sought a declaratory judgment declaring plaintiff’s rights in its trade-mark “Magic 
Foam.” In the absence of diversity of citizenship, the Court of Appeals sustained 
the dismissal of the complaint. The similarity of these facts to those in the in- 
stant case is striking. 

There remains for determination whether the second count is so related to 
the first as to come within the rule of Hurn v. Oursler, 289 U. S. 238. We think 
it does not. The first count in the complaint looks to an order directing the Com- 
missioner of Patents to register plaintiff's trade-mark. The second count looks 
to an adjudication as between plaintiff and defendant of the question of infringe- 
ment and validity of defendant’s trade-marks. In substance, as matters now 
stand, plaintiff is asserting, in the second count, the right to the protection of its 
unregistered trade-mark—a distinctly non-federal cause, coming within the rule 
of part two of the Hurn case, supra, which held that a non-federal claim was 
properly dismissed for lack of jurisdiction. 

Finally, the second count does not state a claim for unfair competition so as to 
come within 28 U. S. C. Sec. 1338. Although some elements of unfair competi- 
tion are alleged in the second count, the claim as a whole is the traditional one for 
a declaratory judgment, with incidental relief. 

Motion granted. 

Settle order on notice. 


MERRICK, etc. v. SHARP & DOHME, INCORPORATED 
No. 49C672—U. S. D. C. N. D. Ill—June 13, 1949 


DECLARATORY J UDGMENTS—J URISDICTION—GENERAL 
CourTS—PLEADING AND PracticE—Motions To Dismiss 
Grant of jurisdiction, under the Declaratory Judgments Act, “in a case of actual con- 
troversy” carries with it the obligation on the part of the court to act when proper facts 
are before it. 
Motion to dismiss denied where complaint sets forth Notice of Opposition filed by de- 
fendant, in Patent Office, alleging confusing similarity of the marks and that the goods are 
of the same descriptive properties. 
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Declaratory judgment suit by A. C. Merrick and John R. Kneebone, doing 
business as Brookfield Laboratories against Sharp & Dohme, Incorporated. De- 
fendant’s motion to dismiss denied. 


Cyril A. Soans and William E. Anderson, of Chicago, Ill., for plaintiffs. 
L. B. Mann and Mann & Brown, of Chicago, IIl., and George E. Middleton, of 
New York, N. Y., for defendant. 


BarNES, C. J. (orally) : 


As it seems to the Court, the two questions before the Court are whether 
or not the Court has jurisdiction: and the further question, whether or not the alle- 
gations of the complaint are sufficient to set the Court in motion. 

The Declaratory Judgments Act says, 


In a case of actual controversy within its jurisdiction, . . . any court of the United 
States, upon the filing of an appropriate pleading, may declare the rights and other legal 
relations of any interested party seeking such declaration, whether or not further relief 
is or could be sought. 


“In a case of actual controversy” so the principal question is, is there an 
“actual controversy” between these parties. 
The complaint sets forth the Notice of Opposition, a part of which reads: 


3. The applicant’s trade-mark and the above trade-marks of the opposer are used 
upon similar goods or goods of the same descriptive properties. 
4. The applicant’s trade-mark is confusingly similar to the above trade-marks of the 


opposer. 
5. The applicant’s claimed date of first use, April, 1946, is subsequent to the first 


use of the above trade-marks owned by Sharp & Dohme, Incorporated. 

6. Because of the use of a trade-mark by the applicant, consisting of the word 
“Sulfodene,” the trade and the public, upon seeing applicant’s goods are likely to be 
confused and misled into the belief that applicant’s goods are manufactured and sold by 
the opposer, to the damage of the opposer. 


A somewhat novel idea has been advanced in argument that a court may have 
jurisdiction which for some reason or another it should not exercise. I was 
taught in law school that a grant of jurisdiction to a court carried with it an 
obligation on the part of the court to exercise that jurisdiction when proper facts 
were brought before it. A grant of jurisdiction carries with it the obligation on 
the part of the court to act in a proper case. 

So the principal question, as I see it, is, does this Court have jurisdiction? I 
think a controversy does exist between these parties, as appears from the com- 
plaint, and that accordingly the Court has jurisdiction, and that the complaint states 
a cause of action. 

It seems clear that the motion to dismiss should be denied. Defendant, in 
its notice of opposition, told plaintiffs that their proposed trade-mark would 
infringe defendant’s registered marks and that they should not be entitled to use 
their proposed mark upon their goods. Accordingly, there was an “actual con- 
troversy” between the parties, giving rise to an action under the Declaratory Judg- 
ments Act. 
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This Court need not be concerned with the effect of any judgment which may 
be rendered here. It may have no effect except between the parties. It may be 
res judicata, but that is no concern of this Court; that is the concern of Congress. 

There is an “actual controversy” between the parties; therefore the Court 
has jurisdiction under the Declaratory Judgments Act. 

The motion to dismiss should be overruled and denied. And that will be the 
order. 





RADIO CORPORATION OF AMERICA v. R. C. A. RUBBER COMPANY 
No. 26232—U. S. D. C. N. D. Ohio—May 26, 1949 


UnFair COMPETITION—DEFENSES—GENERAL 
Excuse that defendant corporation was organized by three men named Reiss, Crisp and 
Allen held without merit as defense in suit to restrain defendant’s use of “R-C-A,” in name. 
Laches may bar an accounting but held not a sufficient defense against injunction re- 
straining use of infringing trade-name. 
CouRTS—PLEADING AND PRACTICE—MOTIONS TO STRIKE 
Plaintiff’s motion to strike defenses as immaterial and insufficient, granted, where de- 
fendant set up excuse for use of corporate name which was clearly insufficient in law and 
defendant sought to escape injunction against further infringement on ground that mere 
procrastination for 17 years barred plaintiff. 
UnrFair CoMPETITION—BASIS OF RELIEF—GENERAL 
Modern decisions support view that an injunction will be granted where use of letters or 
abbreviations is calculated or intended to mislead the public. 


Unfair competition suit by Radio Corporation of America against R. C. A. 
Rubber Company. Plaintiff’s motion to strike portions of answer sustained. 


Dwight Parsons and L. M. Buckingham, of Akron, Ohio, for plaintiff. 
Robert Guinther and Slabaugh, Guinther & Pflueger, of Akron, Ohio, for de- 
fendant. 


Jongs, C. J.: 


This is a petition for a permanent injunction restraining defendant from 
using the name “R-C-A” in its business, it being alleged that continued use of 
those letters in defendant’s name is an unfair trade practice which deceives the 
public and threatens plaintiff with irreparable injury. 

Defendant has filed an answer admitting and denying various allegations in 
the petition. Defendant says in its answer that it was organized in 1931 by 
three men whose surnames were Reiss, Crisp and Allen, hence the name R-C-A. 
Defendant further asserts that plaintiff is barred from relief because of laches, 
inasmuch as plaintiff has known of defendant’s use of the initials R-C-A for 
seventeen years but has taken no legal action until this petition was filed in 
March, 1949. 

Plaintiff has filed a motion to strike all of paragraph 1 of the answer except 
the first sentence and to strike paragraph 6 of the answer on the grounds that the 
matters stated therein are insufficient defenses. (Rule 12[f]). 
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1. The law clearly is in plaintiff’s favor with respect to its contention that 
the fact that defendant’s corporate name may have been derived from the first 
letters of its organizers names is of no merit as a defense in this action. Great 
Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, Inc., D. C., E. D., Pa. (1937) 
20 F. Supp. 703 [27 T. M. R. 783], cited by plaintiff, has a factual background 
quite similar to the case now being considered. In the Tea Company case, the 
defendant corporation was organized and managed by two men named Aronberg 
and Podolsky. Using the first letter of each name, defendant’s corporate name 
was “A. & P. Radio Stores, Inc.” The court held it was obvious that the purpose 
of defendant’s incorporators was not to acquaint the public with the fact that 
these men were interested in its business; that had this been their purpose their 
names would have been used. On the contrary, their intention was held clearly 
to have been to appropriate whatever value they could of the plaintiff's trade- 
name “A. & P.” and to excuse this action on the ground that those initials repre- 
sented their own surnames. This was held not a sufficient excuse under the 
circumstances. But defendant attempts to show that the Tea Company case, and 
others cited by plaintiff, are inapplicable here because they are “trade mark in- 
stead of trade-name cases.” 

A trade-mark may be registered under Title 15 U. S. C. A. and is defined by 
Hopkins on Trade-Marks, Trade-Names and Unfair Competition, 3rd Ed. as 
“a distinctive name, word, mark, emblem, design, symbol or device, used in lawful 
commerce to indicate or authenticate the source from which has come, or through 
which has passed, the chattel upon or to which it is applied or affixed.” Id., p. 4. 
A trade-name is broadly defined by Hopkins as including “all business names ; 
while in the expression ‘trade-marks and trade-names’ it means all business names 
which are not technical trade-marks.” Id., p. 10. 

However, defendant does not show of what significance a distinction or differ- 
ence between trade-marks and trade-names would have upon plaintiff’s cause 
of action and the alleged insufficient defense. Since this is not an action un- 
der the trade-mark statutes but is a petition for equitable relief from unfair 
competition, plaintiff rightly asserts that the trade-mark-trade-name discussion of 
defendant presents “a distinction without a difference.” 

Plaintiff’s motion to strike all of paragraph 1 but the first sentence of the an- 
swer will be sustained on the ground that the expressions therein are, in this 
case, insufficient as a defense and are otherwise immaterial. 

2. On the matter of laches, defendant again raises the trade-name-trade-mark 
distinction. 

In McLean v. Fleming, 96 U. S. 245, the Supreme Court held that “inexcusable 
laches” in bringing an action to enjoin infringement of his trade-mark barred 
plaintiff from a decree for gains and profits but that, 


infringement having been proven, showing that the injunction was properly ordered, he 
is entitled to the costs in the Circuit Court. /d., p. 258. 


But see Menendez v. Holt, 128 U. S. 523, where Mr. Chief Justice Fuller held 


that an injunction against the infringement of a trade-mark will not be denied 
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on the ground that mere procrastination in seeking redress for depredations had 
deprived the true proprietor of his legal right. 

Modern decisions seem to support the view that an injunction will be granted 
where the use of the letters or abbreviations is calculated or intended to mislead the 
public. 

Inasmuch as plaintiff does not ask for an accounting of profits derived from 
the alleged wrongful use of its trade-mark or trade-name, but seeks only in- 
junctive relief against further use of the letters R-C-A, the authorities seem to 
sustain plaintiff's position that laches is not a sufficient defense in a case of this 
character, and therefore the second branch of plaintiff’s motion also will be sus- 
tained. 


LIFE SAVERS CORPORATION v. THE CURTISS CANDY COMPANY 
No. 47C1770—U. S. D. C. N. D. Ill —May 9, 1949 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PROOF OF CONFUSION—PARTICULAR 
INSTANCES 
Evidence of record held to establish some confusion of goods. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PROOF OF PASSING OFF—PARTICULAR 
INSTANCES 
Evidence of record held to establish some deliberate substitution by dealers. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—GENERAL 
Testimony of witnesses that they had not been confused would have been no help to 
the court because such evidence would in no way have tended to rebut the affirmative 
evidence. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity the degree of care and caution used in 
selection of goods by a purchaser must be considered. 
Under facts of record held that it is just as likely that the confusion can be attributed to 
size and shape of packages as to the wording and coloring of the labels. 
TrapE-MArKS—Marks Nor ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Curtiss Assorted Drops” held not confusingly similar to “Life Savers,” used on similar 
goods. 
Striped labels of plaintiff and defendant held not confusingly similar. 


Trade-mark infringement suit by Life Savers Corporation against The Curtiss 
Candy Company. Complaint dismissed. 


Edward S. Rogers, William T. Woodson, James H. Rogers, and Beverly W. Pat- 
tishall, of Chicago, Ill., and James F. Hoge and Lenore B. Stoughton, of New 
York, N. Y., for plaintiff. 

Casper W. Ooms, of Chicago, IIl., for defendant. 


Suaw, D. J.: 


The complaint in this case charges that the defendant has infringed plaintiff’s 
Trade-Mark Reg. No. 355,158 by adopting a label for its candy mints. It is 
alleged to be a colorable imitation of the registered trade-mark and package used 
by “Life Savers,” resulting in actual confusion of goods between the products 
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of the plaintiff and defendant, in addition to the usual allegation of likelihood of 
confusion. An injunction and accounting are sought. 

Defendant admits that plaintiff's registered trade-mark is valid, but denies 
any infringement, says its own label is distinctive and totally different from that 
of the plaintiff, that great pains and much care have been taken to avoid any pos- 
sible confusion; that if any confusion has arisen it has been through the care- 
lessness of others and not by reason of any imitation of labels or fault on its part. 

Numerous samples of both labels and packages are in the record, not only as 
to the products of Life Savers Corporation and Curtiss Candy Company, but of 
many other competing concerns in the same lucrative field. The products of 
these various companies are almost identical, being a simple disk-like piece of 
hard candy of different colors and flavors, but otherwise identical, except that 
the Life Savers’ product has a hole through the center which has not been copied 
and is not here at issue. It appears that the Life Savers Corporation was first in 
this field, advertised extensively the candy with the hole and acquired an ex- 
tremely valuable trade-name and good-will. Inasmuch as this candy retails at 
about 80 cents a pound for a simple sugar concoction it is only natural that there 
should have been many others entering the same field, and plaintiff is necessarily 
bound to make every effort to maintain its position as one of the leaders in that trade. 

Life Savers are put out in many different colored packages. In each case the 
colored package indicates the flavor of the contents, but the only one here at 
issue is the striped package which contains assorted mints of five different flavors, 
approximately eleven to the package, and to a certain extent the registered trade- 
mark indicates the contents of the package. 

Curtiss has developed a package for assorted mints which is also striped in 
various colors with shaded marks between the circular rings so as to give the 
impression of an actual view of the contents of the package, and to that extent 
it resembles the package of Life Savers, although the stripes are wider on the 
Life Savers package and obviously do not give the impression of a transparent 
wrapping. Curtiss also devotes approximately one-half of its package to a dark 
blue square, one at either end of the package, sharply in contrast with the rest 
of the package and containing in large white letters the words “Curtiss Assorted 
Drops.” These dark blue fields are so printed on the wrapper as to occupy about 
half of its space, and to be visible no matter what position the package is in or 
to what position it may be turned. 

The Life Savers package and registered trade-mark are dominated by the 
words “Life Savers,” likewise so printed in three different positions on the 
wrapper as to be visible and prominent in whatever position that package may 
lie and to whatever position it may be turned. And the same is true of the words 
“Five Flavor,” also printed in three different positions on the wrapper and visible 
no matter how the package may be turned. 

There was a plethora of evidence from some 75 or 80 witnesses in numer- 
ous cities throughout the United States who testified that they had by confusion 
of goods accidentally picked up a package of Curtiss mints when they had wanted 
a package of Life Savers. There was also evidence in some instances in which 
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merchants deliberately palmed off the Curtiss product for the product of Life 
Savers, when the customer had asked for the Life Savers assorted mints. This 
evidence became cumulative in open court to such an extent that the court de- 
cided to hear no more of it, but afterwards discovered that there were depositions 
from about 60 people in different cities to the same effect. It is enough to say 
that it is evident that there has been some confusion of goods and that some 
merchants have deliberately substituted one product for the other. 

In view of the well-known impossibility of proving a negative, it would have 
been of no help to the court for an equal number of witnesses to have been 
brought forward to testify that they had not been confused, because such evidence 
would have in no way tended to rebut the testimony of those giving the affirma- 
tive evidence. Most of this evidence was obtained by professional witnesses en- 
gaged in that particular field and hired for that particular purpose, but there 
can be no doubt, and the court does find, that there has been some actual confu- 
sion of goods. 

There are other matters to be considered. It is assumed by the plaintiff, 
and this court is asked to assume, that this confusion is due to a similarity of 
labels and an infringement of the plaintiff’s registered trade-mark. This argu- 
ment and this request ignore other obvious matters which cannot be ignored. 
Thus, it must be noted that the packages of Life Savers introduced in evidence 
and the packages of Curtiss assorted mints and the packages of various other 
competing mint products produced in evidence are all exactly 27% inches long by 
% inch in diameter. This may be due to the necessity of fitting vending machines, 
or for their convenience in handling; but the fact is that all the mints produced 
were of exactly the same size and diameter. Another element to be consid- 
ered is the fact that these products all fall within that class of merchandise 
which is handled by so-called “impulse” sales. In other words, a person passing 
by a cigar stand or candy counter may suddenly and without premeditation de- 
cide to pick up a package of mints, of which there are dozens of varieties on the 
market. That care and caution in the selection of goods is not applied to this 
kind of a sale which a purchaser would devote to the selection of an article of more 
importance, such as a suit of clothes or a pair of shoes. It is probable that a 
great majority of purchasers do not care particularly what they get so long as 
they get a package of mints, and it is just as probable that the confusion can 
be attributed to the size and shapes of the various packages as to the exact word- 
ing and coloring of the labels. In the defendant’s package the words “Curtiss 
Assorted Drops” are as prominent and well distributed about the package as are 
the words “Life Savers” and “Five Flavor” on plaintiff’s product. On the de- 
fendant’s package the shadings between the disks are of such a character as to 
give the impression of picturing the contents of the package. In fact, it is of such 
character as to display the actual contents of the package as if it were wrapped 
in cellophane or some other transparent material. I believe that the defendant 
has taken every reasonable means to prevent confusion of goods, and unless Life 
Savers Corporation is to be given a patent on all colored candy mints it must be 
held that the trade-mark is not infringed. I believe that the cases of Barton v. 
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Rex Oil Co., 2 F. 2d 402, and Kellogg Co. v. National Biscuit Co., 305 U. S. 111 
(28 T. M. R. 569], sufficiently sustained this view. 

The order will be that the complaint be dismissed for want of equity, plaintiff's 
costs. 


THE S. S. WHITE DENTAL MANUFACTURING CO. v. ORMONT, 
DOING BUSINESS AS THE ORALTONE COMPANY 


No. 44-257—U. S. D. C. S. D. N. Y —May 6, 1949 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Oraline” held arbitrary, fanciful and not descriptive of toothpaste, mouthwash, tooth- 
powder and dental floss. 
TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
“Oraline” held to have acquired secondary meaning identifying plaintiff's dentifrices. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Oraltone” held confusingly similar to “Oraline,” used on similar goods. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScOPE OF RELIEF—PARTICULAR IN- 
STANCES 
Defendant restrained from using the mark and name “Oraltone” in connection with mouth- 
wash. 
Defendant directed to destroy and do away with any plates, cuts or matrices in his pos- 
session which have been or may be used in making prints or labels marked “Oraltone.” 
Defendant directed to destroy labels, signs, packages, receptacles and advertisements in 
his possession. 


Trade-mark infringement and unfair competition suit by The S. S. White 
Dental Manufacturing Co. against James Ormont, doing business as The Oraltone 
Company. Judgment for plaintiff. 


A. J. Nydick and Abraham J. Nydick, of New York, N. Y., for plaintiff. 
James Ormont, of New York, N. Y., pro se. 


Ryan, D. J. (orally) : 


I find that the plaintiff, the S. S. White Dental Manufacturing Company, is a 
manufacturing chemist as well as a manufacturer of dental apparatus; that it 
has been engaged in the business since 1880 and that since that time it has manu- 
factured toothpaste and marketed it under the trade-name “Oraline”; that since 
November, 1940, it has marketed a mouthwash under this same name; that since 
June, 1941, it has marketed a dental floss under this name; and that since July, 
1941, it has marketed a toothpowder under this name or mark. 

I find that plaintiff was the owner of the following trade-marks, for which it 
appears it duly applied and obtained certificates of registration on in the United 
States Patent Office, under the Act of February 20, 1905: (1) trade-mark 
“Oraline” for toothpaste, Registration No. 53,539, registered May 29, 1906, regis- 
tration renewed May 29, 1926 and again renewed May 29, 1946; (2) trade-mark 
“Oraline” for mouthwash, Registration No. 391,303, registered October 28, 1941; 
(3) trade-mark “Oraline” for toothpowder, Registration No. 391,998, regis- 
tered December 2, 1941; (4) trade-mark “Oraline” for dental floss, registration 
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No. 392,812, registered January 13, 1942; and (5) trade-mark “Oraline” for tooth- 
paste, mouthwash, and toothpowder, Registration No. 410,511, registered Novem- 
ber 28, 1944. 

I find, too, that plaintiff since 1880 has continuously and consistently advertised 
its products over the trade-mark and name “Oraline” in trade newspapers, trade 
publications, among the dental profession and generally throughout the mer- 
chandising market. 

I find that plaintiff has been diligent in the protection of its right as to the 
use of that trade-mark and name and has at all times protested against and prose- 
cuted all infringements upon it. 

I find that the trade-mark “Oraline” is arbitrary and fanciful, rather than 
descriptive of the product to which it is assigned, that it has acquired a secondary 
meaning as applied to dentifrices—toothpaste and powder, dental floss and 
mouthwash ; and that these products to which this mark has been applied have 
at various times been widely advertised in newspapers, magazines, catalogs and 
radio programs. The name is readily and favorably known as applied to the 
products for dental and oral hygiene and is known to the trade as the products 
manufactured, sold and marketed by plaintiff. 

The defendant has, since 1945, been manufacturing on a small scale a mouth- 
wash which he has marketed under the name “Oraltone,” which appears to be 
composed of substantially the same or like ingredients and which accomplishes 
the same purposes as the mouthwash sold and marketed by plaintiff. 

I find that the name ‘“Oraltone” used by defendant is phonetically similar 
to the name “Oraline” used by plaintiff; that the use of the name and trade- 
mark “Oraltone” is liable to cause confusion in the minds of the public con- 
sumers and of the trade, and is liable to be confused phonetically with plaintiff’s 
name and mark—all to the ultimate harm and damage of plaintiff and those who 
use or would use the products sold by plaintiff under the name “Oraline.” 

There is no evidence of palming-off by the defendant of its product as one 
of plaintiff’s. The wrapper of defendant’s mouthwash is not similar, although 
the color of the liquid is somewhat alike—brown. The general contour of his 
bottles somewhat resembles plaintiff’s bottles. I find no striking resemblance 
between the packages. I find no intent on defendant’s part to palm-off its prod- 
uct as plaintiff’s. 

The defendant conducted business on a small scale. There does not appear to 
be any substantial damage here, and I understand that the plaintiff waives any 
claim for damages. 


Mr. Nypicx: That is correct. 


THE Court: The Court will enter a decree in conformity with the findings 
I have here made. More detailed findings may be submitted by plaintiff if it so 
desires. 

The Court will grant a permanent injunction restraining defendant from using 
the mark and name “Oraltone,” in connection with his product, and from otherwise 
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continuing acts which might result in unfair competition and infringement of 
plaintiff’s right to use the name “Oraline.” 

The order will further direct that defendant destroy and no longer use the 
labels, signs, packages, receptacles and advertisements in his possession in con- 
nection with the marketing of any product whatsoever, particularly in connection 
with any articles of dental and oral hygiene. 

And the order will further direct that the defendant destroy and do away with 
any plates, cuts or matrices which may be in his possession which have been or 
may in the future be used by him for the printing or engraving or manufacturing 
of any labels or prints containing the trade-mark “Oraltone.” 





FLORASYNTH LABORATORIES, INC. v. GOLDBERG, Et at. 
No. 48C1417—U. S. D. C. N. D. Ill—April 26, 1949 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Flora” held descriptive of flowers, flavorings, essences and aromatic chemi- 
cals; and not subject to appropriation as a trade-mark. 
The name “Flora Essential Oils Co.” held descriptive of the ingredients or characteristics 
of defendants’ essential oils, flavoring extracts, synthetic organic chemical compounds, etc. 
TRADE-MARKS AND TRADE-NAMES—Worps Nor COoONFUSINGLY SIMILAR—PARTICULAR IN- 
STANCES 
“Flora Essential Oils Co.” held not confusingly similar to “Florasynth Laboratories, Inc.” 
Plaintiff’s registered trade-mark “Florasynth” held not infringed by defendants’ use of 
descriptive word “flora” in connection with similar goods. 


LABELS—LACK OF CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Defendants’ labels held not confusingly similar to plaintiff's. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Confusion of origin not confusion of goods controls. 
Test of trade-mark infringement and unfair competition is whether or not ordinary 
purchasers buying with ordinary caution are likely to be deceived. 


Trade-mark infringement and unfair competition suit by Florasynth Labora- 
tories, Inc., against Harry E. Goldberg and Stanley J. Goldberg, doing business as 
Flora Essential Oils Co. Complaint dismissed. 


Brezina & Buckingham, of Chicago, Ill., for plaintiff. 
Adams, Moses & Culver, of Chicago, IIl., for defendants. 


SULLIVAN, D. J.: 


This is an action of a civil nature between citizens of different states aris- 
ing under the United States Trade-Mark Act of 1946, 60 Stat. 427; 15 U. S.C. A. 
Sections 1051-1127. The action is for infringement of registered trade-marks, 
and for unfair competition and unfair trade. Plaintiff alleges that it has been 
for more than thirty-three years engaged in the manufacture and sale of flavor- 
ings, essences and aromatic chemicals which reach the general buying public. 
That it possesses four registrations of the trade-mark “Florasynth” and has oper- 
ated its business under the trade-name of Florasynth Laboratories, Inc., for more 
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than thirty years, with its main office in New York and branch offices in Chicago, 
Dallas, Detroit, Los Angeles, Memphis, New Orleans, San Francisco and St. 
Louis. Plaintiff prays that defendant, Flora Essential Oils Company, be required 
to answer this complaint ; that the court grant a temporary restraining order and 
a preliminary injunction restraining and enjoining defendant from using in con- 
nection with the manufacture, advertising, offering for sale or sale of any essential 
oils, flavoring extracts, synthetic organic chemical compound, etc., the words 
“Flora Essential” or any words or designations or marks of identification or trade- 
name deceptively similar to “Florasynth Laboratories, Inc., “Florasynth’ or 
“Fruitosynth.” From using any name, label, container, advertisement or repre- 
sentation deceptively similar to the labels, containers and advertisements of plain- 
tiff; from doing any act or thing, or using any name, design or device calculated 
to induce the belief that defendant’s product is the product or in any way asso- 
ciated with plaintiff; from in any manner infringing plaintiff's trade-marks or 
competing unfairly with plaintiff; and that defendant be required to account to 
plaintiff for the profits realized by it resulting from its action herein complained 
of, and that such damages and profits may be trebled as provided by Section 35 
of the Trade-Mark Act of 1946; that plaintiff be granted such other and further 
relief as to the court may seen just; and that pending the determination of this 
suit defendant be commanded to deliver to the clerk of this court to be impounded 
all labels identical with or like plaintiff’s trade-marks and brands, and to remove 
or obliterate such labels from filled packages. 

Defendants have filed a motion to dismiss the action on the ground that 
“Flora” is a descriptive word and not susceptible to being appropriated as a 
trade-mark ; that Flora was the Roman goddess of flowers or blooming vegeta- 
tion in Roman mythology; and in botany flora is used collectively for the plant 
growth of a district; is a descriptive word of the English language meaning 
flower; and that “Flora essential oils” is descriptive of the product sold by 
defendants. That essential oils is a term used in the trade meaning concen- 
trates taken from flowers and fruits; that Flora Essential Oils Co. does not simu- 
late the plaintiff's name of Florasynth Laboratories. That Florasynth is a 
coined word consisting of the word “flora” and a contraction of the word 
“synthetic” ; that flora is not a word which any company can claim as its exclu- 
sive property. That plaintiff is not entitled to a trade-mark in the word “flora” 
it being a descriptive word and not subject to trade-mark. That plaintiff has not 
established any secondary meaning in the word “flora.”” That an order should be 
entered striking the complaint and dismissing defendants because plaintiff does 
not allege any right of action based upon unfair competition. That plaintiff’s 
trade-mark has not been infringed as defendants have not attempted to simulate 
any part of the design used by plaintiff; that the name Flora Essential Oils does 
not in any way simulate plaintiff's name; that defendants’ label does not in any 
way simulate plaintiff's label. That defendants’ products are sold exclusively to 
manufacturers and dealers and not to the general public; that manufacturers are 
skilled buyers and would not confuse defendants’ products with those of plain- 
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tiff ; and that the statute relied upon by plaintiff is only for the protection of the 
general public and does not include manufacturers and dealers. 

If the word “flora” is a descriptive word of common use then it is not subject 
to appropriation as a trade-mark. Flora was the Roman goddess of flowers or 
blooming vegetation in Roman mythology, and in botany ‘“‘flora” is used col- 
lectively for the plant growth of a district. It is the Latin name for flower, and 
is extensively and commonly used. In the case of L. P. Larson, Jr., Co. v. Wm. 
Wrigley, Jr. Co., Wm. Wrigley, Jr. Co. v. L. P. Larson, Jr. Co., 253 F. 914, the 
court said: 


“Spearmint” is a common noun, denoting flavor, and is therefore not susceptible 
of appropriation as a trade-mark. 


And in William Wrigley, Jr. & Co. v. Grove Co., et al., 183 F. 99, the Circuit 
Court of Appeals for the Second Circuit said: 


“Spearmint” is a descriptive term as applied to chewing gum, and no one can deprive 
a manufacturer of its use or appropriate it as a trade-mark. 


In Skinner Mfg. Co. v. Kellogg Sales Co., 143 F. 2d 895 [34 T. M. R. 274], the 
court held that a name which is descriptive of the ingredients or characteristics 
of an article of trade may not be appropriated as a trade-mark, the court saying: 


The name “Raisin-Bran” is descriptive of ingredients of appellant’s breakfast food. 
Without the raisins the product would appropriately have been called “bran flakes” or 
“bran.” With the raisins it was “raisin bran” in the same sense that pie containing 
raisins is “raisin pie,” that bread containing raisins is “raisin bread,” and that muffins 
containing raisins are “raisin muffins.” At the time the appellant originated its product 
anyone was free to mix raisins with bran flakes and to call the combination “raisin bran.” 
The name “Raisin Bran” could not be appropriated as a trade-mark, because: A name 
which is merely descriptive of the ingredients, qualities or characteristics of an article 
of trade cannot be appropriated as a trade-mark and the exclusive use of it afforded legal 
protection. The use of a similar name by another to truthfully describe his own product 
does not constitute a legal or moral wrong, even if its effect be to cause the public to 
mistake the orign or ownership of the product. (Citing cases.) 


Flora Essential Oils Co. is descriptive of the ingredients or characteristics 
of defendants’ product and does not simulate the name of the plaintiff, Florasynth 
Laboratories, Inc., and therefore would not confuse the public. In American 
Steel Foundries v. Robertson, 269 U. S. 383, the Supreme Court had under con- 
sideration the appropriation of the word “Simplex” as a trade-mark. It was 
there held that this was a descriptive word of common use not subject to appro- 
priation as a trade-mark, the court saying: 


The word involved in this case is one of a large class of words which have for a 
great many years been much used because of their peculiarly suggestive meaning. For 
other examples there are the words “Acme,” “Anchor,” “Champion,” “Eureka,” “Ex- 
celsior,” “Ideal,” “Jewel,” “Liberty,” “National,” “Pride,” “Premier,” “Queen,” “Royal,” 
“Star,” “Sunlight,” “Triumph,” “Victor.” It would be a serious matter if the law 
actually permitted anyone who chose to do so to organize a series of corporations with 
names containing these words respectively, and thereupon virtually withdraw these words 
from public use as trade-marks and monopolize them by preventing their registry as 
such. 
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The next question for the court to consider is whether the product of de- 
fendant in appearance of package and label would be confused with the product 
of plaintiff. In the case of O. & W. Thum Co. v. Dickinson, 245 F. 609, the 
Circuit Court for the Sixth Circuit said: 







It is to be observed, moreover, that in testing the charge of infringement, as well as 
that of unfair competition, consideration must be given to the question whether the re- 
semblances so far dominate the differences as to be likely to deceive ordinary purchasers. 









I do not believe that the name Flora Essential Oils Co. in any way simulates 
the name of plaintiff, Florasynth Laboratories, Inc., nor do defendant’s labels in 
any way simulate those of plaintiff. 

Defendant also sets out in its motion to dismiss that its products are sold ex- 
clusively to manufacturers and dealers, not to the general public. In the case of 
O. & W. Thum Co. v. Dickinson, supra, the court said: 

and the purchasers most to be considered are the ultimate users, rather than jobbers 


and retailers, since they, like all middlemen, are interested in and have the means of 
identifying the manufacturers of the goods they purchase. 
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In the case of Liggett & Myers Tobacco Co. v. Hynes, 20 F. 883, the distinction 
between the ordinary purchaser in the exercise of ordinary care and caution and 
the expert or wholesaler is made, the court saying: 







Nor need the resemblance be such as would deceive persons seeing the two trade- 
marks placed side by side, (citing cases) or such as would deceive experts, persons, be- 
cause of their peculiar knowledge, from their being wholesale or retail dealers, or in any 
other way specially conversant with the trade-mark simulated. 








In Vick Chemical Company v. Vick Medicine Company, 8 F. 2d 49, the court said: 





. . Such issue is well stated in the brief of counsel for complainant as follows: 





















“If a sufficient relationship or an analogy exists between the goods to which the marks i 
are applied as to make it likely that an ordinary buyer at retail is likely to assume from & 
the marks upon them that they have a common source, the defendant is guilty of in- % 
fringement and unfair competition. It is confusion of origin, not confusion of goods : 
which controls.” ‘ 
I am of the opinion that the word “flora” is a descriptive word not sus- 4 
ceptible of being appropriated as a trade-mark, and that defendants have there- 4 
fore not infringed plaintiff’s trade-mark. Furthermore, I do not believe that an 
ordinary buyer at retail would be likely to assume from the labels that the two 
products had a common source. : 
Plaintiff cites the case of McLean v. Fleming, 96 U. S. 245, as containing the 
rule to be applied in both infringement and unfair competition cases : 
No trader can adopt a trade-mark so resembling that of another trader that ordinary 
purchasers buying with ordinary caution are likely to be misled. 
I am of the opinion in the instant case that ordinary purchasers buying with . 
ordinary caution would not be misled into believing that when they were buying : 






defendants’ products they were in fact purchasing the products of plaintiff. 
Defendants’ motion to dismiss is allowed. 
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VITA-VAR CORPORATION v. ALUMATONE CORPORATION 
No. 8413 Y—U. S. D. C. S. D. Cal._—April 1, 1949 






TRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The terms “alumi” and “aluma,” combining forms derived from the word “aluminum,” 
have been commonly used in combination with other words or derivatives in conection with 
aluminum paints since prior to plaintiff’s first use of its mark. 
TRADE-MARKS—MARKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The mark “Alumikote” held not descriptive of aluminum paint products; and registration 
thereof held valid. 
TRADE-MARKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Alumatone” held not confusingly similar to “Alumikote,” used on similar goods. 











Trade-mark infringement and unfair competition suit by Vita-Var Corporation 
against Alumatone Corporation in which defendent counterclaims. Complaint and 
counterclaim dismissed. 






Lyon & Lyon, Leonard S. Lyon, and Charles G. Lyon, of Los Angeles, Cal., for 
plaintiff. 

Fred H. Miller, Los Angeles, Cal., and Charles S. Evans and Hugh N. Orr, of 
San Francisco, Cal., for defendant. 







YANKwWICH, D. J.: 










The above-entitled cause heretofore tried, argued and submitted, is now de- 
i cided as follows: 

Judgment is ordered as follows: (1) that plaintiff take nothing by the com- 
plaint against the defendant, and (2) that defendant take nothing by the counter- 
claim against the plaintiff. Neither side to recover costs. 


Comment 


The litigation relates to Trade-Mark Registration No. 252,109. I am led to the 
conclusion that the plaintiff has not proved itself entitled to recover either for 
infringement of this trade-mark or unfair competition in relation to it. The 
essential principles governing trade-marks and unfair competition are contained 
in several very recent decisions in this circuit. See, Brooks Brothers v. Brooks 
Clothing of California, 60 F. Supp. 442 [35 T. M. R. 99]; Lerner Stores Cor- 
poration v. Lerner, 162 F. 2d 160 [37 T. M. R. 452]; Stork Restaurant v. Sahati, 
166 F. 2d 348 [38 T. M. R. 431] ; Palmer v. Gulf Publishing Co., 79 F. Supp. 731 
[38 T. M. R. 1101] ; Safeway Stores, Inc. v. Dunnel, 172 F. 2d 649 [39 T. M. R. 
116]. 

The fundamental problem here arises from the alleged similarity between 
“Alumikote,” the trade-mark of the plaintiff, and “Alumatone,” the mark of the 
defendant. 

The evidence before me compels the conclusion that there is such dissimi- 
larity in the sound and appearance (“oral and visual,” to use the terms of the 
plaintiff), and in the meaning of the coined words and in the products to which 
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they apply, that there is no likelihood that confusion will arise from their use. 
More, no instance of confusion are shown to have arisen during the ten-year 
period of concurrent use in the same territory. Nor is there any evidence of 
imitation of labels either as to design, color or other distinctive characteristics 
used to identify the products. See, Modesto Creamery v. Stanislaus Creamery 
Co., 168 Cal. 289; Caroline Pines, Inc. v. Catalina Pines, 128 Cal. App. 84; 
California Prune & Apricot Growers’ Ass'n v. H. R. Nicholson Co., 69 Cal. App. 
2d 207 [35 T. M. R. 196] ; Jackman v. Mau, 78 Cal. App. 2d 234 [37 T. M. R. 
153]; Physicians Electric Service Corp. v. Adams, 79 Cal. App. 2d 550; Cali- 
fornia Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 [31 T. M. R. 
121] ; Palmer v. Gulf Publishing Co., 79 F. Supp. 731 [38 T. M. R. 1101]. On 
the contrary, the defendant’s labels carry their own distinctive designs originated 
by its printers in entire ignorance of the plaintiff’s mark or label. See, Majestic 
Mfg. Co. v. Majestic Electric Appliances Co., 172 F. 2d 862. 

At the same time, I am of the view that plaintiff's mark is not a mere combi- 
nation of descriptive words, but a combination which has enough deviation from 
the common use of words and parts of words to make its registration as a trade- 
mark valid. 

Hence the ruling above made. 

Findings and judgment to be prepared by counsel for the defendant under Local 
Rule 7. 

Findings of Fact and Conclusions of Law 


April 1, 1949 


The above entitled cause having come on to be heard before the Honorable 
Judge Leon R. Yankwich on the issues joined, and the cause having been brought 
to a final hearing upon the pleadings and proofs adduced by both parties, and 
counsel for the respective parties having been duly and fully heard; the court, 
after due consideration, having heretofore made and entered its decision, makes 
the following findings of fact and conclusions of law: 


Findings of Fact 


1. Plaintiff Vita-Var Corporation is a corporation of the State of New Jersey, 
and is successor to Goheen Corporation of New Jersey. 

2. Plaintiff and its predecessors have used and advertised the term “Alumi- 
kote” in connection with its manufacture and sale of aluminum paint ; and plaintiff 
is the present owner of Registration No. 252,109, registered January 22, 1929 to 
Goheen Corporation of New Jersey for a trade-mark comprising the term “‘Alumi- 
kote.” 

3. The aluminum paint products to which plaintiff and its predecessor have 
applied the mark “Alumikote,” and which are sold to the public through retail 
dealers, comprise a vehicle packed in one container and an aluminum flake pigment 
packed in a separate container to be mixed with the vehicle by the user shortly 
before the time of use. 

4. Defendant Alumatone Corporation is a corporation of the State of Cali- 
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fornia, having its principal place of business at Los Angeles, California, in the 
Southern District of California, Central Division. 

5. Defendant has heretofore adopted the mark “Alumatone” for use upon 
aluminum paint products and other paints, and has used said mark upon such 
products and paints continuously since August, 1939. 

6. The aluminum paint upon which defendant has used the mark “Alumatone” 
is a ready-mixed paint product in which aluminum flakes are mixed at the factory 
with a vehicle containing a stabilizing agent for stabilizing the product, the vehicle 
and pigment being packaged and sold to the retail trade in ready-mixed condition. 

7. The terms “Alumikote” and “Alumatone” are dissimilar in sound. 

8. The terms “Alumikote” and ‘“‘Alumatone” are dissimilar in appearance. 

9. The terms “Alumikote” and “Alumatone” are dissimilar in meaning. 

10. The goods on which the terms “Alumikote” and “Alumatone” are used by 
the respective parties, and which are sold to the general public through retail 
dealers, are distinguishable and are unlikely to be confused by the public. 

11. Defendant has not imitated the labels of plaintiff in design, color or other 
distinctive characteristic. 

12. Defendant’s labels carry distinctive designs originated by or for it in igno- 
rance of plaintiff's mark and labels. 

13. Plaintiff's and defendant’s respective marks have been used by them con- 
currently in the same territory for the past ten years during which period no 
instances of confusion were shown to have arisen. 

14. The terms “alumi” and “aluma” are combining forms derived from the 
word “aluminum,” and have been commonly used in combination with other words 
or derivatives in connection with aluminum paints since prior to the first use of 
plaintiff’s mark ‘‘Alumikote.” 

15. Plaintiff's mark “Alumikote” is a combination of terms which has enough 
deviation from the common use of descriptive words or parts of words to make 
its registration as a trade-mark valid. 

16. Defendant’s use of its mark “Alumatone” does not infringe any of plain- 
tiff’s rights in the mark “Alumikote.” 

17. Defendant has not competed unfairly with plaintiff in connection with 
the sale of defendant’s products. 


Conclusions of Law 


1. The court has jurisdiction in the cause as to all of the claims of the re- 
spective parties alleged in the complaint and counterclaim herein. 

2. Plaintiff is not entitled to any relief against defendant under its complaint 
herein ; and plaintiff's complaint, and each of the counts thereof, should be dis- 
missed, without costs. 

3. Defendant is not entitled to relief against plaintiff under its counterclaim 
herein; and said counterclaim should be dismissed, without costs. 
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DURALOY COMPANY yv. DURALLOY PRODUCTS CORPORATION 
N.Y. S. Ct. N. Y. County—May 16, 1949 


TRADE-MARKS AND TRADE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Duralloy Products” held a direct and precise infringement of plaintiff’s name and 
trade-mark “Duraloy.” 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Direct competition need not be shown to support claim for equitable relief against unfair 
competition. 
Likelihood that public would believe defendant’s product was in some way connected with 
plaintiff is sufficient. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—INTENT 
Lack of fraudulent intent is no defense to injunction against trade-mark infringement 
and unfair competition. 


Trade-mark infringement and unfair competition suit by Duraloy Company 
against Duralloy Products Corporation. Judgment for plaintiff. 


D1 Fatco, J.: 


The plaintiff seeks a permanent injunction enjoining the defendant from all 
acts of unfair competition in its use of all or part of plaintiff’s corporate name 
and from infringing on plaintiff’s trade-mark “Duraloy.” 

The plaintiff is in the business of manufacturing an alloy made of chrome 
nickel, iron or steel, resistant to high temperature, oxidation, corrosion and abra- 
sion. Its principal product is a welding rod made of such alloy. It sells its prod- 
ucts to a few jobbers, but, in the main, its consumers consist of large factories and 
establishments which require and use machinery embodying the properties of plain- 
tiff’s alloy under its trade-name of “Duraloy.” 

The defendant, on the other hand, is engaged exclusively in the business of 
manufacturing and selling to dental laboratories and dental technicians such sup- 
plies as polish, clay bridges, etc. It is admitted, however, that one of its principal 
products is a chrome alloy used in the highly precise and delicate casting of dental 
bridges. None of the defendant’s products is sold under any trade-mark or iden- 
tification other than is provided by the original billing under the defendant’s cor- 
porate name “Duralloy Products” which is unquestionably similar to that plaintiff. 

The trade-mark “Duraloy” was registered in the Patent Office in 1922 and 
has been used by plaintiff and its predecessors ever since. During these twenty- 
seven years, the trade-mark has acquired great value through the product itself, 
the high standing of the makers of the product and extensive advertising. 

Although the actual articles manufactured by the respective parties are not 
identical, they each manufacture a welding rod. They are both in a business 
where metal alloys are used. 

The names of plaintiff and defendant being so similar, confusion has resulted, 
as shown by plaintiff, in telephone calls and letters received by the latter intended 
for defendant. Under these circumstances, it seems clear that the names being 
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almost identical, injunctive relief should be granted. Where a person appropriates 
the valuable name and trade-mark of another, injunction will issue. 

I can see of no reason why defendant went into business with a name so close 
to plaintiff’s especially after defendant had notice; there are many other names 
that could have been chosen. It is apparent that “Duralloy” adopted by defendant 
is a direct and precise infringement on the name and trade-mark “Duraloy.” Un- 
der such circumstances, the cases are clear that an injunction will issue almost 
ipso facto. Ronson Art Metal Works v. Fink, 70 N. Y. Supp. 2d 196; Tiffany & 
Co. v. Tiffany Productions, Inc., 262 N. Y. 482. To support relief based on a 
claim of unfair competition, it is well recognized that direct competition need not 
be shown. It is sufficient that the trade-name used would lead the public to be- 
lieve defendant’s product was in some way connected with plaintiff. Long’s Hat 
Stores Corp. v. Long Clothes, 224 App. Div. 497. 

The absence of a fraudulent intent on the part of the subsequent trader 
affords no basis upon which to predicate a denial of the prior trader’s application 
for equitable intervention in protection of his rights. Rainbow Shops, Inc. v. 
Rainbow Specialty Shop, Inc., 176 Misc. 339 [31 T. M. R. 415]. 

Judgment for plaintiff. Submit judgment accordingly ; three months’ stay. 





A. HOLLANDER & SON, INC. v. IMPERIAL FUR BLENDING CORP., 
ET AL. 


S. Ct. N. J—May 16, 1949 


UnFair COMPETITION—NOTICE OF INFRINGEMENT—-GENERAL 

Publication of notice of trade-mark, patent or copyright infringement and of pendency 
of suit therefor has been held lawful even though coupled with threat to sue users who would 
be legally liable, provided the warnings are issued in good faith. 

Willful misrepresentation has been held beyond scope of the privilege and would bar 
relief. 

Unrair CoMPETITION—DEFENSES—UNCLEAN HANDS 

A suitor must come into equity with clean hands and must keep them clean throughout 
proceeding. 

Doctrine held not so rigid as to permit unconscionable gain to wrongdoer at complain- 
ant’s expense. 

Unrair CoMPETITION—NOTICE OF INFRINGEMENT—PARTICULAR INSTANCES 

Circumstances under which plaintiff’s infringement notice published held not such as to 
bar relief where it did not include any misrepresentation, was used after institution of suit 
in good faith and in reliance upon advice of counsel. 

ConTracts—REsTRICTIVE COVENANTS—PARTICULAR INSTANCES 

Restrictive covenants in employment contract to perform faithfully assigned duties, not 
to divulge trade secrets or processes or use them for personal profit, to turn over to em- 
ployer all new discoveries and not to engage in other business during term of employment 
held reasonable and breached. 

Covenants against post-employment competition receive judicial sanction where pro- 
hibition is reasonably necessary for protection of employer’s business and not unreasonably 
restrictive as to time or territory upon rights of employee and not prejudicial to public 
interest. 
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Validity of covenants rests on protection afforded employer and fact employee’s services 
do not require unique skill is immaterial. 
Covenant barring employment “in any branch of the fur dressing or fur dying industry” 
held valid and breached. 
Suspension clause held valid. 
UnFair COMPETITION—BREACH OF RESTRICTIVE COVENANTS—SCOPE OF RELIEF 
Protection afforded employer for breach of valid restrictive covenants not to compete 
or divulge trade secrets extends against third persons who, knowing of employee’s obliga- 
tion, may profit from disclosure. 
On facts of record, employer held entitled to injunction and an accounting and master’s 
fees and salary paid to employee during the suspension period. 


Appeal from Chancery Court. 


Unfair competition and breach of contract suit by A. Hollander & Son, Inc., 
against Imperial Fur Blending Corporation, Philip A. Singer, Richard Villani, 
and Robert Caruba. Cross appeals from dismissal of complaint and from findings. 
Reversed. 


Meyer E. Ruback, Joseph A. Weisman, and Ruback & Albach, of Newark, N. J., 
for appellant. 

Alton V. Evans, of Long Branch, N. J., for respondents Imperial Fur Blending 
Corporation, Villani, and Caruba. 

Joseph Weintraub and McGlynn, Weintraub & Stein, of Newark, N. J., for re- 
spondent Singer. 


WACHENFELD, J.: 


Appellant instituted suit to enforce the terms of an employment contract con- 
taining various restrictive covenants and to obtain redress for the use by respon- 
dents of its secret processes and formulae. The court below, on the merits of 
the case, found the contract valid and breached by the conduct of Singer, in 
which the other respondents participated, but dismissed the bill for the sole 
reason that shortly after filing, appellant had inserted an advertisement in a trade 
publication advising of the pendency of the suit and the possibility of action 
against all persons doing business with the respondent company. The relief to 
which the appellant was otherwise entitled, as ascertained by the court below, was 
therefore forfeited. Appeal is taken from the dismissal so made and there are 
cross-appeals challenging the finding of the court on the merits. 

The Hollander Corporation and its predecessor, a Hollander family enter- 
prise, have been engaged in the business of processing, dyeing and blending raw 
furs or skins for over fifty years, having treated every kind of fur except long- 
haired furs such as fox and wolf, and claim to be the largest in the field. As 
to what furs were processed depended upon the then prevailing styles. Operat- 
ing many plants besides the one in New Jersey and, until the past war, in for- 
eign countries as well, it does business generally throughout the United States. 
Its processes and formulae were developed by experimentation or acquired by 
purchase and in many cases are secret and confidential. 

The respondent Philip A. Singer is a grandson of the Hollander who origi- 
nally established appellant’s business and admittedly is a skilled dyer and dresser 
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of furs. Prior to 1939 he owned and operated a fur dyeing and dressing business 
under the firm name of Philip A. Singer & Bro., Inc. During that period the ap- 
pellant successfully instituted proceedings against the corporation for trade- 
mark infringement. A. Hollander & Son, Inc., v. Philip A. Singer & Bro., Inc., 
119 N. J. Eq. 52 (Ch. 1935), aff'd 120 N. J. Eq. 76 (E. & A. 1936). 

In 1939, after the Singer Company went bankrupt, he approached the appel- 
lant for work and was employed as a dresser and dyer of furs and as manager 
of the Long Branch plant, which had been closed for several years. The em- 
ployment contract was made on February 10, 1940 for a term ending December 
31, 1944, at an annual salary of $7,500. 

In Paragraph 2 of the agreement Singer covenanted that during the term 
of employment he would faithfully perform his duties and would not divulge 
to any person outside the corporation any of the trade secrets or processes and 
not use them for profit to himself or another. The employer was to be the 
sole owner of all experiments and discoveries by Singer of any shades of color, 
new formulae, processes and working methods used in the dressing and dyeing 
of fur skins, and such discoveries were to be turned over to the employer and 
not otherwise disclosed by the employee. This provision was made applicable and 
in effect even though the experiments were made by the employee outside of 
working hours fixed by the employer and outside of the place of employment 
furnished by the employer. 

By the terms of Paragraph 3 Singer agreed to serve the employer exclusively 
and not engage directly or indirectly in any other business during the term of 
employment. 

Paragraph 4 contained a covenant that the employee, for a two-year period en- 
suing upon termination of employment, would not “directly or indirectly . . 
engage in or be employed in any branch of the fur dressing or fur dyeing in- 
dustry” in any state east of the meridian passing through St. Louis, Missouri, 
listed severally and separately, an area specifically declared to be “required for 
the adequate protection” of the employer’s business. 

In Paragraph 8 the employer reserved the right, upon one week’s notice, “to 
suspend at any time and from time to time the performance by the employee of 
the latter’s active duties hereunder.” The salary, however, was to continue dur- 
ing suspension and the employee was not to engage “in any business or commercial 
enterprise of any kind or description.” 

As manager of the Long Branch plant Singer was entrusted with the appellant’s 
Master and Current Formulae books. He conducted the business of the plant at a 
loss. In 1942, two years after commencing the employment, Singer tried to 
persuade Louis Hollander, a dyer and dresser employed by the appellant, to 
join him in an attempt to buy out the Long Branch plant and to go into busi- 
ness there but the latter refused. 

In December 1942 he secretly organized a competing company, the Imperial Fur 
Blending Corporation, starting operations in March 1943 in Long Branch to 
process furs. The stock in the corporation was distributed twenty-five percent 
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to Sol Hordoff, twenty-five percent to Richard Villani and fifty percent to Robert 
Caruba. 

Villani, the president and manager of the plant, had formerly been superin- 
tendent of Singer’s own plant but was not experienced as a dyer and dresser 
of furs. When Singer became manager of appellant’s plant, he employed Villani, 
who was given access to the dye house and to the formulae books kept in Sing- 
er’s possession. He was under Singer’s tutelage and as a result Villani obtained 
sufficient technical knowledge of the business to subsequently operate Imperial’s 
plant. Singer kept in telephone communication with Villani but did not appear at 
Imperial’s plant for fear of disclosing his interest in the competing company at 
the time he was on Hollander’s payroll. 

Caruba, a certified public accountant, had been similarly formerly employed by 
Singer as an accountant for his old firm and as a stockholder in Imperial was 
nothing more than the alter ego of Singer, who paid for the stock taken in 
Caruba’s name. Control over the Hordoff stock was retained by Singer through 
an option to purchase whereby he obtained first right to acquire in the event of 
sale. 

In January 1943 Singer requested Hollander Corporation to release him from 
his contract, at the same time expressly denying any connection with Imperial. 
The request was turned down. Officers of the appellant corporation became sus- 
picious of Singer’s relationship with the newly formed Imperial Company and 
suspended him under the terms of the contract, placing Charles Russell, an ex- 
perienced practical dyer, as manager of the plant. Russell asked Singer for the 
formulae books which he had removed from the plant but they were never re- 
turned. Singer tried to persuade Russell to enter the fur dyeing and dressing 
business with him but Russell declined. Upon the change of management the 
Long Branch plant operated at a profit. 

Singer did not relinquish his control of the Imperial Company, as shown by 
the appearance of his notations on the company records. By various subter- 
fuges, until he openly took over Imperial, he siphoned off funds of the company. 
In 1943 he developed a new shade of dyed fur which he did not disclose to the 
appellant but diverted to Imperial. This development proved to be far superior 
to that used by the appellant. In the same year, at the expense of Imperial, 
he traveled to Canada for the purpose of opening a branch plant there but the 
plan was discarded. 

In February 1944 the Hollander Corporation filed a bill against Singer and 
the Imperial Corporation but before hearing it was dismissed without prejudice 
on complainant’s motion. A year later Singer was openly employed by Imperial 
as a sales manager of its New York office, receiving weekly payments in cash 
to avoid withholding and social security taxes and to prevent suit by Hollander. 
In August 1945 the Hordoff stock was purchased by Imperial, the deal being 
negotiated by Singer, and the following September 5 the present bill was filed. 
Charging breaches of the employment agreement, it sought an injunction against 
further violations until December 31, 1946, when the contract expired, and re- 
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quested an accounting for the salaries paid to Singer during the suspension pe- 
riod amounting to $15,000 and profits made through the Imperial Corporation. 
The dissolution of the Imperial Corporation was also sought. 

Three weeks after the commencement of this suit and before answer was filed, 
the Hollander Corporation inserted the following advertisement in a trade pub- 


lication : 
AN IMporRTANT STATEMENT 


Women’s Wear Daily reports the injunction proceedings filed by A. Hollander & 
Son, Inc., against Imperial Fur Blending Co., and others—alleging violation of contract 
and that a certain individual, “while in the employ of Hollander, discovered new shades 
or color and combinations of chemicals and dyes and new formulas and processes for 
dressing and dyeing furs and—. . . . diverted them to the benefit of Imperial Fur Blend- 
ing Co.” 

The Women’s Wear news item fails to mention paragraph 17 from the bill of com- 
plaint—a paragraph of vital import to all who may have done or may now be doing 
business with Imperial Fur Blending Co. 

That paragraph means—in plain non-legal language—that we may find it necessary 
to make a party to the suit all persons (dealers, manufacturers, department stores and 
retailers) who have done or are doing business with Imperial, with knowledge of the 
situation, and ask for an accounting by them of all profits made from the business rela- 
tions with the Imperial Fur Blending Company. 

We believe it only fair to all to make this fact known. 

A. Hollander & Son, Inc., 
Michael Hollander, 
President. 


On the day after the statement was published Imperial Company, Villani and 
Caruba, but not Singer, applied to the Vice Chancellor for an order to restrain 
the appellant, pending determination of the cause, from publishing any state- 
ments pertaining to the suit. The request was denied and a motion for an order 
to show cause in contempt was made and similarly dismissed. However, the 
advertisement was not repeated and a preliminary injunction was granted to the 
appellant, in general restraining Singer from working for Imperial until further 
order, and hearings were held, being concluded on October 31, 1946. It appeared 
the books and records of Imperial had been in some instances destroyed and in 
others altered and mutilated. Certain of the testimony given by Caruba was 
found to be perjured. Jn re Caruba, 139 N. J. Eq. 404 (Ch. 1947), aff'd 140 
N. J. Eq. 563 (E. & A. 1947). 

A few days after the expiration of the two-year restrictive covenant on De- 
cember 31, 1946, the name of Imperial disappeared from its two plants in Long 
Branch and signs were posted on the buildings bearing the name of “Philip A. 
Singer, Inc.” That fact was brought to the Vice Chancellor’s attention, who re- 
opened the cause for further testimony before a master. 

On August 21, 1948 the Vice Chancellor found for the Hollander Company on 
the merits of the case, including that of conspiracy and piracy by respondents, 
but held the advertisement was “a bold attempt to intimidate the fur trade—the 
public—and to prejudice the public mind against the defendant Imperial Company 
before the cause was heard.” Also finding the action constituted unfair compe- 





608 THE TRADE-MARK REPORTER 39 T. M.R. 


tition and a contempt of court, he concluded the publication violated the clean 
hands doctrine and therefore dismissed the bill. Upon reargument he did not 
change the decision, although he indicated the reason for not doing so was 
the futility thereof because of the inminence of the new judicial article going into 
effect on September 15. 

This appeal is from his conclusion and application of the clean hands doctrine, 
while the cross-appeals are from his finding on the merits of the case, assess- 
ment of the master’s fee of $1,000 against respondents and the denial of costs and 
counsel fees. 

The record establishes beyond doubt Singer’s infidelity to Hollander through 
failure to serve faithfully and exclusively; divulgence of trade secrets to Im- 
perial Corporation, specifically organized by him to compete with Hollander dur- 
ing the period of employment; granting to Imperial of formulae developed by 
him; and active competition against Hollander subsequent to discharge, all in 
violation of the express provisions of the employment contract. Under the con- 
tract he was to be loyal, faithful and dependable, but the record conclusively 
shows him to have been subtle, false and treacherous. Breach of the employment 
contract by Singer is clear and unequivocal and his conspiracy with the other re- 
spondents to profit from the trade secrets and formulae of the appellant is fully 
and firmly established. 

Several contentions are made by the respondent to justify the dismissal of the 
bill upon the ground the conduct of appellant was so unconscionable that it has 
no standing or right to request the equitable relief sought. Reliance is made 
upon the equitable maxim that “He who comes into equity must come with clean 
hands,” known as the “clean hands doctrine.” 

The only substantial basis for the application of the clean hands doctrine re- 
lates to the advertisement of September 26, 1945 in which appellant brought the 
attention of the public to the pendency of the suit and threatened to cause to 
account all persons who, knowing of the facts, dealt with Imperial. This the 
court below found was sufficient misconduct to warrant the dismissal of the 
bill, and the question is therefore posed whether such act was so unconscionable 
as to deprive the appellant of the relief to which it otherwise was entitled. 

The publication of notice of trade-mark, patent or copyright infringement 
and the pendency of suit therefor has been held to be lawful even though ac- 
companied with a threat to sue users who would be legally liable, provided the 
warnings are issued in good faith. Chase v. Tuttle, 27 F. 110 (C. C. N. Y. 1886) 
(patent) ; <elley v. Ypsilanti Dress-Stay Mfg. Co., 44 F. 19 (C. C. Mich. 1890) 
(patent) ; Computing Scale Co. v. National Computing Scale Co., 79 F. 962 
(C. C. Ohio 1897) (patent) ; Warren Featherbone Co. v. Landauer, 151 F. 130 
(C. C. Wis. 1903) (trade-mark) ; Mitchell v. International Tailoring Co., 169 F. 
145 (C. C. N. Y. 1909) (patent) ; Virtue v. Creamery Package Mfg. Co., 179 F. 
115 (C. C. A. 8, 1910), aff’d 227 U. S. 8 (1913) (patent) ; Celotex Co. v. Insulite 
Co., 39 F. 2d 213 (D. C. Minn. 1930) (patent) ; Starns v. Success Portrait Co., 
28 F. Supp. 71 (D. C. Tenn. 1939) (copyright) ; Treemond Co. v. Schering Corp., 
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35 F. Supp. 475 (D. C. N. J. 1940) (patent). 1 Callman, Unfair Competition 
and Trade-Marks (1945), Secs. 42.4 and 42.4(a). 

In Nims, Unfair Competition and Trade-Marks (4th ed. 1947), Sec. 267, the 
rule is stated as follows: 


CrrcuLars Givinc NoriceE oF PENDENCY OF SUIT FoR UNFAIR COMPETITION ARE LEGAL. 


A complainant in a suit for unfair competition or trade-mark, patent or copyright in- 
fringement may issue circulars to the trade to give notice of the pendency of the suit and 
of the claims made by him where he acts in good faith and limits the claims to the 
allegations of the bill. He may accompany such notices with threats to sue others, in- 
cluding customers of the defendant and users of his product, provided he does not go be- 
yond protecting his rights and does not try to intimidate persons who could not be under 
legal liability for using or selling his competitor’s product. 


The court in International Union v. Becherer, 142 N. J. Eq. 561 (Ch. 1948), 
affirmed “the undoubted right to publish to the world the fact of the pendency of 
a suit and the nature thereof provided he (complainant) reports those things truth- 
fully,’ but pointed out willful misrepresentation was beyond the scope of the 
privilege and would be a bar to relief. Accord: Kem Products Co. v. Levin, 117 
N. J. Eq. 560 (Ch. 1935). 

A suitor in equity must come into court with clean hands and he must keep 
them clean after his entry and throughout the proceedings. The doctrine has 
been the basis for denying relief where the complainant has been guilty of lar- 
cenous conduct relating to documents involved in the suit, Gluck v. Rynda De- 
velopment Co., 99 N. J. Eq. 788 (Ch. 1926), aff'd 100 N. J. Eq. 554 (E. & A. 
1927), or has withheld or given false testimony regarding material facts so as to 
deceive the court. Clickner v. Clickner, 95 N. J. Eq. 479 (Ch. 1924) ; Pfender v. 
Pfender, 104 N. J. Eq. 107 (Ch. 1929), aff'd 105 N. J. Eq. 247 (E. & A. 1929) ; 
Philip A. Singer & Bro., Inc. v. A. Hollander & Son, Inc., 104 N. J. Eq. 352 (Ch. 
1929) ; Zearfoss v. Zearfoss, 112 N. J. Eq. 530 (Ch. 1933). 

The doctrine, however, is not so rigid nor should it be so construed as to allow 
or permit an unconscionable gain to the wrongdoer at the complainant’s expense. 
In cases of this kind the court should not invoke the principle where there has been 
no misrepresentation or fraud and the suitor has acted upon the advice of coun- 
sel. To permit such a windfall to the wrongdoer would do violence to equity and 
good conscience. Rasmussen v. Nielsen, 142 N. J. Eq. 657 (E. & A. 1948). 

Here the advertisement did not include any misrepresentation of fact and 
was used after the institution of suit. The publication was made in reliance on 
counsel and wholly in good faith in an endeavor to preserve trade secrets which 
appellant believed it was entitled to protect. 

The circumstances under which the publication was made were not such as 
to warrant the application of the doctrine of clean hands so as to bar relief sought. 
To dismiss the suit for that sole reason would result in a substantial gain to the 
respondents though they had been clearly guilty of continuous culpable and fraudu- 
lent misconduct. Equity will not close its eyes to the full factual situation. As- 
suming but hot deciding the publication to be wrongful, it was not such as to 
justify the closing of the doors to equitable relief which would otherwise have 
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been granted. Only in the case of intentional serious wrongdoing, which is not 
here present, should the court dismiss the bill and thus assure the success of the 
opponent’s fraud. 

The covenants in Paragraphs 2 and 3 in the employment contract to perform 
faithfully the assigned duties, not to divulge trade secrets or processes or use 
them for personal profit, to turn over to the employer all new discoveries made by 
Singer and not to engage in other business during the term of employment, are 
clearly reasonable demands which the employer may exact from his employee. 
Taylor Iron & Steel Co. v. Nichols, et al., 73 N. J. Eq. 684 (E. & A. 1908). The 
validity of these covenants cannot be and is not disputed but it is claimed breaches 
thereof have not been established. The record fully supports the conclusion that 
each restriction has been violated by Singer and, through participation in the con- 
spiratorial plan, by each of the other respondents. 

Respondents’ strongest fire is directed at the validity of the covenants not to 
engage in any branch of the fur dressing and dyeing business and the suspension 
clause, from which they conclude Singer’s competitive activity was not unlawful. 

Covenants against post-employment competition receive judicial sanction where 
the prohibition is reasonably necessary for the protection of the business of the 
employer, is not unreasonably restrictive in point of time or territory upon the 
rights of the employee, and is not prejudicial to the public interests. Sarco Co. 
of N. J. v. Gulliver, 3 N. J. Misc. 641 (Ch. 1925), aff’d 99 N. J. Eq. 432 (E. & A. 
1926) ; Ideal Laundry Co. v. Gugliemone, 107 N. J. Eq. 108 (E. & A. 1930); 
Original N. Y. Furriers Co. v. Williams, 133 N. J. Eq. 524 (Ch. 1943) ; Irvington 
Varnish & Insulator Co. v. VanNorde, 138 N. J. Eq. 99 (E. & A. 1946) ; Silbros, 
Inc. v. Solomon, 139 N. J. Eq. 528 (Ch. 1947). 

The validity of the covenant is not predicated on methods or processes secret 
in fact and revealed to the employee in confidence but rests on the protection 
afforded an employer against disclosure of business and industrial methods and 
processes used, records compiled and customer contracts made in the employ- 
ment. Kislak v. Muller, 100 N. J. Eq. 110 (Ch. 1926) ; Ideal Laundry Co. v. 
Gugliemone, supra; Credit Rating Service, Inc. v. Charlesworth, 126 N. J. Eq. 360 
(Ch. 1939) ; Irvington Varnish & Insulator Co. v. VanNorde, supra; Pilgrim Coat, 
Apron & Linen Service, Inc. v. Krzywulak, 141 N. J. Eq. 212 [38 T. M. R. 332] 
(Ch. 1948). 

The fact the employee’s services are not of a kind requiring unique skill and 
ability is immaterial as the main problem is the reasonable protection to the em- 
ployer against competition by the employee who has received consideration for 
the covenant. Sarco Co. of N. J. v. Gulliver, supra; Vander May v. Schoone- 
Jongen, 128 N. J. Eq. 336 (Ch. 1940). Where the employee through his employ- 
ment has learned of the business practices and methods of his employer which if 
disclosed to a competitor may result in irreparable injury to the complainant, the 
court may presume irreparable injury will ensue from the breach of the covenant. 
Ideal Laundry Co. v. Gugliemone, supra; Capital Laundry Co. v. Vannozzi, 115 
N. J. Eq. 26 (Ch. 1933) ; Credit Rating Service, Inc. v. Charlesworth, supra. 
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Although previous to the association with Hollander, Singer admittedly was 
highly skilled, during the employment he was placed in a special position to learn 
the various secret formulae and processing methods of Hollander. Through pos- 
session of the formula books and supervision of the dye house, he became inti- 
mately acquainted with and fully cognizant of the very core of Hollander’s suc- 
cessful operations. This information was of substantial value and of such vital 
importance as to warrant the company in taking the greatest precautions in at- 
tempting to fashion a cloak of ample protection. In addition, Singer’s discovery 
of a new dye formula, which under the employment agreement became the prop- 
erty of Hollander, was clearly in the category of a business secret. It was that 
formula which was extensively used by Imperial in competing with Hollander. 

While it is admitted the covenant not to compete is reasonable as to time and 
territory, the contention is made the covenant is too broad since it bars Singer 
from engaging “in any branch of the fur dressing or fur dyeing industry.” To 
restrict the validity of the covenant to a particular fur process or sphere of ac- 
tivity of the business, as contended, would in part or completely nullify its effec- 
tiveness. The work done by Hollander changed with varying styles and the gen- 
eral supervisory nature of Singer’s employment provided ample justification for 
the broad scope of the covenant. Similarly broad restrictions had already either 
expressly or impliedly been upheld despite employment of a much narrower scope. 
Sternberg v. O’Brien, 48 N. J. Eq. 370 (Ch. 1891) ; Owl Laundry Co. v. Banks, 
83 N. J. Eq. 230 (Ch. 1914) ; Kislak v. Muller, supra; A. Fink & Sons v. Gold- 
berg, 101 N. J. Eq. 644 (Ch. 1927) ; Ideal Laundry Co. v. Gugliemone, supra; 
Capital Laundry Co. v. Vannozzi, supra; Irvington Varnish & Insulator Co. v. 
VanNorde, supra. 

The argument is made the suspension clause contained in Paragraph 8 is 
invalid and as such carries with it the covenant contained in Paragraph 4. Its 
fatal weakness is ascribed to the involuntary idleness in which the employee is 
placed. 

The purpose of the clause is to protect Hollander from an employee it suspects 
but cannot prove is violating the portions of the agreement protecting trade meth- 
ods and secrets. Considering the nature of the employer’s business, the secrecy 
of its formulae and processes and the broad supervisory duties of Singer, it 
cannot be said the clause was an unreasonable restriction for the protection of 
the employer’s business. On the other hand, Singer is not deprived of a liveli- 
hood but specifically receives his usual compensation during the period of sus- 
pension. His position as to its financial return is the same as if he were allowed 
to pursue his usual duties. Under the circumstances, the suspension provision 
cannot be deemed unlawful. 

The validity of the covenants and the breaches being established, it neces- 
sarily follows that Imperial Corporation, Caruba and Villani, by participating in 
the undercover activities, were properly joined in these proceedings. The pro- 
tection afforded an employer through the enforcement of the covenants not to com- 
pete nor to divulge trade methods or secrets extends against third persons who, 
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knowing of the employee’s obligation, may profit from his disclosure. This is 
true although the third party might have reached the same result independently 
by his own experiments or efforts. Stone v. Grasselli Chemical Co., 65 N. J. 
Eq. 756 (E. & A. 1903). <A stranger and its employees may be enjoined where, 
with knowledge of the employee’s covenant and in violation thereof, the stranger 
applies to his own use the property of the complainant. Fleckenstein Bros. Co. 
v. Fleckenstein, 66 N. J. Eq. 252 (Ch. 1904); Vander May v. Schoone-Jongen, 
supra. 

The appellant has established its right to injunctive relief and an accounting 
of the profits made by respondents. Sarco Co. of N. J. v. Gulliver, supra; A. Hol- 
lander & Son v. Singer, supra. The requested injunctive aid not rendered moot 
by the passage of time is allowed and an accounting will be made of respondents’ 
profits arising out of the operations involved. Mantell v. International Plastic 
Harmonica Corp., et al., 138 N. J. Eq. 562 (Ch. 1946), mod’d 141 N. J. Eq. 379 
(E. & A. 1947) ; Schechter v. Friedman, 141 N. J. Eq. 318 (E. & A. 1948). In 
that determination Singer is not entitled to retain the salary paid to him during 
suspension amounting to $15,000. These payments were made at a time when he 
was actively pursuing outside business activities contrary to the employment 
agreement. 

We find no error in the assessment of the second master’s fees against respond- 
ents and the denial of costs and counsel fees to either party. 

After an examination of the record, the findings of fact made by the Vice 
Chancellor and incorporated in the final decree are affirmed. The judgment of 
the court below is reversed insofar as it denies relief to the appellant and the 
cause is remanded for proceedings not inconsistent with this opinion. 


NANCY ANN STORYBOOK DOLLS, INC. v. GRAY 


Commissioner of Patents—May 4, 1949 


TRADE- MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATTON—DESCRIPTIVENESS 
The words “Bible Story” held generally descriptive of dolls and doll clothing designed 
to represent applicant’s conception of characters from the Bible and Bible stories, under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Nancy Ann Storybook Dolls, Inc. against Julia Cul- 
breth Gray. Decision dismissing opposition but refusing registration. Applicant 
appeals from refusal of registration. Affirmed. 


Charles S. Evans, of San Francisco, Cal., for opposer. 
A. Yates Dowell, of Washington, D. C., for applicant. 


DanIeLs, A. C.: 


The application involved herein seeks registration of the words “Bible Story” 
as a trade-mark under the Act of 1905 for “dolls and doll clothing.” A notice 
of opposition was filed by Nancy Ann Storybook Dolls, Inc., the opposer, relying 
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upon a prior registration of a trade-mark for dolls. No testimony was taken by 
opposer. Applicant, however, took testimony as to its use of the mark in question. 
After final hearing in the opposition proceeding, the notice of opposition was dis- 
missed, but the Examiner of Interferences ruled ex parte, and without regard to 
the issues of the opposition, that applicant was not entitled to the registration 
sought. Applicant appealed, but opposer did not, and the question presented on 
this appeal is therefore only the ex parte right of applicant to the registration sought. 
Island Road Bottling Company v. Drink-Mor Beverage Company, 30 C. C. P. A. 
708, 132 F. 2d 129 [33 T. M. R. 33], and 31 C. C. P. A. 816, 140 F. 2d 331 [34 
T. M. R. 109]. 

The applicant’s testimony indicated that the dolls and doll clothing upon which 
the mark is used are designed to represent her conception of selected characters 
from the Bible and Bible stories. I therefore agree with the Examiner of Interfer- 
ences that this is generally descriptive of such goods. Virginia Dare Extract Co., 
Inc. v. Gray, 51 U. S. P. Q. 228; Ex parte Nancy Ann Dressed Dolls, 602 O.G. 
685, 74 U. S. P. Q. 270; Durable Toy & Novelty Corporation v. J. Chein & Co., 
Inc., et al. (C. C. A.), 133 F. 2d 853, 56 U. S. P. Q. 339. (See also Nancy Ann 
Dressed Dolls v. Ippolito, 612 O. G. 787, 77 U. S. P. Q. 545.) 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 


SINCLAIR v. AMERICAN HOSPITAL SUPPLY CORPORATION 
Commissioner of Patents—May 17, 1949 


TRADE-Marks—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Hypodermic needles, syringes, rubber gloves and tubing, rubber coated sheeting and 
cotton tipped applicators held goods of different descriptive properties from bleaching, 
deodorizing and disinfecting preparations, particularly chlorinated lime, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by H. M. Sinclair, Jr., against American Hospital Sup- 
ply Corporation. Opposer appeals from dismissal of notice of opposition. Af- 
firmed. 


Freeman Crampton, of Toledo, Ohio, for opposer. 
Dawson, Booth & Spangenberg, of Chicago, Ill., for applicant. 


DanieEts, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing a notice of opposition to an application for registration of a 
trade-mark for “hypodermic needles, syringes, surgical rubber gloves, rubber 
tubing for intravenous solutions, rubber-coated sheeting for hospital beds, and 
cotton-tipped applicators,” under the Trade-Mark Act of 1905. The mark sought 
to be registered consists of the word “Chieftain.” 

The opposition is based upon opposer’s alleged prior use and ownership of the 
identical word as a trade-mark for “bleaching, deodorizing and disinfecting 
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preparations, particularly chlorinated lime,” it being alleged that the goods of 
the parties possess the same descriptive properties, and that the use of the mark 
above stated thereon will be likely to result in confusion in trade within the mean- 
ing of Section 5 of the Trade-Mark Act of 1905. 

Opposer’s testimony clearly establishes that it has used the mark “Chieftain” 
on chlorinated lime for many years and long prior to any use claimed by applicant, 
and that said product bearing that mark has been sold in large quantities. There 
being no question as to priority, and the marks being identical, the question for 
determination is whether or not the goods of the respective parties possess the 
same descriptive properties. The Examiner of Interferences has found that they 
do not. 

Opposer’s contention that the products of the parties possess the same de- 
scriptive properties is based primarily upon the fact that both are used in hospitals 
and would therefore be associated with each other by hospital and medical person- 
nel. That the products of the parties differ in appearance and physical character- 
istics cannot be questioned. Opposer’s chlorinated lime is a general purpose 
bleaching, deodorizing and disinfecting agent, having a wide variety of uses in the 
homes, farms, restaurants and elsewhere. The labels submitted with the notice 
of opposition recommend it for a variety of uses including the cleaning of bar 
and restaurant equipment, beer coils, dairy farm sanitation, purifying water and 
cleaning swimming pools, cleaning stains, etc., as well as for deodorizing cellars, 
drains, toilets, and garbage receptacles. While opposer’s chlorinated lime is for 
the most part sold through wholesale and retail drug and grocery outlets, some 
portion is resold to hospitals through such channels and it is also sold directly to 
hospitals and similar institutions in some cases. While the sales of this product, 
which ultimately is used by hospitals, may constitute only a small percentage of 
opposer’s sales such use cannot be characterized as minor or incidental but would 
appear to be a natural and expected use of the goods, and while the fact that the 
goods are or are not sold through the same channels of trade or used in the same 
institutions is not conclusive, the fact that the goods both are used by hospitals 
is entitled to some weight. 

It is clear as from the testimony of opposer’s witnesses, particularly that of 
the pathologist who testified on his behalf, that the use of the opposer’s chlo- 
rinated lime in hospitals is in the main for general cleansing and deodorizing 
purposes, such as, for example, for cleaning utensils and receptacles, and one of 
its principal uses is in the laundry. Such uses would not appear to change the 
essential characteristics of the product or make it in any sense a medical product. 
The fact that chlorinated lime may be used for cleaning rubber tubing and rub- 
ber sheeting such as that produced by applicant does not indicate that these 
products are so related as to confuse purchasers or to lead them to believe that 
they emanate from the same source or origin. McKesson & Robbins, Inc. v. 
Isenberg, 35 C. C. P. A. 1095, 167 F. 2d 510 [38 T. M. R. 663] ; Kraft-Phenix 
Cheese Corporation v. Consolidated Beverages, Limited, 27 C. C. P. A. 803, 107 
F. 2d 1004 [30 T. M. R. 52]; and Sholl Dental Laboratory Company v. McKes- 
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son & Robbins, Incorporated, 32 C. C. P. A. 1157, 150 F. 2d 718 [35 T. M. R. 
264]. 

Nor does the fact that chlorinated lime may be used in making Dakin’s solu- 
tion which is used in the treatment of wounds and in similar applications change 
the essential characteristics of the product. 

To find that confusion as to origin would be likely to result from the fact 
that opposer’s product is used in a hospital for cleaning and deodorizing purposes 
including the cleaning of a wide variety of hospital supplies and equipment would 
appear to indicate that confusion might also arise between such product and any 
of the numerous products used not only in such institutions but in restaurants, 
homes and farms and elsewhere, where it is used to an equal or greater extent. 
No such assumption is justified. I therefore agree with the conclusion of the 
Examiner of Interferences that the goods of the parties here involved differ so 
greatly in their essential characteristics and the purposes for which they are de- 
signed that they constitute goods of different descriptive properties within the 
meaning of the statute. 

The decision of the Examiner of Interferences is affirmed. 


AMERICAN BRAKE SHOE CO. v. AMPCO METAL, INC. 


Commissioner of Patents—June 2, 1949 


TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
Marks should not be dissected for the purpose of determining question of confusing 
similarity. 
OPPOSITIONS—PLEADING AND PRACTICE—GENERAL 
In absence of counterclaim for cancellation, applicant may not attack opposer’s registra- 
tion. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The term “Weld” held to have little trade-mark significance as applied to metals and 
welding materials. 
TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The words “Ampco” and “Amsco” appear to be arbitrary and capable of trade-mark 
significance as applied to metals and welding materials. 
OpposiTions—Proor oF DAMAGE—PARTICULAR INSTANCES—TRADE-MARKS—Marks Nor Con- 
FUSINGLY SIMILAR—PARTICULAR INSTANCES 
Where applicant has priority in use of “Ampco,” opposer has priority in use of “Amsco 
Dieweld,” has used “Amsco” for 34 years but opposes only because registration is sought 
for the combination “Ampco-Weld,” the word “Weld” being disclaimed, held there is no 
basis for suggesting that opposer can be damaged by applicant’s combination mark or that 
the marks are confusingly similar. 
No opinion expressed as to the similarity or dissimilarity of the marks or the elements 
thereof, if otherwise presented. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by American Brake Shoe Company against Ampco 
Metal, Inc. Opposer appeals from dismissal of notice of opposition. Affirmed. 
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Wilkinson, Huxley, Byron & Hume, of Chicago, Ill., for opposer. 
Elwin A. Andrus, of Milwaukee, Wis., for applicant. 


DANIELS, A. C.: 


This is an opposition proceeding submitted upon an agreed statement of facts. 
Opposer has appealed from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing its notice of opposition and adjudging the applicant entitled 
to the registration sought. The mark sought to be registered and to which op- 
position is made, consists of the word “Ampco-Weld,” registration being re- 
quested under the Trade-Mark Act of 1905, as a trade-mark for “spot welding 
tips and resistance welding electrodes,” the word “Weld” being disclaimed. 

Opposer relies upon its prior registration No. 109,306, of the word “Amsco,” 
registered March 28, 1916 (renewed), under the Trade-Mark Act of 1905, as a 
trade-mark for “steel”; and upon its registration No. 374,363, of the word 
“Dieweld,” January 9, 1940, under the Trade-Mark Act of 1905, as a trade-mark 
for “welding rods and metal alloys having a ferrous base.” These marks of op- 
poser have been used together since 1939. 

No question is raised but that applicant has used “Ampco” upon certain prod- 
ucts, particularly upon metals and metal castings since about 1914, prior to any 
use claimed by opposer. Nor is any question raised but that opposer has used 
“Amsco” since about 1915 on various metal products. It is also apparent that 
opposer used the combined words “Amsco Dieweld” as a trade-mark on welding 
material prior to any use of the specific combination “Ampco-Weld” by applicant 
upon such material. As against this, however, it is conceded that from 1919 until 
the use of the mark now sought to be registered (Ampco-Weld) in 1945, applicant 
used the words “Weld” and “Welding” on similar goods on which it used the 
word “Ampco,” although not in direct association therewith. Opposer concedes 
that applicant “is free to use ‘Weld’ in a composite trade-mark for its products, 
provided the resulting combination distinguishes sufficiently from other composite 
marks such as opposer’s.” 

The Examiner of Interferences has held that “Weld” or “Welding,” per se, 
have little or no trade-mark significance as applied to welding materials on which 
the parties use their respective marks, and that the term “Weld” as applied to 
such products is obviously descriptive thereof, and not subject to exclusive appro- 
priations by opposer or anyone else. He further held that the arbitrary features 
of the involved marks are “Ampco” in the mark of applicant, and “Amsco” in 
the opposer’s mark, and that since it is not contended by opposer that these por- 
tions of the respective marks are confusingly similar, and the record shows that 
applicant is the prior user thereof, the opposer has failed to establish that it would 
be damaged by registration of applicant’s mark. 

This ruling was based primarily on decisions such as Miles Laboratories, Inc. 
v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 T. M. R. 335]. Op- 
poser criticizes this holding on the ground that it is improper to dissect the marks 
and that they must be considered in their entireties, contending that the question 
involved is not that of priority as to, or similarity between “Ampco” and “Amsco” 
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or “Weld” and “Dieweld,” but only with respect to ““Ampco-Weld” and “Amsco 
Dieweld.” That marks should not be dissected for the purpose of determining 
similarity cannot be questioned, but in none of the cases cited by opposer had the 
parties themselves dissected their marks by piecemeal adoption and by failure of 
one or both parties to rely upon or claim rights as to one or more of the respec- 
tive portions thereof. In this case opposer specifically states that it does not base 
any claim on alleged similarity between “Ampco” and “Amsco,” conceding priority 
of use of “Ampco” by applicant, as to metal and metal castings but claiming 
priority for itself as to welding materials. Applicant, on the other hand, has made 
no attack upon opposer’s registrations, as of course it could not do in the absence 
of a counterclaim for cancelation. As found by the Examiner of Interferences, 
“Weld” has little trade-mark significance as applied to the products here involved. 
While both “Ampco” and “Amsco” appear to be arbitrary and capable of trade- 
mark significance, opposer’s objections relate only to the disclaimed portion of 
applicant’s mark, and objection is interposed to the registration sought only be- 
cause of its combination of ‘““Weld” with the word “Ampco.” In the absence of a 
claim based upon its rights with respect to its registered trade-mark “Amsco” there 
is, in my opinion, no basis for suggesting that there can be confusing similarity 
between the marks, nor that opposer can be damaged by applicant’s combination 
of “Ampco” with a disclaimed word which it is conceded may be used separately 
in connection with the same goods. 

It must be emphasized, however, that this is considered in this manner only 
because the parties have so presented it and that no opinion is expressed as to 
the similarity or dissimilarity of either mark or of the elements thereof if other- 
wise presented. In view of the foregoing, it is not considered necessary to deter- 
mine when the parties first used “Ampco” and “Amsco” respectively upon specific 
metal or welding material, nor what metals are in fact considered to be “welding 
materials.” 

The decision of the Examiner of Interferences is affirmed. 





JIM BROWN STORES, INC. v. MICHIGAN CHEMICAL CORP. 


Commissioner of Patents—June 3, 1949 


OpposITIONS—PRooF OF OWNERSHIP—EFFECT OF REGISTRATION 
Opposer’s 1905 Act registration held prima facie evidence of its ownership of mark, for 
the goods stated therein. 
TRADE-MArRKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Since neither party took testimony, question as to whether goods have same descriptive 
properties must be determined on basis of description of goods in opposer’s registration and 
applicant’s application. 
TRADE-MArKS—Goops oF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Chemical weed killer held goods of different descriptive properties from an electric fence 
charger, under 1905 Act. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition by Jim Brown Stores, Inc., against Michigan Chemi- 
cal Corporation. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Samuel Herrick, of Washington, D. C., for opposer. 
Dean Laurence, of St. Johns, Mich., and Beale & Jones, of Washington, D. C., 
for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dis- 
missing the notice of opposition to an application for registration of the word 
“Weedmaster” as a trade-mark for “chemicals for killing noxious weeds and 
plants,” under the Trade-Mark Act of 1905. 

Opposer is the owner of a registration of the word “Weed-Master” as a trade- 
mark for “electric fence charger,’ under the Act of 1905, issued prior to any 
date claimed by applicant, and relies upon the ownership of that registration as 
evidence that it is the prior user of that mark, it being alleged that the marks 
are identical and that the goods possess the same descriptive properties so that 
confusion in trade is likely to result from the granting of the registration to 
applicant. 

The marks of the parties are the same and no question is raised as to op- 
poser’s ownership of the registration referred to, which is prima facie evidence 
of its ownership of the mark for the goods stated, nor as to the fact that opposer 
used the mark upon electric fence chargers prior to any date of use by appli- 
cant, the only question for consideration being whether or not the goods possess 
the same descriptive properties. 

Since neither party took testimony this must be determined on the basis of 
the description of the goods in the opposer’s registration and applicants appli- 
cation. Considered on this basis, it would appear that a chemical weed killer 
and an electric fence charger differ in every essential characteristic and are so 
different in their nature that there could be no likelihood of confusion as a re- 
sult of the use of the same or similar trade-marks thereon. Opposer contends, 
however, that the mere fact that one is merely an electrical device and the other 
a chemical preparation is not controlling, and earnestly contends that they are 
products for the same identical purpose—the killing of noxious weeds and plants, 
and that the public is likely to be deceived as to the origin of applicant’s product 
and buy it in the mistaken belief that it was made and sold by the opposer. In 
this it refers to the claimed property of the electric fence charger of killing 
weeds, and submits advertising of fence chargers which, it is claimed, indicates 
that this property is a desirable and recognized one in fence chargers. Even if 
they were properly considered, the advertisements indicate that the electric fence 
as distinguished from the fence charger, kills only weeds or plant life which come 
in contact with it thereby preventing them from causing short circuits in the 
fence. It is not claimed that it has any capacity for killing weeds within the 
enclosure of the electric fence which may be connected to the charger or other 
than those with which it comes into actual contact. This incidental property of 
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an electric fence would not appear to affect the conclusion that the goods differ in 
every essential characteristic, and it must be found that the Examiner of Inter- 
ferences was correct in holding that these products are not goods of the same 
descriptive properties. 

The decision of the Examiner of Interferences is affirmed. 





THE DE PREE COMPANY v. BELCANO CO. 


Commissioner of Patents—June 6, 1949 


TrADE-MARKS—Goops OF THE SAME DESCRIPTIVE PRopERTIES—GENERAL 
The question is whether or not the goods possess the same descriptive properties, so 
that they might be confused or mistaken as to origin, and not whether the goods may be 
confused. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cosmetic leg lotion held goods of the same descriptive properties as liniment, under 1905 
Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by The De Pree Company against Belcano Company. 
Opposer appeals from dismissal of notice of opposition. Reversed. 


Chritton, Schroeder, Merriam & Hofgren, of Chicago, Ill., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to an application for registration of a trade- 
mark comprising the word “Limbo” for “cosmetic leg lotion,’ under the Trade- 
Mark Act of 1905. 

Opposer relies upon the confusion in trade clause of Section 5 of the Trade- 
Mark Act of 1905, alleging prior use and ownership of the trade-mark “Limbo” for 
a liniment consisting of “oil of wormwood, oil of sassafras, menthol, and acetone.” 

Opposer’s proof of its prior use of the mark as applied to its liniment is clear 
and convincing and does not appear to be questioned. The marks being identical, 
the only question remaining for consideration is whether or not the goods possess 
the same descriptive properties. The Examiner of Interferences has found that 
they do not, holding that opposer’s product is a medicinal preparation used as a 
liniment for the relief of muscular pains caused by overexertion and fatigue; 
whereas applicant’s product is a cosmetic preparation which is applied to the 
legs for the purpose of imparting a sun tan appearance thereto. In reaching 
this conclusion, the Examiner of Interferences relied primarily upon the decision of 
Daggett & Ramsdell v. Samuel Bonat & Bro., 35 C. C. P. A. 937, 166 F. 2d 151 
[38 T. M. R. 448]. 

Upon the record presented, it is clear that opposer’s liniment is a liquid for 
external application, particularly to the arms and legs, and that it is primarily a 
preparation for the relief of muscular aches and soreness due to exertion, ex- 
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posure or fatigue. It is also recommended for use in diluted form as a rub- 
down. Both this product and applicant’s lotion are sold in small containers, ap- 
parently through ordinary retail channels, such as drug stores, at approxi- 
mately the same price. Clearly one could not be substituted for the other, nor 
would anyone desiring the sun tan lotion purchase liniment, but the question is not, 
whether or not the goods may be confused, but whether or not the goods possess 
the same descriptive properties, so that they might be confused or mistaken as to 
origin. In W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 
[37 T. M. R. 73], the court said: 


It is generally understood that modern practices in dealing in food products involve 
the production, advertising, and selling of many different products of varied descriptions 
under a single trade-mark. This is also true of drugs and certain other articles. By 
reason of this practice, the purchasing public of these articles are probably more likely 
to be confused by virtue of the similarity of trade-marks. 


While one may be medicinal and the other a cosmetic, these products are 
sold through the same retail outlets, and many producers, including opposer, manu- 
facture and sell lines of products which might include both cosmetics and medicinal 
preparations. Both are for external application, and both would be used in many 
cases upon the legs of the user. 

While prior decisions can serve only as a guide, and minor changes in facts 
may require a different conclusion, upon the record presented these products 


appear at least as similar as those held to possess the same descriptive properties 
in Malone v. Horowitz, 17 C. C. P. A. 1252, 41 F. 2d 414 [20 T. M. R. 462]. As 
against this applicant relies upon the recent decision of the Court of Customs and 
Patent Appeals in In re McKesson & Robbins, Incorporated (C. C. P. A.), 81 
U. S. P. Q. 117, and Daggett & Ramsdell v. Samuel Bonat & Bro., supra. In 
neither of these cases, however, were the marks under consideration identical, and 
in the Daggett & Ramsdell v. Samuel Bonat & Bro. case, supra, there were dif- 
ferences in marketing methods. Without comparing these cases in detail, the 
products here involved appear more similar in nature than those considered by 
the court in these decisions relied upon by applicant, and upon this record must 
be considered to be goods of the same descriptive properties. 
The decision of the Examiner of Interferences is reversed. 


THE CROWN OVERALL MFG. CO. v. EDWARD MAKRANSKY 
COMPANY, INC. 


Commissioner of Patents—June 6, 1949 


TrADE-MarKs—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Cromvella” held not confusingly similar to the word “Crown” and pictorial representa- 
tion thereof, used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSINGLY SIMILARITY—GENERAL 
Testimony of record that there is possibility that applicant’s mark written in script may 
be misread as “Crownella” cannot be considered as against appearance of actual mark 
sought to be registered. 
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Appeal from Examiner of Interferences. 


Trade-mark opposition by The Crown Overall Mfg. Co. against Edward 
Makransky Company, Inc. Opposer appeals from dismissal of notice of opposi- 
tion. Affirmed. 


Zugelter & Zugelter, of Cincinnati, Ohio, for opposer. 
Kimmel & Crowell, of Washington, D. C., for applicant. 


DaNIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing opposer’s notice of opposition to an application for registration 
of the word “Cromvella” as a trade-mark for ‘‘men’s topcoats, overcoats, sack coats 
and sport coats,” under the Trade-Mark Act of 1905. The mark is shown in the 
drawing and specimens is written in a slanting script. 

Opposer relies upon its ownership and prior use of the trade-mark “Crown,” 
(both the word and the pictorial representation thereof) for numerous articles 
of clothing, and alleges that the mark of the applicant so nearly resembles that 
mark, that there is likelihood that confusion or mistake will arise in the minds 
of the purchasing public. In support of these allegations, registrations of op- 
poser’s mark under the Act of 1905 for various articles of clothing have been 
made of record, and testimony has been taken which establishes extensive use of 
opposer’s mark upon numerous articles of clothing. No question is raised as to 
opposer’s priority or as to similarity of the goods. The only question considered 
by the Examiner of Interferences and which need be considered here is that of 
the similarity of the marks of the parties. 

A comparison of the words “Crown” and “Cromvella” discloses no reasonable 
basis for considering them to bear any confusing resemblance within the mean- 
ing of Section 5 of the Trade-Mark Act of 1905. Opposer, while suggesting 
that the words are similar, per se, devotes little attention to this phase of the op- 
position, arguing rather, that the first syllable of applicant’s mark is written in 
script which can be read either as “Crown” or ‘‘Crom,” and the second syllable 
or part as “ella” or “‘vella” or “nella,” and that it may readily be regarded by 
the purchasing public as “Crownella.”” Examination of both the specimens and 
drawings of the application discloses to me at least no basis for any suggestion 
that applicant’s mark is anything other than “Cromvella” or could be read or re- 
garded as anything else. While there is certain testimony of record that this 
might be possible, it cannot be considered as against the appearance of the actual 
mark sought to be registered. 

Opposer further contends, if the argument is correctly understood, that if it be 
held that “Cromvella” and “Crown” are dissimilar, that script may vary, and that 
even though at present applicant’s mark would be recognized as “‘Cromvella,” some 
future script may not be, and the mark might then be regarded as “Crownella.” 
In furtherance of this it is argued that “Crown” and “Crownella” are confus- 
ingly similar. The mark for which applicant seeks registration is not “Crownella,” 
and the question of possible confusion between these two words is not before 
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me for consideration. This could only be decided in a proceeding such as this if 
applicant would attempt to register “Crownella” or some word which might be so 
read, for similar goods. 

I therefore agree with the conclusion of the Examiner of Interferences that 
this mark “Cromvella” contains nothing of a character calculated to cause it to be 
confused in use with the notation “Crown” used by the opposer. 

The decision of the Examiner of Interferences is affirmed. 


DAVID & JOHN ANDERSON, LTD. v. WM. ANDERSON TEXTILE 
MFG. CO., LTD. 


Commissioner of Patents—June 7, 1949 


OpposITIONS—RIGHT TO OpposE—GENERAL 
Opposer need not own registered or registrable trade-mark in order to maintain opposi- 
tion, where applicant seeks registration of mark confusingly similar to wording used by 
opposer on similar goods, because question is applicant’s right to register. 
TRADE-MarKks—Marks Nor CoNnFUSINGLY SIMILAR—PARTICULAR INSTANCES 
Signature “Wm. Anderson” in applicant’s marks held not confusingly similar to “David 
& John Anderson,” used on similar goods, under 1905 Act. 
TrADE-M AaRKS—ABANDONMENT—GENERAL 
OpposITIONS—Proor or Us—E—ABANDONMENT 
Lack of proof of use of opposer’s mark for several years prior to filing opposition held 
not proof of abandonment. 
Effect of disclaimer, in previous application, of phrase including words “Wm. Anderson” 
held not to extend beyond actual wording involved nor to preclude registration here. 
On facts of record, opposer held to have failed to sustain burden of proof that related 
company and not applicant used mark. 


Appeal from Examiner of Interferences. 


Trade-mark oppositions by David & John Anderson, Ltd. against Wm. Ander- 
son Textile Mfg. Co., Ltd. Opposer appeals from dismissal of notice of opposi- 
tion. Affirmed. 


George B. Finnegan, Jr., and Hobart N. Durhan, of New York, N. Y., for opposer. 
Mason, Fenwick & Lawrence, of Washington, D. C., for applicant. 


DanliELs, A. C.: 


These are appeals from the decision of the Examiner of Interferences dismiss- 
ing each of the above entitled oppositions, which have been heard upon the same 
records and briefs. 

The mark sought to be registered in application Serial No. 473,209, involved 
in opposition No. 24,931, consists of the notation “Wm. Anderson,” in script which 
is stated to be a facsimile of the signature of the original founder of the business, 
for use upon “printed cotton piece goods” ; the same mark with the addition of a 
representation of a ship is sought to be registered in application Serial No. 475,825, 
involved in opposition No. 24,974. Both are filed under the Trade-Mark Act of 
1905. 
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The opposition is based upon the allegation of ownership and prior use of the 
marks “Anderson,” and/or “Anderson’s,’ and/or “D. & J. Anderson,” and/or 
“David & John Anderson,” as applied to various textile fabrics, it being alleged 
that the marks of the parties have such near resemblance that, as applied to their 
respective goods, there is reasonable likelihood of confusion ; that the applicant has 
sold no goods under the marks sought to be registered; and that applicant is not 
entitled to register its marks in view of a disclaimer heretofore filed in another ap- 
plication. 

Opposer has submitted testimony to support its burden of proof as to these 
allegations. Opposer’s testimony is of a very general nature, but is uncontradicted, 
and is considered to establish use of the words “David & John Anderson” upon 
piece goods since beginning at approximately 1897 and continuing until further 
shipments were stopped in about 1941. But no evidence is presented as to use 
of “Anderson” and/or “Anderson’s,” and/or “D. & J. Anderson.” The same 
testimony establishes continuous use of applicant’s mark by it and its predecessors 
beginning at least as early as 1911. The fact that opposer may or may not have 
used the words “David & John Anderson” as a trade-name, rather than a trade- 
mark or may have used another technical trade-mark, is considered immaterial, 
since the question involved is applicant’s right to register, and opposer need not 
own a registered or registrable trade-mark in order to maintain an opposition if 
applicant has used a mark which closely resembles wording actually used by op- 
poser as applied to goods of the same descriptive properties. Revere Paint Co. v. 
20th Century Chemical Company, 32 C. C. P. A. 1096, 150 F. 2d 135 [35 T. M. R. 
143]. 

The notice of opposition also alleged use of ““Anderson’s” as a trade-mark, but 
there is no testimony as to such use. The situation presented is therefore unlike 
that in J. B. Williams Co. v. Williams, 18 C. C. P. A. 1133, 48 F. 2d 398 [21 T. M. 
R. 188]. So far as similarity of the marks is concerned, the question is, therefore, 
whether or not “David & John Anderson” and “Wm. Anderson” so nearly re- 
semble each other that confusion is likely to arise from their concurrent use upon 
the goods. The use of the signature ““Wm. Anderson” in applicant’s mark as 
against the trade-name “David & John Anderson” is not considered to constitute 
such resemblance as to indicate likelihood of such confusion. Thaddeus Davids 
Company v. Davids and Davids, 233 U. S. 401, 1914 C. D. 367. 

It is further found by the Examiner of Trade-Mark Interferences that there 
was no proof of any use of opposer’s mark for several years prior to the date of 
the filing of the opposition. While this would not necessarily amount to proof 
of abandonment, it would appear that opposer has failed to show use of the mark 
relied upon at or about the filing date of its opposition. Old Monk Olive Oil Co. 
v. Southwestern Coca-Cola Bottling Co., 28 C. C. P. A. 1091, 118 F. 2d 1015 [31 
T. M. R. 203]. This is not a case in which the opposer is the owner of a regis- 
tered mark under the Act of 1905, so that a statutory bar to registration may be 
relied upon in the absence of abandonment as in R. H. Macy & Co., Inc. v. Wil- 
mington Hosiery Mills, Inc., 613 O. G. 1098, 78 U. S. P. Q. 130. 
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The disclaimer by applicant’s predecessor relied on by opposer referred to a 
phrase containing wording not here involved, and while it did include “Wm. 
Anderson” its effect cannot extend beyond the actual wording involved and can- 
not affect applicant’s right to the registration here sought. With respect to the 
contention that applicant has not used the mark but that it has been used by a 
related company, a careful consideration of the testimony offered fails to indicate 
with certainty that it was not used either directly or through an agent, and, in my 
opinion, the opposer has failed to sustain its burden of proof as to this ground of 


opposition. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


PARFUMS CORDAY, INC. v. MAURICIO Y ALBERTO HABIF Y CIA 


Commissioner of Patents—June 8, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Frenesi” held Spanish equivalent of English word “Frenzy.” 
CANCELLATIONS—PrRooF OF USE—PARTICULAR INSTANCES 
Evidence of record held to establish use by petitioner’s predecessor of “Frenzy,” prior to 
respondent’s use of “Frenesi,” on similar goods, under 1905 Act. 


TRADE-MARKS—EFFECT oF ASSIGNMENT—GENERAL 

Petitioner held to have received proper assignment of all rights of prior user of mark, 
together with good-will thereof and material which could have been used to carry on busi- 
ness of prior user of mark insofar as it related to “Frenzy” toilet water. 

Fact that petitioner’s perfume and toilet water differ from its assignor’s both as to scent 
and “deodorizing” characteristics held immaterial. 

It is not considered necessary to decide whether or not petitioner acquired rights of its 
assignor ; even though the assignment were in gross, it at least constituted an abandonment 
of the prior user’s rights. 

CANCELLATIONS—BASIS OF RELIEF—GENERAL 

Question involved is whether respondent was entitled to use of mark at date of applica- 
tion to register and whether petitioner is likely to be injured by respondent’s registration. 

Whether or not assignment to petitioner from first user was valid, registration of re- 
spondent second user was invalid and petitioner as third user would be injured thereby and 
is entitled to maintain petition for cancellation. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by Parfums Corday, Inc. against Mauricio 
y Alberto Habif y Cia. Petitioner appeals. Reversed. 


Morris Kirschstein, of New York, N. Y., for opposer. 
Albert L. Sklar, of Baltimore, Md., and James F. Hall, Jr., of Washington, D. C., 
for applicant. 


Danie ts, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the petition to cancel a trade-mark registration under the Act 
of 1905. The mark disclosed in the registration sought to be canceled comprises 
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the word ‘‘Frenesi,” having been granted on September 12, 1944, Registration No. 
409,032 for “perfume, skin lotion, and toilet water.” The petition for cancela- 
tion alleges that prior to any date of use of “Frenesi’” by respondent, a corporation, 
Marie Richelieu Parfum Odesant, Inc. (hereinafter referred to as Richelieu), 
adopted the word “Frenzy” as a trade-mark, in connection with perfumes and 
toilet waters, and continued to use the same until December 7, 1945, when peti- 
tioner acquired the entire right, title and interest in and to said trade-mark, 
together with the good-will appertaining thereto. It is further alleged that peti- 
tioner has been and now is the owner of such trade-mark and good-will and has 
continued to use the trade-mark “Frenzy” in connection with perfumes and toilet 
waters. 

“Frenesi’ is a Spanish word corresponding to “frenzy,” and no question 
is raised by either party as to the similarity of the marks claimed by the parties 
nor of the identity of the goods upon which they are alleged to have been used. 

The petition to cancel is based upon the allegation that the respondent was 
not entitled to use of the mark at the time of application for registration thereof, 
in view of the prior use by Richelieu and the continued use by petitioner, pursu- 
ant to assignment of such rights. Both parties have taken testimony. The Ex- 
aminer of Interferences found that respondent had made continuous use of its 
mark in the United States since many months prior to the latter part of the year 
1945, when petitioner first used the mark, and further found that petitioner’s 
predecessor, Richelieu, adopted and used the mark “Frenzy” upon goods of the 
character involved prior to any date claimed by respondent. Petitioner ques- 
tions the proof of use by the respondent in the United States and the respondent 
criticizes the proof of the alleged use of the mark “Frenzy” by Richelieu and 
contends that it is not shown that it was used to any extent, nor up to the time 
of the assignment to petitioner. Without going into the evidence in detail, there 
appears to be ample support for both findings. While the extent of respondent’s 
use of its mark in the United States or in its home country, Cuba, is not well 
established, and certain of the testimony is not clear as to the precise labels upon 
which the mark “Frenesi” was used, it seems apparent that it was used at least 
to some extent at a date prior to use by the petitioner (as distinguished from its 
alleged predecessor) of the mark “Frenzy.” The testimony as to use by Richelieu 
establishes that it began using “Frenzy” as a trade-mark for toilet water prior to 
any use of its mark by respondent. It also sold similar toilet waters under other 
marks. Apparently “Frenzy” toilet water did not sell in as great a volume as 
others and it seems probable from the testimony adduced that sales under that 
mark by Richelieu may have been in small amounts. Nevertheless a review of the 
testimony sustains the Examiner of Interferences’ conclusion that the mark was 
used at a date prior to any date claimed by respondent for use of its mark “Fren- 
esi’ and continued to be used up to the time of the assignment of Richelieu’s rights 
to petitioner. 

After making the findings above referred to, the Examiner of Interferences 
stated that the case accordingly turns upon the question of the validity of the 
assignment under which the petitioner claims to have derived title and found 
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that this was a transfer in gross under which petitioner obtained no good-will 
and that it was accordingly not entitled to the benefits of the use made by Richelieu 
of the mark relied upon and accordingly could not be injured by respondent's 
registration in question. 

Early in 1945 petitioner arranged for the importation of a French perfume 
into this country and selected the name “Frenzy” as a trade-mark therefor. Dur- 
ing the summer it advertised this perfume and began sales thereof in about October 
of 1945. In the course of preparation for the merchandising of this perfume 
petitioner became aware of the existence of the marks of both Richelieu and 
respondent and at about the time petitioner began sales of its product Richelieu 
formally notified petitioner of its rights in the mark. Negotiations followed and 
in December of 1945, petitioner purchased all right, title, and interest of Richelieu 
in the mark and received a written assignment thereof, together with the good- 
will of the business to which it pertained in conventional form. Under the terms 
of the sale petitioner received a small stock of Richelieu’s “Frenzy” toilet water 
and a large supply of labels and circulars concerning “Frenzy” which constituted 
all of such material which Richelieu had on hand. Petitioner made no use of 
either the labels, pamphlets or the bottles of toilet water so received, destroying 
all but a few specimens of such advertising and circulars. 

From the foregoing it is apparent that at the time of the assignment petitioner 
was already selling its own “Frenzy” perfume and toilet water and it utilized 
neither the labels nor advertising material furnished by Richelieu. The record 


also discloses that it neither received nor desired any formulas for Richelieu’s 
“Frenzy” toilet water nor any list of customers since it was then already engaged 
in marketing its own “Frenzy” perfume and toilet water which it contends was 
a superior quality and certainly was more expensive. It did, however, receive a 
proper assignment of all rights which Richelieu may have had in the name 


” 


“Frenzy,” together with good will thereof and material which could have been 
utilized to carry on the business of Richelieu insofar as it related to “Frenzy” 
toilet water. As of that date Richelieu discontinued selling a “Frenzy” toilet 
water although it continued to sell toilet waters under other names. The fact 
that petitioner’s perfume and toilet water differed both as to scent and as to cer- 
tain “deodorizing” characteristics claimed for Richelieu’s toilet water appears 
immaterial, since both are clearly the same goods. 

As of the date of the purchase of Richelieu’s rights there appears to have 
been no infirmity in the assignment, and petitioner was in a position to take ad- 
vantage of the rights to the mark and any good-will pertaining thereto in the 
sale of toilet water and similar products had it elected to do so. By the terms 
of the agreement to make no further sales Richelieu clearly could not have 
interfered therewith. The fact that its subsequent conduct may or may not have 
extinguished this good-will appears to be immaterial upon the issues here pre- 
sented, since the question here involved is not what rights to the mark petitioner 
may or may not have acquired from Richelieu, but whether or not respondent 
was entitled to the use of the mark at the date of his application for registration 
(Section 13 of the Act of 1905), and whether petitioner is likely to be injured by 
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such registration. If the assignment was valid and actually passed Richelieu’s 
rights to petitioner there can be no question of petitioner’s right to cancellation of 
respondent’s registration. But it is not considered necessary to determine that 
question. Prior to December, 1945, when the agreement between petitioner and 
Richelieu was executed, each of the parties to this proceeding was using its respec- 
tive mark for identical products. Both were trespassers on the rights of Richelieu. 
Petitioner paid a substantial sum for these rights and whether or not it actually 
succeeded to rights to the trade-mark by such transaction, it certainly extin- 
guished Richelieu’s rights as against petitioner, and the agreement at least con- 
stituted an abandonment of the mark by Richelieu as of that date. 

At the time of its application for registration, respondent was clearly not 
entitled to the registration sought, in view of Richelieu’s prior use of its mark. 
Following respondent’s application for registration and the registration of its 
mark, and prior to the filing of the petition herein, each of the parties to this 
proceeding made use of its mark upon its product. This appears closely parallel 
to the situation involved in The Penetrene Corporation v. Plough, Inc., 29 C. C. 
P. A. 1029, 128 F. 2d 591 [32 T. M. R. 375]. In that case, as in this, the parties 
to the proceeding were contemporaneously using marks considered to be similar 
for similar goods, although a third party was the original user of the mark. One 
of the parties to the proceeding received an assignment of the rights of the original 
user which was, however, claimed to be, and in that case was found to be, an 
assignment in gross which actually conveyed no trade-mark rights. As stated in 
that decision [32 T. M. R. 380]: 


Upon the facts as found, therefore, we are here confronted with a situation where 
marks which should not have been registered (because of the lack of right to their ex- 
clusive use by those who secured their registration) were being concurrently used at the 
time when the mark which prevented their legitimate registration was abandoned. 


It was further stated: 


. Obviously, if we are right in our holding as to the marks above discussed, 
appellee had no right to the exclusive use of that mark at the time of its adoption, and 
its registration is invalid. 

. * + 
We are of the opinion that so long as the registrations here sought to be canceled re- 
main standing in the Patent Office, each party is entitled to claim injury, because, pre- 
sumptively, each of the registrations prima facie implies ownership and right of exclusive 
use. 
After the abandonment neither party was a trespasser and each had the right to use, 
but such right was not exclusive. 


It may or may not be as contended by petitioner in this case that it actually 
acquired the rights of Richelieu in the mark under the principles outlined in 
Abraham & Straus, Inc. v. TruVal Manufacturers, Inc., 31 C. C. P. A. 731, 138 
F. 2d 77 [33 T. M. R. 465], but in view of the foregoing it is not considered nec- 
essary to determine this. Even though the assignment were in gross, and peti- 
tioner was not entitled to rely on Richelieu’s prior use, the respondent would be 
in no better position than petitioner and was not entitled to the registration at the 
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time it made application therefor. Petitioner’s own use of the mark as outlined 
above is sufficient to indicate that it would be injured and to authorize it to 
maintain the petition for the reasons set out in The Penetrene Corporation v. 
Plough, Inc., supra. 

The decision of the Examiner of Interferences is reversed. 


CHERAMY, INC. v. PERFUMES HABANA, S. A. (2 cases) 
Commissioner of Patents—June 9, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

(Case 1) Composite mark consisting of the words “Chance” and “Cherigan” appear- 
ing, respectively, above and below a fanciful representation of a man and woman held con- 
fusingly similar to “Cheramy,” used on similar goods, under 1905 Act. 

(Case 2) Composite mark consisting of the words “fleurs de” and “Cherigan” appear- 
ing, respectively, above and below a spray of flowers held confusingly similar to “Cheramy,” 
used on similar goods, under 1905 Act. 

(Cases 1 and 2) “Cherigan” held confusingly similar to “Cheramy”; since “Cherigan” 
is conspicuous and essential feature of applicant’s mark and confusingly similar to opposer’s, 
the inclusion of additional features held insufficient to differentiate. 


Appeals from Examiner of Interferences. 
Trade-mark oppositions by Cheramy, Inc. against Perfumes Habana, S. A. 


Applicant appeals from decisions sustaining notices of opposition. Affirmed in 
each case. 


Mock & Blum, of New York, N. Y., for opposer. 
Garvey & O’Connell, of Washington, D. C., for applicant. 


DanlkeLs, A. C.: 


(Case 1.) This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition to an application for registration 
of a trade-mark for “perfumes, eau de cologre, rouges and lip colorings,” under the 
Trade-Mark Act of 1905. The mark sought to be registered consists of the 
words “Chance” and “Cherigan,” appearing, respectively, above and below a fanci- 
ful representation of a man and a woman. 

Opposer relies upon its conceded prior use and ownership of the registered 
mark “Cheramy” as applied to cosmetics and perfumes, in part identical with 
the goods of applicant, and all of which possess the same descriptive properties, 
and alleges likelihood of confusion between the marks as applied to such products. 

The Examiner of Interferences has found “Cherigan” “phonetically too nearly 
like the opposer’s mark ‘Cheramy’ to be used concurrently therewith for identical 
goods, without giving rise to a reasonable likelihood of confusion, and this, not- 
withstanding the additional features contained in applicant’s mark.” 

Applicant contends that there is not sufficient similarity between “Cheri- 
gan” and “Cheramy,” but maintains that the question of such similarity is not 
conclusive, and that when considered in their entireties, there is not sufficient 
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resemblance between the marks of the parties to sustain the ruling of the ex- 
aminer. With respect to the similarity of “Cherigan” and “Cheramy,” I am 
constrained to agree with the conclusion of the Examiner of Interferences. Nor 
does the addition of the word “Chance,” or of the pictorial matter sufficiently dis- 
tinguish between these marks. It may be true as contended by applicant that 
“Chance” appears to be entirely arbitrary, and that if purchasers were to call for 
applicant’s product by one word or the other, there might be an equal probability 
that they would call for “Chance” as well as for “Cherigan.” ‘“Cherigan” is, how- 
ever, a conspicuous and essential feature of applicant’s mark, and once it is deter- 
mined that this word is confusingly similar to opposer’s term, the inclusion of the 
additional features would not appear sufficient to differentiate between them. 
Carmel Wine Co. v. California Winery, 38 App. D. C. 1, 1912 C. D. 428; W. B. 
Roddenbery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]; 
and Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corporation, 34 C. C. P. A. 
1029, 161 F. 2d 234 [37 T. M. R. 457]. 


The decision of the Examiner of Interferences is affirmed. 


(Case 2.) This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition to an application for registration 
of a trade-mark for “perfumes, eau de cologne, face and bath powders, rouges and 
lipsticks,” under the Trade-Mark Act of 1905. The mark sought to be registered 
consists of the words “fleurs de” and “Cherigan,” ‘‘fleurs de” appearing above, 
and “Cherigan” below, a spray of leaves. 

Opposer relies upon its conceded prior use and ownership of the registered 
mark “‘Cheramy” as applied to cosmetics and perfumes, in part identical with those 
of applicant, and all of which possess the same descriptive properties, and alleges 
likelihood of confusion between the marks as applied to their products. 

In Opposition No. 26,561, between these parties decided contemporaneously 
herewith, “Cherigan” and “Cheramy” were considered and found to be confusingly 
similar. The addition of the words “fleurs de,” or of the leaves, which can possess 
little, if any, distinctiveness, is clearly not sufficient to distinguish between these 
marks. 

The decision of the Examiner of Interferences is affirmed. 


TURCO PRODUCTS, INC. v. THE BORDEN COMPANY 
Commissioner of Patents—June 9, 1949 


TRADE-M ARKS—ACQUISITION OF RIGHTS—EXPANSION OF GooDs 
Applicant’s ownership of prior registration of mark sought to be registered held not 
pertinent to this proceeding, where the prior registration covered core binding compound 
used primarily in foundries and the present application covers insecticides, insect and stock 
sprays. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Word features of composite marks held most significant and likely to be remembered 
but pictorial features may not be ignored and marks must be considered in their entireties 
in determining question of confusing similarity. 
Similarity in sound alone may be sufficient to indicate likelihood of confusion. 
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TrapE-Marks—Marxks Not ConFUSINGLY SIMILAR—PARTICULAR INSTANCES 
Composite mark consisting of the word “Tykor,” displayed within a panel, above which 
appears representation of certain laboratory receptacles, all within a circle, held not con- 
fusingly similar to composite mark consisting of the word “Turco,” displayed in association 
with a bearded and turbaned head and a scimitar, used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Turco Products, Inc. against Tykor Products, Inc. 
(The Borden Company, assignee, substituted.) Applicant appeals from decision 
sustaining notice of opposition. Reversed. 


Mason & Graham, of Los Angeles, Cal., for opposer. 
Arthur C. MacMahon, John A. Wortmann, and Mansfield C. Fuldner, of New 
York, N. Y., for applicant. 


DaNnIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition to an application for registration of 
a trade-mark for “insecticides, insect and stock sprays,” under the Trade-Mark 
Act of 1905. The mark sought to be registered consists of the word “Tykor,” 
which is displayed within a panel, above which appears the representation of cer- 
tain receptacles, apparently of the type used in chemical laboratories. All of these 


are inclosed within a circle. 

The notice of opposition is based upon the alleged ownership and prior use of 
the word “Turco” as a trade-mark for insecticides and for abrasive and deter- 
gent cleaning compounds. The opposer has made of record certain registrations 
of its mark for abrasive and detergent cleaning compounds, and has satisfac- 
torily proven use of its mark upon insecticides since a date prior to any use claimed 
by applicant. As presented in the registrations, and as displayed on nearly all of 
the specimens of record, opposer’s word “Turco” is displayed in association with 
a bearded and turbaned head which opposer’s president described as a “Turk’s 
head” and a scimitar. In many of the specimens, the stem of the “T” in “Turco” 
is also extended in the form of the blade of the scimitar. 

No question is raised as to opposer’s use of its mark on insecticides being prior 
to any use by applicant of its mark on insecticides, but applicant contends that 
it is the owner of a prior registration of the mark “Tykor” for a core binding 
compound, and that it and its parent company have, for many years, been “inter- 
ested in” the sale of insecticides, and have participated in educational and develop- 
mental activities in their use in the dairy industry. The registration for a core 
binding compound is prior to opposer’s first date of use, but the core binding com- 
pound is apparently, as found by the Examiner of Interferences, a chemical agent 
used primarily in foundries for the purpose of holding together the core element 
of a mold during a casting operation. As such it appears to be so entirely different 
from the material here involved that it cannot be relied upon by applicant as 
carrying back its date of use nor can such registration or applicant’s “interest’’ 
in the insecticide field be considered pertinent to this proceeding in any way. It 
is accordingly not necessary to determine other questions raised by opposer as to 
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applicant’s ownership, or as to possible abandonment of that registration for core 
binding compounds. 

The only question remaining for decision is that of similarity of the marks 
of the parties. As to this the Examiner of Interferences found: 


While it is true, as contended by the applicant, that its mark differs somewhat from 
that of the opposer, the examiner is nevertheless of the opinion that the notations “Turco” 
and “Tykor” are too nearly alike in sound to be used concurrently for the substantially 
identical goods here involved, without reasonable likelihood of confusion in trade. 


Opposer contends that not only are these marks similar in sound but also in 
appearance. The resemblance does not appear to me to be particularly apparent 
even as to sound. If, however, it be assumed that there is some similarity in 
this respect, the marks involved are not merely “Turco” and “Tykor,” but these 
words together with the added pictorial or design features above referred to, and 
in the case of each mark these form a conspicuous and substantial portion thereof. 
It is obvious that the word feature of each mark is the most significant feature 
thereof, and that is most likely to be noticed by purchasers, or used in designating 
the products. Nevertheless, the pictorial features cannot be ignored, and the simi- 
larity of the marks must be determined in their entireties. The addition of the 
turbaned-bearded head and the scimitar to the word feature of opposer’s mark 
clearly gives the impression of some Turkish significance, or at least lends a 
Turkish suggestion thereto. Applicant’s word mark, on the other hand, appears 
to be without meaning, and the design features would appear to relate to a labora- 
tory. Opposer’s president testified that “in almost all cases” opposer uses “a 
label which contains both elements,” the name, the Turk’s head and scimitar, but 
that “there are a few cases where only the word ‘Turco’ appears without the 
Turk’s head.” An examination of the exhibits submitted indicates that the mark 
as used includes all the features thereof in practically every instance, and appar- 
ently where the word is not used with the Turk’s head design, it always, or al- 
most always, appears elsewhere on the label in reasonably close association with 
the other use of “Turco.” While similarity in sound alone may be sufficient to 
indicate likelihood of confusion, when considered in their entireties the marks ap- 
pear to me to be entirely different in appearance and meaning and to have little or no 
resemblance in sound. The Firestone Tire & Rubber Co. v. Montgomery Ward & 
Co., Inc., 32 C. C. P. A. 1074, 150 F. 2d 439 [35 T. M. R. 135]; Montgomery 
Ward & Co., Inc. v. Spiegel, Inc., 30 C. C. P. A. 721, 132 F. 2d 144 [33 T. M. R. 
74). 

Based upon the foregoing, any doubt as to the resemblance of “Turco” and 
“Tykor” if considered by themselves appear to be resolved by the accompanying 
features universally used, so far as this record shows. 

In view of the foregoing, it does not appear that there will be reasonable 
likelihood of confusion in trade from the concurrent use of the marks of the 
parties here involved even upon identical products. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 
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LACE NET IMPORTING CO., INC. v. BENDIX 
BENDIX v. LACE NET IMPORTING CO., INC. 


Commissioner of Patents—June 9, 1949 


CANCELLATIONS—EVIDENCE—GENERAL 
OPpPposITION S—EVIDENCE—GENERAL 
Affidavit of party may not be considered in lieu of testimony, in absence of stipulation, 
though physical condition would not permit his appearance to testify. 
Registration under 1905 Act is prima facie evidence of ownership. 
Statements by applicant in affidavit in application file as to abandonment of mark by 
self and predecessor accepted for purposes of decision in opposition. 


CANCELLATIONS—EVIDENCE—BURDEN OF PROOF 
Petitioner for cancellation, having burden of proof of registrant’s nonuse or lack of right 
to use of mark at time of application for registration, held to have failed to sustain that 
burden and dismissal of petition held proper. 


TrADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Net and sheer fabrics of the type of organdies and mousselines in the piece made of 
silk, rayon or cotton held goods of the same descriptive properties as compound used in 
finishing of textile fabrics and for the processing of fabrics before finishing, under 1905 Act. 


TRADE-M ARKS—CONFUSING SIMILARITY— PARTICULAR INSTANCES 
“Permoussel” held confusingly similar to “Permouselle Finish,” the word “Finish” be- 
ing disclaimed, used on similar goods, under 1905 Act. 


TRADE-M ARKS—REGISTRABILITY—GENERAL 
Mark applied to textiles, not to identify the goods but to indicate type of finish and 
method of processing regardless of source held not registrable, under 1905 Act. 


Appeals from Examiner of Interferences. 

Trade-mark cancellation proceeding by Lace Net Importing Co., Inc. against 
Jacob Bendix. 

Trade-mark opposition by Jacob Bendix against Lace Net Importing Co., Inc. 

Lace Net Importing Co., Inc., appeals both from dismissal of petition for can- 
cellation and from decision sustaining notice of opposition of Bendix. Affirmed. 


Richards & Geier, of New York, N. Y., for Lace Net Importing Co., Inc. 
M.S. Meem, of Washington, D. C., for Bendix. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a petition for cancelation which requested cancelation of regis- 
tration of a trade-mark for “a compound used in the finishing of textile fabrics 
and for the processing of fabrics before finishing,” registered under the Trade- 
Mark Act of 1905 by Jacob Bendix (hereinafter referred to as Bendix). The 
petition for cancelation was filed by Lace Net Importing Co., Inc. (hereinafter 
referred to as Lace Net). The mark disclosed in such registration is “Permouselle 
Finish,” the word “Finish” being disclaimed (registration No. 357,740, registered 
June 14, 1938). Lace Net further appeals from the decision of the Examiner 
of Interferences sustaining the opposition of Bendix to the application, Serial 
No. 468,758, of Lace Net for the registration of the word “Permoussel,” as a 
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trade-mark under the Act of 1905 for “net and sheer fabrics of the type of 
organdies and mousselines in the piece made of silk, rayon or cotton.” 

Both proceedings were submitted upon the same records and briefs and were 
disposed of in one decision by the Examiner of Interferences. Lace Net’s petition 
for cancelation of Bendix’s registration sets out that Lace Net has been engaged 
in the selling of textile fabrics and in the finishing and processing thereof, and 
is the selling agent of the United Nets Corporation, a corporation engaged in 
the processing and finishing of textile fabrics; that prior to any date of use 
claimed by registrant said United Nets Corporation had used “‘Permouselle’ as 
a service trade-mark to designate the finishing of textile fabrics”; and that the 
petitioner had been granted a license by said United Nets Corporation to use 
“‘Permouselle Finish,” or its equivalent, and had widely sold its product through- 
out the United States. It is further alleged that Bendix, while in the employ 
of said United Nets Corporation, and while having no place of business of his 
own, and no right to the use of the mark, had surreptitiously attempted to trade 
upon the good-will of Lace Net and United Nets Corporation by applying for 
and obtaining the registration sought to be cancelled, which it states is identical 
with that used by both of the corporations. It is further stated that Bendix had 
not used the mark in interstate commerce and is not engaged in the business of 
selling such compounds and that for each of these reasons he was not entitled to 
its use at the time of his application for registration thereof. 

An opposition proceeding (No. 22,216), also involving “Permouselle,” brought 
by Jacob Bendix against United Nets Corporation in 1942 resulted in a dismissal 
of the opposition and a holding that the United Nets Corporation was not entitled 
to the registration sought since the mark had been used as a “service mark”’ rather 
than a trade-mark. 

Testimony has been introduced by Lace Net as to the original use of the 
mark “Permouselle” by United Nets Corporation and its own use of “Permous- 
sel” since 1944. It has also attempted to show that Bendix, then an employee of 
United Nets Corporation, did not use, and could not have properly adopted or used 
the trade-mark for his finishing compounds at the time of filing his application, 
or thereafter, while employed by United Nets Corporation until about 1941. 
Bendix has submitted an affidavit (it being stated that his physical condition would 
not permit his appearance for testimony) and the testimony of certain other 
witnesses. The Examiner of Trade-Mark Interferences has properly refused to 
consider the affidavit, and the statements of Bendix’s other witnesses fail to prove 
that he sold his compound either at the times stated or otherwise, or that he, rather 
than United Nets Corporation, was responsible for the early use of the mark. 
Bendix’s testimony may therefore be ignored so far as this contention is con- 
cerned, but as to the nonuse or lack of right to use of the mark at the time of the 
Bendix application for registration, the burden of proof is upon Lace Net. In 
support of this it has produced one witness, whose headquarters were in Rhode 
Island and who visited the territory covered by Bendix as salesman for the 
United Nets Corporation approximately twice a month. It is apparent from the 
testimony that this witness could not have had knowledge of all of Bendix’s 
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activities. The Examiner of Interferences characterizes the testimony on behalf 
of Lace Net as well as Bendix as “in part conflicting, and in certain respects con- 
tradictory, and on the whole not entirely satisfactory. . . .” It is considered un- 
necessary to attempt to review this testimony or characterize it further, it being 
sufficient to state that Lace Net has failed to sustain the burden of proof as to lack 
of right to the use of the mark at the time of its application for registration therefor, 
or of nonuse thereof by clear and convincing evidence, and the petition for cancela- 
tion was properly dismissed. 

Bendix, as opposer in the opposition proceeding, relies upon his registra- 
tion of “Permouselle Finish,” registration No. 357,740, for the compound above 
referred to, registered under the Trade-Mark Act of 1905 on June 14, 1938, the 
registration involved in the cancelation proceeding. Without considering Bendix’s 
affidavit, or the other testimony adduced, the ownership of such registration is 
prima facie proof of ownership and clearly antedates any use by Lace Net on its 
own behalf, which has been proven. In attempting to avoid a refusal of the 
application on the ground of res judicata as a result of the decision in Opposition 
No. 22,216, Lace Net in the prosecution of the application for registration here 
involved, filed an affidavit by its president, who is also president of United Nets 
Corporation, that following the decision in Opposition No. 22,216 on October 
13, 1943, “the United Nets Corporation as well as the applicant had discontinued 
the use of the trade-mark ‘Permouselle.’”” Beginning with this affidavit involved 
in the application and ending with certain amendments to the petition for cancela- 
tion following final hearing before the Examiner of Interferences Lace Net has 
attempted to take advantage of close relationship between the corporations through 
identity of directors and “interchangeable officers,” when it wished to rely upon 
the earlier use of “Permouselle’” by United Nets Corporation and has claimed 
complete corporate independence when attempting to avoid the effect of the earlier 
decision. It not only did not show the exact relationship of these corporations, but 
precluded Bendix from obtaining any information concerning it. For the pur- 
pose of this decision, the affidavit in the application file that the prior use of the 
similar mark has been abandoned will be accepted. While “Permouselle” and 
“Permoussel” are clearly similar, Lace Net cannot rely on any use of either mark 
prior to its own adoption and use thereof, which was subsequent to the Bendix 
registration. The goods appear clearly to possess the same descriptive properties. 
Heintz v. American Tire Machinery Co., 31 C. C. P. A. 862, 140 F. 2d 1013 
[34 T. M. R. 173] ; Crown Fabrics Corporation v. American Viscose Corporation, 
32 C. C. P. A. 701, 145 F. 2d 246 [34 T. M. R. 376] ; Celanese Corporation of 
America v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 948, 154 F. 2d 
146 [36 T. M. R. 130, 133]. The Examiner of Interferences correctly held that 
the products of the parties possess the same descriptive properties and that the op- 
poser is entitled to prevail in the opposition. 

Whatever else the testimony may fail to make clear, it is completely evident 
from the testimony of Lace Net that the term “Permoussel” as applied to textile 
fabrics by applicant is used not to identify the goods, but primarily as indicating a 
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type of finish and that the textiles have been processed in a particular way without 
regard to the source or origin or ownership of the goods. I accordingly agree 
with the further action of the Examiner of Interferences in refusing the registra- 
tion sought by Lace Net on ex parte grounds without reference to the issues of the 
opposition. 

The decision of the Examiner of Interferences is affirmed. 


MIDO, S. A., ET AL. v. HARVEL WATCH COMPANY 


Commissioner of Patents—June 20, 1949 


TrapE-MarKs—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Multi-Guard” held not confusingly similar to “Mido Multifort,” “Multichrono,” “Multi- 
Centerchrono” and several other marks containing the prefix “Multi,” used on similar goods. 
CANCELLATIONS—PROOF OF DAMAGE—GENERAL 
Fact that one of joint petitioners fails to prove damage would not weaken rights of 
other petitioner had confusing similarity of the marks been established. 
Alleged improper advertising of respondent held not to give rise to right to cancellation 
on part of petitioners. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Mido, S. A. and Mido Watch Company 
of America, Inc. against Harvel Watch Company. Registrant appeals from can- 
cellation of registration. Reversed. 


Richards & Geier, of New York, N. Y., for petitioners. 
Eric Y. Munson, of New York, N. Y., for registrant. 


DanieEts, A. C.: 


This is a petition for cancellation of a registration of a trade-mark for 
“watches, watch-movements, watchcases, and parts thereof,” under the Trade- 
Mark Act of March 19, 1920. The mark sought to be cancelled consists of the 
word “Multi-Guard.” 

The petitioners allege prior use and ownership of the word “Multi-Guard,” 
and of several other trade-marks containing the prefix “Multi” as the dominant 
part thereof, including “Mido Multifort,” trade-mark registration No. 399,480, 
“Multi-Centerchrono,” No. 424,613, “Multisport,” ‘Multiritmo,” “Multifit,” 
“Multiservice,” “Multiactive” and “Multinovo.” It is also alleged that the goods on 
which respondent uses “Multi-Guard” are identical with those upon which peti- 
tioner has used such marks and that “Multi-Guard” is substantially identical to 
petitioner’s various marks stated, and that use and registration of the word “Multi- 
Guard” by respondent is liable to and will cause confusion in the trade. 

The Examiner of Interferences sustained the petition for cancellation in view 
of the above registrations of ‘““Mido Multifort” and “Multi-Centerchrono,” No. 
399,480, and No. 424,613, by Mido, S. A., but held that it had not been made to 
appear that petitioners used any of the other marks set out above prior to re- 
spondent’s registration of “Multi-Guard.” It was clearly shown that the use of 
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“Multi-Guard” by petitioners was subsequent to respondent’s use thereof. In 
finding that “Multi-Guard” resembled “Mido Multifort” to such an extent that 
there was likelihood of confusion, the Examiner of Interferences found that 
“Multi” was the initial and distinctive feature of respondent’s mark “Multi-Guard,” 
and that this same term ‘“‘Multi” is a prominent and essential feature of petitioners’ 
mark “Mido Multifort.” As to this petitioners’ witness said: 


A. The prefix “Multi” was adopted by us to emphasize special features on each type 
of each class of watches so described... . 

For example, “Multifort” was chosen by us to describe watches made by the Mido 
factory which are water-resistant, shock-resistant, and anti-magnetic. “Multichrono,” 
for instance, describes a chronograph that is also water-resistant, shock-resistant, and 
anti-magnetic. ‘“Multi-Centerchrono” describes a chronograph which has the same 
features as the previous one—I mean by that the one I just described, with the additional 
feature of having all the counter hands in the center. “Multiguard” is a description 
also for a water proof watch having shock protection and anti-magnetic parts, and hav- 
ing a specially constructed watch case. 

Q. Do you designate these types of watches as the Mido Multi line of watches? 

A. Yes, in the old days, they used to make Mido watches only, and to differentiate 
the regular line of watches with other specific lines of watches, we have adopted “Multi” 
prefixes for certain classifications which have been advertised as such and are widely 
know as such by the trade and the public. 


From the foregoing it appears that the term “Multi” as used by the respondent 
is used in a subordinate and descriptive sense. It is not used by petitioners except 
in connection with the other features which have been referred to by the petition- 
ers’ witness, and so far as the specimens and advertising go, it is always used with 
“Mido.” It does not appear to me that the marks of the respective parties when 
considered in their entireties so nearly resemble each other that there is likelihood 
of confusion. Mules Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 
714, 144 F. 2d 888 [34 T. M. R. 335], and West Disinfecting Company v. Lan- 
O-Sheen Company, 35 C. C. P. A. 706, 163 F. 2d 566 [37 T. M. R. 657]. 

Respondent raises various questions as to the ownership of the registrations 
referred to, and the rights of the respective petitioners to maintain this cancellation 
proceeding. The registrations referred to are in the name of Mido, S. A., and 
appear clearly to establish prima facie ownership of the marks disclosed therein. 
Mido Watch Company of America, Inc., is said to be the agent of Mido, S. A., of 
Switzerland and to supervise the distribution and advertising of that company’s 
watches in the United States, although it does not directly handle them, all of the 
watches of Mido, S. A. being sold to an independent distributor in this country. 
As such there appears to be no basis for maintaining a cancellation proceeding on 
the part of Mido Watch Company of America, Inc., but the fact that it has estab- 
lished no right in the matter would not appear to weaken those of Mido, S. A., 
had it in fact been established that the marks were confusingly similar. Petitioners 
also refer to certain alleged improper advertising of the watches of respondent. I 
agree with the conclusion of the Examiner of Interferences that such advertising 
would not give rise to any rights to cancellation on the part of the petitioners. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 





EX PARTE SQUIRE DINGEE CoO. 


EX PARTE SQUIRE DINGEE COMPANY 
Commissioner of Patents—April 28, 1949 


TRADE-MARKS—PLEADING AND PRACTICE—AMENDMENT OF REGISTRATION 
Amendment of registration, under Section 7(d) of 1946 Act, may be made only where 
good cause is shown and when such amendment does not involve such change as to amount 
to material alteration. 
TRADE-MarkK Act oF 1946—AMENDMENT OF REGISTRATION—PARTICULAR INSTANCES 
Amendment of registration of “Ma Brown,” printed in plain block type, to change draw- 
ing to show mark in simple script style of type held permissible. 
Proposed amendment to insert statement: “The trade-mark comprises the words ‘Ma 
Brown’ regardless of style of lettering,” refused. 


Petition by Squire Dingee Company that Examiner of Trade-Marks be di- 
rected to enter amendment to Registration No. 228,208 denied. 


Louis Robertson, of Chicago, Ill., for petitioner. 
DaNIELs, A. C.: 


Petitioner, owner of the above identified registration under the Trade-Mark 
Act of 1905, has requested that it be amended pursuant to Section 7(d) of the 
Trade-Mark Act of 1946. The mark disclosed by the registration consists of the 
words “Ma Brown” as applied to “pickles, mustard, jelly, jams, fruit butters 
and fruit preserves,” the words as shown in the drawing and the specimens 
originally of record being printed in plain block type. The amendment pro- 
posed would change the drawing to show the mark in a simple script style of type 
and add the following statement: “The trade-mark comprises the words ‘Ma 
Brown’ regardless of style of lettering.” The examiner, while indicating that 
the amendment as to the style of type will be permitted, has refused the entry 
of the phrase, and this petition requests that such refusal be overruled and the 
examiner be directed to enter the amendment including such statement. Sec- 
tion 7(d) of the Trade-Mark Act of 1946, so far as pertinent, provides : 

. the Commissioner may permit any registration . . . . to be surrendered, 
canceled, or for good cause to be amended . . . . provided that the registration when so 
amended shall still contain registrable matter and the mark as amended shall still be 


registrable as a whole, and that such amendment or disclaimer does not involve such 
changes in the registration as to alter materially the character of the mark. 


The amendment was refused by the examiner upon the ground that such de- 
scriptive recitations are not permitted in the original applications, and are there- 
fore not admissible under Section 7(d), and that the sentence proposed to be 
inserted would constitute an attempt to construe the mark and determine its 
scope, which, the examiner states, “is a matter solely within the jurisdiction of 
the courts, and any attempt by a registrant to delineate such limits is regarded 
as surplusage and manifestly improper.” It will be noted that under Section 
7(d) a registration may be amended only for good cause shown (while surrender 
or cancelation, also provided for therein, may be permitted without such showing) 
and then only, when such amendment does not involve changes which alter the 
character of the mark materially. 
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Petitioner states that the purpose of the wording sought to be included is 
“to avoid any possible necessity of future amendments each time the registrant 
changes the style of lettering upon its labels.” It is stated “no one can be sure” 
that there will not ultimately be a determination that certain statutory require- 
ments are satisfied only by use of the mark as it is registered. At no point in 
the briefs is it contended that there is any authority for suggesting such con- 
struction, and to the contrary petitioner contends that any such future change in 
the style of type, reflecting a change in the manner in which the mark may be 
used commercially, would not be a material change, and that the mark would 
still be essentially the same. Accepting the latter contention that such unknown 
change would not be material, it might appear that “good cause” for such state- 
ment is not shown. If the mark as changed were not essentially the same, or 
the courts might, as petitioner suggests, construe such a change in lettering in 
the use of the trade-mark upon the product as a variation so substantial that it 
was no longer within the scope of the original registration, such change would 
then be a material alteration in the character of the mark and as such within the 
prohibition of Section 7(d). 

The foregoing may be technically sufficient to dispose of this petition. Both 
the examiner and petitioner, and counsel who have filed a brief as amicus curiae, 
have considered the problem broadly on the basis of necessity or propriety of 
including such language in trade-mark applications and registrations generally, 
and apparently regard the question as important. It is therefore considered de- 
sirable to consider it further on that basis. 

Certain references are made in the briefs to cases arising under the Trade- 
Mark Act of 1881, and to the practice in registrations under that Act. It is to be 
noted, however, that by the provisions of that Act, a description of the mark 
sought to be registered was required and no drawing was provided for. (See 
more detailed discussions of these provisions of this Act in Ex parte Illinois Can- 
ning Co., 611 O. G. 1021, 77 U. S. P. Q. 325; Pet. Recon. 613 O. G. 1096, 78 
U. S. P. Q. 87.) In enacting the Trade-Mark Act of 1905, the requirement that 
a description be included was dropped and, apparently in its place, the requirement 
that a drawing be submitted was included. In its amended form this Act pro- 
vided that “a description of the trade-mark itself shall be included (in the applica- 
tion) if desired by the applicant or required by the Commissioner provided such 
description is of a character to meet the approval of the Commissioner.” The 
1946 Act continues the provisions under which the mark is identified by the 
drawing and no reference to a description appears in the Act itself. Rule 7.5 of 
the Rules of Practice, promulgated under that Act, provides that a description of 
the mark, which must be acceptable to the Examiner of Trade-Marks, may be in- 
cluded in the statement and must be included if required by the examiner, the 
intention being obviously to permit a description in cases when explanatory mat- 
ter is required in the case of color, complicated designs or other similar subject 
matter. Under both the Trade-Mark Acts of 1905 and 1946, it is therefore ap- 
parent that the mark registered is that shown by the drawing. 

Obviously, the examiner regards the present change in script as one which 
does not constitute a material alteration of the mark, a conclusion with which I 
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agree, and sufficient cause for that amendment appears since the change is already 
made in commercial use. It does not necessarily follow that such a construction 
would be followed by a court which might have occasion to pass upon all possible 
changes in such a registration, nor does it necessarily follow that by permitting 
this amendment the examiner would permit any and all changes in style or letter- 
ing. As to other features of display, the Patent Office has found changes so sub- 
stantial as to constitute material alteration of the character of the mark. E-x parte 
Kadane-Brown, Inc., 617 O. G. 942, 79 U. S. P. Q. 307. 

Thus to include a broad statement as to changes which might be made, pre- 
sumably implying that they would not affect the rights of registrants or others 
would, in my opinion, be meaningless. Such a phrase would either amount to 
the inclusion of mere surplusage, or might constitute an attempt by the Patent 
Office to usurp the functions of the courts in construing the registration issued. 
(Section 32(1), Act of 1946.) 

This position was taken by the office and approved by the Court of Appeals 
of the District of Columbia almost immediately after enactment of the Trade- 
Mark Act of 1905. In In re E. C. Atkins, 29 App. D. C. 385, 1909 C. D. 368, an 
applicant was refused registration because its application set forth that: 


It has adopted for its use a trade-mark of which the following is a description: The 
trade-mark consists of a symbol composed of the letters “AAA.” 


In passing upon the refusal to register the mark unless this language was elimi- 
nated and amended to read “has adopted for its use the trade-mark shown in the 
accompanying drawing,” the court stated: 

In other words, it is the opinion of the Commissioner that the law contemplates the 


registration of the mark actually used, and that the applicant’s opinion as to the scope 
of the mark and his rights thereunder form no necessary part of the application. 


The opinion also states: 


No substantial right of appellant is involved, since the Commissioner has not denied 
him registration of his trade-mark, but has merely declined to permit him to encumber 
his application with unnecessary and ambiguous matter. 


(See also the Commissioner’s decision in that same matter, 1907 C. D. 67.) In 
In re Standard Underground Cable Company, 27 App. D. C. 320, 1906 C. D. 687, 
decided in 1906, the court stated: 


Nowhere in the Act do we find any power vested in the Commissioner of Patents to 
decide for the applicant the scope of his claimed trade-mark. 


While the language of the Act quoted in Jn re E. C. Atkins, supra, is not in- 
cluded in the 1946 Act, the practice outlined, and apparently established by said 
decisions, however, has been consistently followed and nothing appearing in the 
language of the Act of 1946 appears to contemplate a change in such practice or 
repudiate rulings in those cases. Such conclusions should be followed in the ab- 
sence of controlling authority to the contrary. 

The petition, in addition to requesting that the examiner be instructed to with- 
draw his refusal as to specific statements sought to be inserted in the registra- 
tion, contains three additional paragraphs requesting general rulings, each of 
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which is considered to be subordinate to the question considered above and to be 
disposed of by the foregoing. 
The petition is denied. 





EX PARTE AMERICAN ENKA CORPORATION 
Commissioner of Patents—June 1, 1949 


TRADE-MARKS—DEFINITION—SECTION 45 oF 1946 Act 
Plurality of words held clearly to comply with statutory definition of trade-mark in 
Section 45 of 1946 Act, though it would appear to Commissioner that “combination there- 
of,” in the definition, refers to a combination of one or more of the terms stated, such as 
a word and symbol rather than a combination of words. 
All wording affixed to goods cannot be regarded as having trade-mark significance nor 
as being capable of distinguishing goods. 
TRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“The Fate of a Fabric Hangs By a Thread” held a puffing or advertising phrase 
which would not distinguish or identify origin of thread. 
TrapE-Mark Act oF 1946—REGISTRABILITY—GENERAL 
Intent of 1946 Act to broaden scope of registrable marks is clear, ¢.g., secondary mean- 
ing marks, which were unregistrable under prior acts, except under ten-year clause; how- 
ever fundamental requirement that words be used as trade-mark and function to identify 
origin has not been removed or relaxed. 
TRADE-MARKS—SuBJECT MATTER—GENERAL 
Definition of trade-mark in Section 45 of 1946 Act derived from early text and cases 
discussing fundamental nature of a trade-mark, as distinguished from registrability. 
Decisions, under prior Acts, as to nature and function of trade-marks apply under 1946 
Act where question is inherent nature of a trade-mark rather than technical standards for 
registration. 
Applicant’s mark falls within class held incapable of functioning as a trade-mark under 
prior acts. 
TrRADE-MArRK Act oF 1946—REGISTRABILITY—SLOGANS 
While there may be words functioning as trade-mark which might also be considered 
a slogan, slogans as such cannot be considered registrable on Principal Register, under 1946 
Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by American Enka Corporation. 
Applicant appeals from refusal of registration. Affirmed. 


Albin F. Knight, of Enka, N. C., for applicant. 


DanliELs, A. C.: 


This is an appeal from the final refusal of an application for registration of 
a trade-mark for “rayon yarns,” upon the Principal Register under the Trade- 
Mark Act of 1946. The mark sought to be registered consists of a vertical gray 
rectangle having a large black circle superimposed upon the center thereof. Above 
the circle appear the words “The Fate of a Fabric Hangs by a Thread,” and be- 
low it appear the words “Enka Rayon.” Within the circle appears the words 
“Fashion Approved.” The applicant has disclaimed the words “Fashion Ap- 
proved” and “Rayon.” The examiner refused registration unless the words “The 


Fate of a Fabric Hangs By a Thread” were also disclaimed. Applicant refused 
to make such disclaimer, and the refusal of such registration was thereupon made 
final, and this appeal was taken by applicant. 
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The examiner held that the word “Enka” is the only arbitrary feature of the 
mark presented and held “The Fate of a Fabric Hangs by a Thread” to be a 
slogan which is incapable of identifying or distinguishing applicant’s goods, 
and accordingly not qualified for registration on the Principal Register under the 
Act of 1946. This refusal is based upon the character of the mark and not its 
manner of affixation to the goods which clearly complies with the definition of 
“use in commerce” appearing in Section 45 of the Act. 

Throughout the prosecution of the application prior to appeal, both applicant’s 
arguments and the examiner’s rulings considered primarily the question of whether 
or not slogans are eligible for registration on the Principal Register. On this ap- 
peal the applicant contends: 

It is perhaps unfortunate that throughout the history of the prosecution of this ap- 
plication before the examiner, both the examiner and applicants were proceeding on the 
wrong proposition by attempting to interpret the Statute in order to determine whether 
slogans as distinguished from trade marks are registrable on the Principal Register un- 
der the Act of 1946. 

The real issue here involved is not whether a slogan is registrable on the Principal 


Register, but whether an expression constituting an identifying combination of several 
words has been used in such a manner as to acquire trade-mark status. 


It is further contended by applicant that there are no controlling decisions, 
and that it must be determined whether or not the group of words set out func- 
tion as a trade-mark and serve to identify applicant’s goods and distinguish 
them from those of others without regard to whether or not this same group 
of words may also serve as a slogan. It is stated that the ruling of the examiner 
“was made without any consideration as to whether the language in issue is a 
bona fide technical trade-mark.” It appears to me that the examiner’s ruling 
considered this question, although both he and the applicant elected to express 
it from the standpoint of slogans generally, but in any event, it appears to me 
that the applicant’s contention in this regard may be accepted at least for the pur- 
poses of this appeal, and that the question to be considered is not whether or not 
applicant’s mark is a slogan, and slogans are or are not registrable, but whether 
or not the phrase referred to is a trade-mark, is used and functions as a trade- 
mark, and is capable of identifying applicant’s goods and distinguishing them 
from those of others. Considered on this basis applicant contends that “The 
Fate of a Fabric Hangs by a Thread” complies fully with the definition of a 
trade-mark contained in Section 45 of the Trade-Mark Act of 1946, and meets 
all the requirements for registration under Section 2 of that Act. The definition 
of trade-marks in Section 45 is as follows: 

Trade-Mark. The term “trade-mark” includes any word, name, symbol, or device or 


any combination thereof adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured and sold by others. 


Applicant contends that the phrase in question comes within this section as 
a combination of words emphasizing the use of the words “combination thereof” 
in the definition quoted above. It would appear to me that this wording refers 
to a combination of one or more of the terms stated such as, for example, a 
word and a symbol, or a device, rather than to a combination of words, but a 
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plurality of words clearly may comply with this definition, if otherwise qualified, 
both from its obvious meaning and from the fact that Section 45 of the Act 
specifically provides that words used in the singular, include the plural. Nor 
under any definitions or decisions under prior Acts has an applicant been re- 
stricted to a single word so far as I am aware. However, not all wording which 
may have been affixed to the goods has been regarded as having any trade-mark 
significance, nor as being capable of distinguishing the goods of an applicant un- 
der prior Acts. Charles R. Spicer v. W. H. Bull Medicine Co., 18 C. C. P. A. 
1402, 49 F. 2d 980 [20 T. M. R. 97]; In re Paris Medicine Co., 24 C. C. P. A. 
854, 87 F. 2d 484; Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 
Inc., 29 C. C. P. A. 1024, 127 F. 2d 318 [32 T. M. R. 306]; In re Bailey Meter 
Co., 26 C. C. P. A. 1136, 102 F. 2d 843; Barber-Colman Co. v. Overhead Door 
Corporation, 20 C. C. P. A. 1118, 65 F. 2d 147 [23 T. M. R. 251]. Nor can all 
wording be so regarded under the definition quoted above. 

The phrase “The Fate of a Fabric Hangs by a Thread” as presented and used 
appears to me obviously to be an advertising phrase indicating that the success or 
failure of a fabric depends upon the thread of which it is made and, as associated 
with other features of the mark presented, is clearly a laudatory or puffing expres- 
sion indicating that the use of “Enka” thread in a fabric is desirable to insure 
against an unhappy fate. It would appear that any function or identification in 
the mark presented results from the use of the name “Enka” in the label, and 
that, unless used with that word or with applicant’s name, or otherwise associated 
with some other indication of a source or origin of the thread, the phrase in ques- 
tion would not serve as a means of identification of origin. As such it would not 
appear to distinguish the goods of applicant from the goods of others, and whether 
or not used in connection with “Enka” would simply stand as, and be recognized 
as, a truism, perhaps aptly stated, indicating the desirability that fabric be com- 
posed of good thread. Alone it would not distinguish or identify any particular 
thread and would seem merely an advertisment or advertising phrase with refer- 
ence to a potential use of thread, the origin of which must be otherwise determined. 
While not controlling and perhaps amounting to an oversimplification, it seems 
extremely doubtful that anyone would order or call for “The Fate of a Fabric 
Hangs by a Thread” thread. 

Applicant states that there are no controlling decisions interpreting the new 
statute, and apparently contends that this must be controlled solely by the defini- 
tion quoted above. In connection with this, it is stated that the Congressional 
Hearings indicate that it was the intent of the New Act to grant registration for 
many trade-marks not registrable under previous Acts. In support of this, the 
applicant quotes from “The New Trade-Mark Manual,” by Robert, published in 
1947, which at page 43 states: 


The Congressional hearings indicate that there was an intent to grant the right of 
registration to all trade-slogans used in commerce. 
This quotation is, however, taken from a section dealing with Service Marks, 
covered by an entirely different definition. From this it would appear that the 
applicant contends that the new definition changes the concept of the nature of 
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trade-marks as considered under the prior Acts and that previous holdings there- 
under are not applicable. 

That it was the intent of the New Act to permit the registration of many 
trade-marks which would not qualify for registration under the Act of 1905 is 
entirely clear with or without reference to the Congressional Hearings.  Illus- 
trations of this appear, for example, in Section 2(e), which permits registrations 
of geographical terms or surnames (both of which were nonregistrable prior to 
the New Act), so long as they are not “primarily” of that character. It is further 
permitted by Section 2(f), providing a mark otherwise not qualified for registra- 
tion “has become distinctive of applicant’s goods.” These, however, permit the 
registration of words which have always been recognized as trade-marks, and 
frequently sustained as such by the courts even though not “technical trade-marks” 
or “registrable trade-marks.” Neither in the definition nor elsewhere in the Act 
is the fundamental requirement for registration that words be used as a trade- 
mark and function as such in the sense of identifying and distinguishing the goods 
removed or relaxed. 

While applicant apparently regards the definition in Section 45 of the Act of 
1946 as a new standard for determining what may be a trade-mark, it is to be 
noted that this definition was apparently taken, directly, or indirectly from that 
contained in the treatise on the “Law of Trade-Marks,” by Francis H. Upton, 
published in 1860, prior to the enactment of any provision in Federal law for the 
registration of trade-marks. That definition reads as follows: 

A trade-mark is the name, symbol, figure, letter, form, or device, adopted and used 
by a manufacturer or merchant, in order to designate the goods that he manufactures or 
sells, and disinguish them from those manufactured or sold by another; to the end that 


they may be known in the market as his and thus enable him to secure such profits as re- 
sult from a reputation for superior skill, industry, or enterprise. 


(See Robert The New Trade-Mark Manual, supra, page 5, and Nims’ Unfair 
Competition and Trade-Marks, Volume I, Fourth Edition, 1947, page 514, both 
published since the enactment of the Trade-Mark Act of 1946.) 

While not referred to specifically, this same language, or language of similar 
import, appears in numerous court decisions which define or state the fundamental 
requirements of a trade-mark since that date. Among those are Canal Company 
v. Clark, 80 U. S. 311, decided in 1871; McLean v. Fleming, 96 U. S. 245, de- 
cided in 1877, and Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 
665, 21 S. Ct. 270, 45 L.Ed. 365 (1901). In Mr. Upton’s definition, and in the 
decisions above referred to, the definition refers not to a registrable or technical 
trade-mark, but to the fundamental nature of a trade-mark and many nontechnical 
or common law trade-marks which complied with that definition have been sus- 
tained by the courts, even though not registered, or not eligible for registration 
because of technical prohibitions of the prior Acts. So far as is pointed out, how- 
ever, no trade-marks which do not comply with the essentials of that definition 
have been sustained, whether registered or not. 

It would therefore appear that decisions as to the nature and function of trade- 
marks under the prior Acts, or at common law, are applicable and may be con- 
sidered under the Trade-Mark Act of 1946, when the question involved is the 
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inherent nature of a trade-mark rather than the technical standards for registra- 
tion thereof. Under prior Acts, even the broad provisions of the so-called ten- 
year proviso of the Trade-Mark Act of 1905, words have been held incapable 
of functioning as a trade-mark and devoid of such significance although used for 
such length of time as to remove technical bars to registration. See for example: 
Charles R. Spicer v. W. H. Bull Medicine Co., supra; In re Paris Medicine Co., 
supra; In re Bailey Meter Co., supra. There can be no question but that under 
prior Acts a phrase such as “The Fate of a Fabric Hangs by a Thread” should 
not have been registered, and the basis of refusal of registration of such marks 
appears to have been their nature or character rather than lack of technical com- 
pliance with statutory requirements. While applicant distinguishes such cases as 
Burmel Handkerchief Corporation v. Cluett, Peabody & Co., Inc., supra (Hand- 
kerchiefs of the Year), and Ex parte Van Raalte Co., Inc., 600 O. G. 675, 73 U. S. 
P. Q. 490 (Because you love nice things), applicant does not appear to distinguish 
the general holding, both in those cases and in others, that such phrases do not 
constitute nor function as a trade-mark. In Jn re Dolly Varden Chocolate Co., 55 
App. D. C. 141, 2 F. 2d 943 (1924), the Court of Appeals of the District of 
Columbia affirmed the rulings of the Patent Office that the phrase ‘““When Words 
Fail—Send . . . .” could not be considered as a trade-mark, and quoting from 
the Supreme Court in Elgin National Watch Co. v. Illinois Watch Case Co., supra, 
stated that it “falls far short of ‘a distinctive mark of authenticity.” In Ex 
parte Chocolate Products Co., 144 M. D. 103 (on petition for rehearing of deci- 
sion 142 M. D. 335), Commissioner Robertson stated : 
The mark, however, must be taken as a whole and in the mark “Good Candy—Noth- 


ing Else” the descriptive part should not be permitted to defeat the composite mark as 
a whole, but it is not a trade-mark... . 


and further found: 

If so considered the words “Nothing Else” in connection with the other part of the 
mark, it is believed, does not convey to the mind of the ordinary purchaser the idea of 
origin or ownership and he would not by that mark identify the goods of a particular 
dealer or manufacturer. . . . 

Applicant’s phrase being a collateral and puffing piece of advertising falls within 
the rulings involved in these cases. 

While, as indicated above, it has never been questioned but that a plurality of 
words might function as a trade-mark, it must be noted that both historically and 
by common understanding, overlong phrases, sentences or clauses describing goods 
have been regarded as advertisements rather than trade-marks. Somewhere be- 
tween the few words ordinarily included in a trade-mark and the number of words 
included in a historical novel a line must be drawn. Mere advertising language 
or features even if attached to goods or their containers, cannot be considered 
to be trade-marks since they are or would be just as applicable to the similar prod- 
ucts of any manufacturer and therefore cannot serve to identify the goods of one 
person or distinguish from those of others. 

Accepting, therefore, applicant’s contention that the question is not whether 
or not his mark is a slogan, but whether or not it is a trade-mark, it must be 
found that the examiner was correct in finding that words do not function as a 
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trade-mark and cannot serve to indicate source or origin or identify the goods 
of one applicant and distinguish them from those of others. 

Basing its primary contention on the foregoing proposition, applicant fur- 
ther contends that under the language of the Act slogans may be registered on 
the Principal Register. While it may be that there are words functioning as trade- 
marks which might also be considered to be a slogan (and there is no particular 
authority as to when a group of words may or may not be a slogan), slogans 
as such cannot be considered registrable on the Principal Register of the Trade- 
Mark Act of 1946. Only in connection with the Supplemental Register and with 
Service marks are slogans referred to in the Act as registrable, and no state- 
ments or reports in connection with the Congressional Hearings have been pointed 
out to me, which appear to bear out applicant’s contention that “The Congressional 
Hearings indicate that there was an intent to grant the right of registration to 
all trade slogans used in commerce,” except with respect to Service Marks and 
Supplemental Register registrations which need not be considered here. 

Applicant further refers to certain registrations under prior Acts, one of 
which is substantially identical with the mark here involved. Whether or not 
such prior registrations were granted in error, or whether or not it was then 
considered that words of such nondistinctive import were unimportant and might 
be disregarded or whether registered for other reasons, it is not necessary to 
decide. They constitute no precedent, and the only question here presented is ap- 
plicant’s right to the registration now sought. Crime Confesions, Inc. v. Fawcett 
Publications, Inc., 31 C. C. P. A. 760, 139 F. 2d 499 [34 T. M. R. 42]. 

The decision of the Examiner of Trade-Marks is affirmed. 





AMERICAN CHICLE CO. v. COUGHLIN BROS. CO., INC. 
Examiner of Interferences—May 31, 1949 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Candy coated chewing gums, both medicated and unmedicated held goods of the same 
descriptive properties, under 1905 Act. 
Candy and medicated chewing gum held goods of the same descriptive properties, under 
1905 Act. 
OpposITIOns—Proor oF CONFUSION—SURVEYS 
Testimony relating to ex parte surveys conducted for purpose of establishing confusion 
between two marks held generally to carry little, if any, probative force. 
Passing off survey conducted here held not to have established actual confusion between 
the marks. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Third party registrations showing common use of suffix cannot be considered. 
In determining question of confusing similarity, marks must be viewed as a whole. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Coughlets,” “Coughlix” and “Coughlics” held confusingly similar to “Chiclets,” used 
on similar goods, under 1905 Act. 
“Coughlets,” “Coughlics” and “Coughlix” held confusingly similar to “Cotlets,” used 
on similar goods, under 1905 Act. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Examiner has statutory duty to consider and determine ex parte question of applicant’s 
right to register, wholly apart from opposer’s right to intervene on grounds pleaded in notice 
of opposition. 
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Three trade-mark oppositions by American Chicle Company against Coughlin 
Bros. Co., Inc. Notices of opposition sustained and applicant adjudged not entitled 
to register. 


Chandler & Taggart, of New York, N. Y., for opposer. 
Thomson & Thomson, of Boston, Mass., for applicant. 


Kavupy, Ex.: 


The above identified opposition proceedings under the Act of 1905 were sub- 
mitted upon the same testimony and briefs. Both parties have filed testimony 
and briefs, but only the opposer was represented at the hearing. 

The allegations contained in the notices of opposition relate to the confusion 
in trade clause of Section 5 of the Act of 1905 as the sole statutory ground for 
negativing the right of registrations claimed by the applicant. 

The applicant seeks registration of the notations “Coughlets,” ‘Coughlics” 
and “Coughlix,” as trade-marks for “medicated chewing gum for relief of coughs 
due to colds.” 

The opposer’s right of action is predicated upon its prior use and ownership 
of the registered mark “Chiclets,” as applied to chewing gum. 

There is no question here as to the opposer’s priority of use and, since the 
respective goods of the parties both consist of candy coated chewing gum, they 
are deemed unquestionably to possess the same descriptive properties, notwith- 
standing the fact that applicant’s chewing gum is medicated whereas that of the 
opposer is not. White Laboratories, Inc., et al. v. Gum, Inc., 69 U. S. P. Q. 550. 
Hence, the only statutory issue to be determined herein is whether or not the 
concurrent use of the marks in question for the specified goods would be likely 
to give rise to confusion in trade. 

The opposer contends it has established actual confusion between the marks 
“Coughlets” and “Chiclets,” and in this connection makes reference to a survey 
which it had made for the purpose of ascertaining whether or not the marks 
“Coughlets” and “Chiclets” would be likely to be confused in use. This survey 
was conducted on opposer’s behalf principally by opposer’s witness Swahn, an 
employee of a licensed investigating concern, who acted in accordance with certain 
written instructions, as appears from opposer’s Exhibit No. 14, the pertinent por- 
tions of which were as follows: 


You are to call at random upon stationery and candy stores or any store which 


might carry gum in Brooklyn and the Bronx. 
. * . 


Upon entering the store you are to say to the clerk, in each of the stores called upon 
“let me have a package (or box) of Coughlets Gum”—or “let me have a package (or box) 


of gum—Coughlets.” ‘ m . 
You may also ask for one or more other items in addition to the Coughlets gum. 
t * * 


You are to accept what the clerk offers you without question. 

Immediately upon leaving the store and before entering another store, you are to write 
in a hand notebook in ink, the name and address of the store, time and date, and the 
description of the clerk, and all of the conversation in dialogue form, subbstantially as it 
occurred. 
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You are to identify each of the purchases by writing on a label the name and address 

of the store, time, date and price of purchase each of you affixing your signatures to the 

label, attaching same to the purchases. . . . 

Swahn, in compliance with said instructions, called upon sixty-six stores, and 
prepared written notes relating to alleged conversations that transpired between 
him and the clerks whom he contacted, and listing the products which he received 
upon asking for applicant’s “‘Coughlets” chewing gum. It has been stipulated 
that a consolidated copy of the notes thus compiled be received in evidence as the 
testimony of Swahn, (Exhibit 8). 

As a result of this survey, it appears that in forty-six stores Swahn had either 
received applicant’s product as requested, or was told by the clerks that they did 
not have, or had never heard of applicant’s “Coughlets” chewing gum. On the 
other hand, in eighteen stores Swahn was given opposer’s “Chiclets” in lieu of 
“Coughlets,” and in two stores, when he asked for ‘“Coughlets,” he was told that 
they did not have “Chiclets.” It is, in effect, the opposer’s contention that this is 
proof establishing instances of actual confusion between the marks ‘“‘Coughlets” 
and “Chiclets.” However, no satisfactory evidence has been presented showing 
that any bona fide purchaser has been confused by the similarity between these 
marks ; nor has it been made satisfactorily to appear that the actions of the clerks 
in the stores last referred to in giving Swahn “Chiclets” in lieu of “Coughlets,” 
when he asked for the latter, was due to their being confused between the marks, 
rather than to some other circumstance. For example, it is quite possible, and 
it has not been made to appear to the contrary, that said clerks either did not have 
applicant’s “Coughlets,” or were not aware of the existence thereof, and being 
stocked only with the opposer’s “Chiclets,” passed off this product to avoid losing 
a sale. But however that may be, testimony relating to ex parte surveys con- 
ducted for the purpose of establishing confusion between two marks generally 
carries but little, if any, probative force, and, in the present case, it is deemed to 
be inadequate to establish actual confusion between the marks “Coughlets” and 
“Chiclets.” Cf. The Pennzoil Co., et al. v. Crown Central Petroleum Corp., 58 
U.S. P. Q. 654 (D. C. Md.) ; Dixi-Cola Laboratories, Inc., et al. v. The Coca- 
Cola Co., 117 F. 2d 352 (C. C. A. 4th Cir.) ; Du Pont Cellophane Co., Ine. v. 
Waxed Products Co., Inc., 85 F. 2d 75 (C. C. A. 2nd Cir.) ; Proctor & Gamble 
Co. v. Sweets Laboratory, Inc., 557 O. G. 406, 137 F. 2d 365, C. C. P. A.; Quaker 
Oats Co. v. General Mills, 134 F. 2d 429 (C. C. A. 7th Cir.) ; Oakite Products, 
Inc. v. Buckeye Soda Co., 6 U. S. P. Q. 152. 

In support of its argument that its marks “Coughlets,’ “Coughlics,” and 
“Coughlix” are not confusingly similar to the opposer’s mark “Chiclets,” the ap- 
plicant has apparently taken the position that the diminutive suffix “lets” of the 
latter mark should be disregarded in comparing the similarities therebetween, in 
view of the common use of this suffix in trade-marks of third persons for goods 
similar to those here involved, as evidenced by copies of a number of registrations 
filed by the applicant under Patent Rule 154(e); and applicant asserts that the 
dissimilarity between the initial portions “Cough” and “Chic” of said marks, par- 
ticularly in significance, is such as to obviate any likelihood of their being con- 
fused in use. It is well settled, however, that in proceedings such as these, marks 
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in use by third persons cannot be considered for the purpose here intended. East 
Side Winery v. Pio, 77 U. S. P. Q. 319; Duro Metal Products Co. v. Hipwell 
Mfg. Co., 81 U. S. P. Q. 57. Nor can the suffix “lets” of opposer’s mark in any 
event be wholly disregarded in a comparison of this mark with those of the ap- 
plicant. Easy Washing Machine Corp. v. Blue Magic, Inc., 80 U. S. P. Q. 525; 
The Resinous Products & Chemical Corp. v. Heribert, 77 U. S. P. Q. 232. 

The initial portions “Cough” and “Chic” of the marks in question, while mani- 
festly differing in significance, are believed not to be wholly unlike in sound, and 
considering that the terminal portion of opposer’s mark is either identical with, or 
practically indistinguishable in sound from the corresponding portions of the marks 
of the applicant, it is believed that the resemblances therebetween are predominant 
over their differences. It is further believed that in their essentials the marks 
“Coughlets” ‘“‘Coughlix,” “Coughlics” and “Chiclets” are quite comparable to the 
marks “‘Eat-ette’’ and ‘‘Pabst-ett” which were held to be confusingly similar in 
the case of Kraft Cheese Co. v. The Fisher Cheese & Dairy Co. (70 U.S. P. Q. 
544). For the reasons stated, it is the opinion of the examiner that the concur- 
rent use of the respective marks of the parties for the specified goods would be 
reasonably likely to give rise to confusion in trade. 

Aside from the opposer’s right to intervene herein on the grounds pleaded in 
the notice of opposition, it remains the duty of the examiner to consider and de- 
termine ex parte the question of the applicant’s right of registrations. Burmel 
Handkerchief Corp. v. Cluett, Peabody & Co., Inc., 542 O. G. 395, 127 F. 2d 318, 
C. C. P. A.; Columbia Broadcasting System, Inc. v. Technicolor Motion Picture 
Corp. et al., 77 U. S. P. Q. 160 C. C. P. A.; Botany Worsted Mills v. Peacock, 
76 U.S. P. Q. 618; McKesson & Robbins, Inc. v. Isenberg, 77 U S. P. Q. 382, | 
oe oe ef 

In this connection, it is believed that Registration No. 344,797, one of the regis- 
trations filed by the applicant under Patent Rule 154(e), is here of primary im- 
portance. This registration issued April 6, 1937 under the Act of 1905, and dis- 
closes the mark “Cotlets,” as applied to candy. 

The goods described in the registration above referred to are deemed clearly 
to possess the same descriptive properties as applicant’s medicated chewing gum 
(The Gilbert Company v. John D. Gilbert Chocolate Co., 411 O. G. 273, 48 F. 2d 
930, C. C. P. A.), and applicant in its brief, in effect, concedes this to be the fact. 
The mark “Cotlets” of said registration, while differing in certain respects from 
applicant’s marks “Coughlets,” “Coughlics” and “Coughlix” is manifestly quite 
similar in sound to each thereof, and it is the opinion of the examiner that the 
similarity of these marks in this respect is such that their concurrent use for the 
specified goods would be quite likely to give rise to confusion in trade. 

Accordingly, the notices of opposition are hereby sustained, and it is further 
adjudged that the applicant is not entitled to the registrations for which it has 
made application. 

Limit of appeal June 30, 1949. 
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